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APPLICANTS' BRIEF ON APPEAL 

I. REAL PARTY IN INTEREST 

The captioned Applicants, Rich Fogal and Michael B. Ball, have assigned their interest in 
this application to Micron Technology, Inc. 

II. RELATED APPEALS AND INTERFERENCES 

There are no other appeals or interferences known to the Applicants, the Applicants' 
attorney, or the assignee which will directly affect or be directly affected by or have a bearing on 
the Board's decision in the pending appeal. 

JIL STATUS OF THE CLAIMS 

Claims 1-17 have been presented during prosecution of the application under appeal. 
Claims 1-6 were cancelled by the Preliminary Amendment. 
Claims 7-17 are rejected. ^ 
Claims 7-17 are on appeal. 
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IV. STATUS OF THE AMENDMENTS ^ ^ 
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Applicants filed no amendments subsequent to final rejection. ^ ^ 
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V. SUMMARY 

Exemplary embodiments of the claimed invention concern a method of stacking a 
plurality of dies, wherein each die is angularly offset with respect to the orientation of an 
underlying die. (Specification page 5, lines 21-22, and Figures 1 and 3.) Angular offsetting is 
accomplished by rotating a die within a plane that is parallel to the underlying die. {Id, at page 5, 
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lines 23 and 24; page 4, lines 4-5.) The amount of rotation is described in terms of an angle 
between the longitudinal centerlines of one die and its underlying counterpart. {Id. at page 6, 
lines 1-3.) Moreover, the disclosure teaches that, in some embodiments, it is preferable to offset 
a die at an angle that is as small as possible without blocking access to the underlying die's bond 
pads. {Id, at page 5, lines 21-23; page 6, line 3.) A minimum angle is especially preferable if it 
is desired to stack the maximum number of dies while still ensuring clearance for the wire bonds 
leading to each die. {Id, at page 6, line 6 (designating the maximum number of dies as "N"; page 
4, lines 6-8 (discussing ensuring that a lower die's bonding sites are not obstructed by an upper 
die); page 5, line 28 - page 6, line 1 (indicating that die are stacked without interfering with the 
vertical line of sight of lower dies' bonding pads).) In a preferred embodiment, wire bonding of 
all bonding sites occur during the same wire bonding process. {Id, at p. 5, In 29 - p. 6, hi. 1.) 

VL ISSUES 

There are six issues for determination on appeal. 

(1) Whether claim 12 meets the "written description" requirement of 35 U.S.C. §1 12, fl. 

(2) Whether claims 13-17 meet the "defmiteness" requirement of 35 U.S.C. §112, ^2. 

(3) Whether claims 7 and 17 are novel under 35 U.S.C. §102 in light of Farnworth (U.S. 
Pat. No. 5,012,323), 

(4) Whether claims 7, 8, 12, and 17 are novel under 35 U.S.C. §102 in light of Sakurai 
(Japanese Pat. No. 57-31 166). 

(5) Whether claims 7-8 and 12-17 are novel under 35 U.S.C. §102 in light of de Givry 
(European Patent No. 489,643); and 

(6) Whether claims 9-1 1 are non-obvious under 35 U.S.C. §103 in Hght of de Givry in 
combination with Sakurai. 



VIL GROUPING 



Applicants define the following groups of claims for consideration upon this appeal. 
These groups correspond to the issues listed above. 
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Claim 12 
Claims 13-17 

Claims 7 and 17 (The claims of this group do not stand or fall together.) 
Claims 7, 8, 12, and 17 (The claims of this group do not stand or fall 
together.) 

Claims 7-8 and 12-17 (The claims of this group do not stand or fall 

together.) 

Claims 9-11 



A. Claim 12 meets the "written description" requirement of §1 12. ^ 1 . 

Claim 12 requires among its acts (1) stacking a plurality of dies (first addressed in the 
preamble); (2) estabUshing an orientation for each die of the plurality; and (3) with the 
orientation for each die, "marginally clearing a line of sight" to contact areas of any immediately 
underlying die. The Examiner rejected claim 12 under 35 U.S.C. §1 12, T|l, arguing that the 
limitation "marginally clearing a line of sight" is not defined in the specification and is unclear. 

However, the test for determining compliance with the written description requirement is 
whether the disclosure of the application as originally filed reasonably conveys to the artisan that 
the inventor had possession at that time of the later claimed subject matter, rather than the 
presence or absence of literal support in the specification for the claim language. {In re Kaslow, 
707 F.2d 1366, 217 U.S.P.Q. 1089, 1096 (Fed. Cir. 1983) (emphasis added).) The Kaslow case 
echoes the rule in In re Edwards, which states. 

To comply with the description requirement it is not necessary that 
the application describe the claimed invention in ipsis verbis .... 

{Id,, 568 F.2d 1349, 196 U.S.P.Q. 465, 467 (C.C.P.A. 1978).) Similarly, The court in In re 
Herschler stated, 



Group I: 
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Group III: 
Group IV: 
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The claimed subject matter need not be described in haec verba to 
satisfy the description requirement. It is not necessary that the 
appHcation describe the claim limitations exactly .... 

{Id,, 591 F.2d 693, 200 U.S.P.Q. 711, 717 (C.C.P.A. 1979) (citations omitted).) Accordingly, 
analogous language appears in the MA^^JAL OF Patent Examining Procedure (MPEP), 

The subject matter of the claim need not be described literally (i.e. 
using the same terms or in haec verba) in order for the disclosure 
to satisfy the description requirement. 

{Id. at 2163.02 (emphasis in original).) (The cited references are included in Appendix 2.) 

Applicants contend that the terms in the limitation at issue - "marginally clearing a Hne 
of sight" " are supported by the Specification given the standards cited above. 

For instance, Applicants note that at least a portion of the limitation at issue actually 
appears verbatim in the Specification. Page 5, lines 28 through 29 specifically refers to stacking 
dies without interfering with the "line of sight" of lower dies' bond pads. 

As for the term "clearing," Applicants contend that one of ordinary skill in the art would 
understand the term "clearing" to mean "removing obstructions" {see American Heritage 
Electronic Dictionary (3d ed. 1993) (also in Appendix 2)). Applicants further contend that 
such an artisan would find support for that term in portions of the Specification such as the one 
cited above. Further support is found on page 5, lines 21 through 23, which describes ensuring 
that the upper die 28 does not interfere with access to bond pads. 

Regarding the term "marginally," Applicants contend that one of ordinary skill in the art 
would understand that term to be the adverb form of the term "marginal." Further such an artisan 
would understand "marginal" to mean "barely within a lower standard" {see American 
Heritage Electronic Dictionary). Moreover, an artisan would find support in portions of 
the Specification describing the notion of a minimum angular offset, such as page 6, line 3. 

Thus, based on the standards set forth by case precedent and the PTO's own procedural 
guidelines, the text cited in the Specification describes subject matter in such a way as to 
reasonably convey to one of ordinary skill in the art that the inventors had possession of the 
claimed invention. Accordingly, Applicants request that the Board withdraw this objection. 
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B, Claims 13-17 meet the "definiteness" requirement of §1 12. 112. 

The Examiner rejected claim 13 and its dependent claims 14-16 for including the 
limitation "ensuring at most a minimum bond pad clearance" and rejected claim 17 based on the 
limitation requiring "less than a maximum underlying bond pad clearance." The Examiner 
attempted to support the rejection by arguing that the claims are broad enough to include within 
their scope an embodiment that the Examiner does not believe is taught by the Specification. 
Specifically, the Examiner envisioned an embodiment wherein portion of the bond pad of an 
underlying chip is obstructed by the upper die. In other words, the Examiner has rejected these 
claims for lack of defmiteness because the claims cover an embodiment that allegedly lacks 
enablement. In so doing, the Examiner has raised two issues that the defeat the rejection. 

First, case precedent has addressed the distinction between definiteness, a §1 12, 1f2 issue, 
and enablement, a § 1 12, 1|1 issue: 

definiteness and enablement are analytically distinct requirements, 
even though both concepts are contained in 35 U.S.C. §112..,. 
Definiteness requires the language of the claim to set forth clearly 
the domain over which the applicant seeks exclusive rights. ... 
The test for whether a claim meets the definiteness requirement is 
"whether one skilled in the art would understand the bounds of the 
claim when read in light of the specification." 

Process Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 52 U.S.P.Q.2d 1029, 1034 n.2 
(Fed. Cir. 1999) (citations omitted), cert denied, 529 U.S. 1037 (2000) (This and any other 
reference cited in part B of the argument are included in Appendix 3). 

Because definiteness and enablement are analytically distinct, the Examiner's enablement 
analysis cannot support the definiteness rejection. Rather, the Examiner must set forth an 
analysis addressing the distinct issue of definiteness under the standards cited above. Until then, 
the Examiner has failed to meet the prima facie burden for rejection. Moreover, Applicants 
assert that the Examiner cannot meet this burden, as the Examiner's ability to artuculate an 
embodiment indicates that the claims meet the definiteness requirement. 
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Second, assuming arguendo that the Examiner's analysis is proper, the Examiner's 
conclusion is still wrong, as case precedent supports a finding that the claims are adequately 
supported. In In re Vickers (141 F.2d 522, 61 U.S.P.Q. 122 (C.C.P.A. 1944)), the examiner of 
that application rejected claims because they covered a mechanical apparatus that was not 
disclosed in the specification. {Id, at 124, 127.) The Court indicated that such a rejection is not 
in accordance with the applicable rule, namely: it is not necessary to disclose each specific 
embodiment of the invention covered by the claims; rather, in a mechanical case, broad claims 
may be supported by disclosure of a single form of the apparatus disclosed in an application. 
(/^/. at 127.) 

The relevant facts of the current application are analogous to those in Vickers. As in that 
case, the Examiner has argued that the appealed claims cover matters that are not addressed in 
the specification. As a result, Applicants contend that the rule in Vickers would apply to the 
mechanics of claim 13 's stacking chips and claim 17's arranging dies. Accordingly, the 
Examiner's rejection is as inappropriate here as it was in Vickers. 

C. Claims 7 and 17 are novel in light of Famworth. 

The Examiner rejected claims 7 and 17 as being anticipated by Famworth (U.S. Patent 
No. 5,012,323). Applicants contend that there are flaws in the Examiner's argument and 
undisclosed limitations in the claims that warrant withdrawing the rejections. Although the 
Examiner cited the same reference against these two claims, the Examiner raised different 
arguments against them which, in turn, warrant different counter-arguments from Applicants. 
Hence, these claims do not stand or fall together. 

i. Claim 7 

In rejecting claim 7, the Examiner assumed that Famworth teaches claim 7's first 
limitation: mounting an upper die on a lower die. Famworth, however, teaches just the opposite. 
Rather than mounting an upper die on a lower die, Famworth teaches mounting its upper die 41 
on a lead frame (Famworth at col. 3, In. 60; col. 4, In. 4-6, In. 47-49; col. 6, In. 9-17 (claim 1); 
Figs. 4-7.) Famworth fiirther teaches that the lower die is distal from the upper die, being 
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located on the opposite side of the lead frame. {Id. at col. 4, In. 36-38; Figs. 4-7.) Given 
Farnworth's opposing teachings in relation to claim 7's act of mounting, Faraworth cannot be 
read as disclosing this limitation. 

Claim 7 further requires "defining a minimum angular offset with said mounting'' 
(Emphasis added.) Because (1) Farn worth fails to disclose claim 7's mounting act; and (2) claim 
- 7's defining act relies on that mounting act, then Famworth necessarily fails to disclose claim's 
defining act as well. ^ 

Moreover, limitations concerning the defining act raise other issues. Applicants assert 
that Famworth fails to define any angular offset, let alone a minimum angular offset. The 
Examiner contends that, with Farnworth's upper die being smaller than the lower die, an angular 
offset is defined between the edges of the upper and lower dies. First, Applicants note that the 
edges of Famworth' s upper and lower dies are parallel to each other and therefore could not 
define an angle. Thus, Applicants assert that the Examiner's failure to identify in Famworth the 
angle for the angular offset and/or the axes defining that angle represent a failure to meet the 
prima facie burden for rejecting this claim. 

Concerning the limitafion of a "minimum" angular offset, the Examiner_a ssumed th at Jhe^ 
only defining feature of su ch an offset js thayt^aUj^ site on the lower die. 

Applic^itsiQnten<ltt^^ definition for a minimum angular,offset.can be found in the 

^^Specificati^ in the Summary - section V - of thisj\ppead_Brief)^ that it was 

legally imprope^r for theJExaminer to ignore that source in attemptin g to reje ct the claims. This is 
a further indication of the Examiner's failure to meet the prima facie burden for rejecting claim 
7. Accordingly, Applicants request that the Board withdraw the rejection against claim 7. 

ii. Claim 17 

As for claim 17, the first act listed requires "serially stacking" all of the relevant dies. 
Applicants contend that Farnworth's emphasis on placing one die on the top of a lead frame and 
a second die on the bottom of the lead frame fails to meet claim 17's "serial stacking" 
requirement, as defined in the Specification. {See, e.g,. Specification at p. 5. In. 9-20.) 

Claim 17 addifionally requires establishing a unique orientation for each die. The 
Examiner argued that the different vertical positions of Farnworth's upper and lower die satisfy 
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claim 17's "unique orientation" requirement. Claim 17, however, requires that the unique 
orientation must define a bond pad clearance. Farnworth's differing vertical positions do not 
define a bond pad clearance. Rather, it is the sizing of Farnworth's dies that arguably define 
bond pad clearance. This is evident when one considers that, if the upper die were the same size 
as or bigger than the lower die, the fact that the dies were at their different vertical posifions 
would be insufficient in terms of bond pad clearance. This is indicated by Farnworth's repeated 
requirement that the dies be of different size. (See, e.g., Famworth at col. 4, In. 2 (requiring that 
the lower die be larger that the upper die); In. 54-58 (requiring that the upper die span only the 
distance between the wire bonding zones, while the lower die extend into those zones); col. 5, In. 
49 (claiming a second die that is smaller than a first die); Fig. 4; Fig. 5; Fig. 6; Fig. 7.) Thus, 
because the vertical posifions do not safisfy the features required by claim 1 7 of a "unique 
orientation," such positioning does not disclose this limitation. 

Moreover, claim 17 requires that the unique orientation define "less than a maximum" 
bond pad clearance. The Examiner's 1 12 rejection and response to Applicants' prior arguments 
indicate that the Examiner has failed to properly appreciate the distinction offered by that phrase. 
Given the arguments in part VIII(B) supporting the use of that phrase, the Examiner's 
disregarding that phrase results in a failure to meet the prima facie burden for rejection. For any 
or all of these reasons, Applicants request that the Board withdraw the rejection against claim 17. 

D. Claims 7, 8, 12, and 17 are novel in light of Sakurai 

The Examiner rejected claims 7, 8, 12, and 17 as being anticipated by Sakurai (Japanese 
Patent No. 57-31 166). Applicants contend that there are flaws in the Examiner's argument and 
undisclosed limitations in the claims that warrant withdrawing the rejections. Although the 
Examiner cited the same reference against these claims, the Examiner raised different arguments 
against them which, in turn, warrant different counter-arguments from Applicants. Hence, the 
claims do not stand or fall together. 
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i. Claims 7-8 



In rejecting claim 7 the Examiner cited the example in Sakurai's figure 1 as disclosing 
the limitation of "m.ounting an upper die on a lower die" yet cited the Sakurai's figure 2 as 
disclosing the limitation of "defining a minimum angular offset with said mounting." (Office 
Action of 1 1/16/00 at p. 4, ^[2.) Unfortunately for the Examiner, Sakurai's figure 2 discloses a 
different and contradictory mounting scheme in comparison to that of Sakurai's figure 1. The 
mounting in Sakurai's figure 1 accommodates a plurality of dies of differing size that resuUs in 
exposing the entire perimeter for each die and is tailored for dies having bonding pads all around 
that perimeter. (Translation of Sakurai at p. 3, fourth fiill ^I.) The mounting in Sakurai's figure 
2, on the other hand, accommodates a plurality of dies of the same size that results in exposing at 
most a portion of the perimeter of each die. Further, Figure 2's mounting scheme is specifically 
tailored for dies having bonding pads on abutting edges of each die. {Id. at p. 4, first two full 
]['s.) Thus, claim 7 requires the same mounting scheme for both acts, while the Examiner has 
cited different and contradictory mounting schemes in attempt to find claim 7 anticipated. Such 
a flaw indicates a failure to meet the prima facie burden for rejection of this claim and dependent 
claim 8. Moreover, the Examiner's attempt to combine features from multiple contradictory 
embodiments calls into question the propriety of using Sakiurai as the basis for any novelty 
rejection. 

Further, the Examiner made errors in applying Sakurai against claim 7 that are similar to 
the errors that the Examiner made in applying Famworth. Namely, the Examiner conluded that 
Sakurai's mounting discloses claim 7's "minimum angular offset." Regardless of which of the 
contradictory mounting schemes of Sakurai the Examiner relied upon, the Examiner failed to 
identify in Sakurai the angle for the angular offset and the axes defining that angle. Applicants 
assert that meeting the prima facie burden of rejection required doing so. 

Moreover, concerning the additional limitation of a "minimum" angular offset, the 
Examiner again ^sume djha^^ defining featur e^qf such an offsetj ^that it allov^^ccess J o 
a^bonding jite^onjl^^ that ad ditional definition for a minimum 

angular offset cmi be found in the spe cification and that it was legally improper for the Examiner 
to ignore that source in attempting to reject the claims. This is a further indication of the 
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Examiner's failure to meet the prima facie burden for rejecting claim 7 and dependent claim 8. 
Accordingly, Applicants request that the Board withdraw the rejection against these claims. 

ii. Claim 12 

As for claim 12, it requires, among other acts, establishing an orientation for each die of a 
plurality of dies (first addressed in the preamble), and marginally clearing a line of sight to 
contact areas of any immediately underlying die with the orientation for each die. First, the 
Examiner's 1 12 rejection and response to Applicants' prior arguments indicate that the Examiner 
has failed to properly appreciate the distinction offered by the term "marginally." Given the 
arguments in part VIII(A) supporting the use of that term, the Examiner's disregarding that term 
results in a failure to meet the prima facie burden for rejection. Second, assuming arguendo that 
Sakurai's figure 1 (the example specifically cited by the Examiner against this claim) teaches 
marginally clearing a line of sight, it is not the orientation for each of Sakurai's figure 1 dies that 
accomplishes that act. Rather, it is the sizing of the dies that may accomplish that. Thus, the 
portions of Sakurai cited by the Examiner fails to anticipate claim 12. 

iii. Claim 17 

Concerning claim 17, it requires establishing a unique orientation for each die of all dies 
mentioned previously in the claim, wherein the orientation for each die defines "less than a 
maximum underlying bond pad clearance." First, it is noteworthy that the orientation that is 
being established is the same one that defines the bond pad clearance. However, the Examiner 
again attempted to combine the one orientation scheme fi-om Sakurai's figure 1 with a different 
and contradictory orientation scheme in Sakurai's figure 2 to find these limitations anticipated. 
(Office Action of 1 1/16/00 at p.4, ]|5.) Thus, for the reasons supporting claims 7-8 addressed in 
part VIII(D)(i) %{ above, the Examiner's attempt to combine these contradictory embodiments 
results in a failure to meet the prima facie burden and calls into question the propriety of 
combining contradictory Sakurai embodiments in a novelty rejection. 

Second, the Examiner's 1 12 rejection and response to Applicants' prior arguments 
indicate that the Examiner has failed to properly appreciate the distinction offered by the phrase 
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"less than a maximum underlying bond pad clearance." Given the arguments in part VIII(B) 
supporting the use of that phrase, the Examiner's disregarding that phrase results illustrates 
another aspect in which the Examiner has failed to meet the prima facie burden for rejection. 

E. Claims 7-8 and 12-17 are novel in light of de Givry. 

The Examiner rejected claims 7-8 and 12-17 as being anticipated by de Givry (European 
Patent No. 489,643). Applicants contend that there are flaws in the Examiner's argument and 
claim hmitations undisclosed by prior art that warrant withdrawing the rejections. Although the 
Examiner cited the same reference against these claims, the Examiner raised different arguments 
against them which, in turn, warrant different counter-arguments from Applicants. Hence, the 
claims do not stand or fall together. 

i. Claims 7-8 

Claim 7, for example, requires defining a minimum angular offset with an act of 
mounting an upper die on a lower die. Dependent claim 8 incorporates this limitation as well. 
As with previous rejections of claim 7, th^Exaii^ has made an erroneous assumption that the 
only defining feature of s uch,a n offs et js that i t allows access to a b onding site on the lower die . 
Proofoffliisjen^ establ ishedjby the f act tha t additional definitiorijor a minim unLangular 
offset can be found in the curren t^Spedfica^^ also the Summary in section V of this 

Appeal Brief) Applicants contend that it was legally improper for the Examiner to ignore that 
source in attempting to reject the claims. 

Moreover, the Examiner has ignored the fact that de Givry teaches only a maximum 
angular offset with its mounting. Significantly, when de Givry teaches crossing only two chips, 
it teaches crossing them at the maximum angle - 90 degrees, (de Givry at Fig. L) Unlike the 
current Specification, there is no mention in de Givry that any illustrations showing such an 
angular offset are merely for purposes of clarity. {Compare de Givry specification with the 
current Specification at p. 7, In. 8.) Further, the only time de Givry mentions a lesser angular 
offset is when more than two chips are being crossed, and such an angle still achieves the 
maximum offset for that number of crossed chips, (de Givry translation at p. 4, In. 18-19 and p. 
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7, In. 18-19 (teaching crossing three chips 60 degrees); 5ee also Id. at p. 7, In. 19-20 and Fig. 3 
(teaching four chips in a "star" formation).) In addition, in some de Givry embodiments, the 
angle is not decreased even then, (de Givry at Fig. 2; translation at p. 6, In. 23-29.) Thus, in 
teaching the exact opposite of the relevant limitation in claim 7 and 8, de Givry necessarily fails 
to disclose that limitation. As a result, not only has the Examiner failed to establish a prima facie 
case for rejection using de Givry, Applicants assert that such a case could not be established 
using de Givry. Accordingly, Applicants request that the Board withdraw the rejection against 
claims 7 and 8. 

ii. Claim 12 

As mentioned in section VIII(D)(ii), claim 12 requires, among other acts, establishing an 
orientation for each die of a plurality of dies (first addressed in the preamble), and marginally 
clearing a line of sight to contact areas of any immediately underlying die. The Examiner's 1 12 
rejection and response to Applicants' prior arguments indicate that the Examiner has failed to 
properly appreciate the distinction offered by the term "marginally," Given the arguments in 
part VIII(A) supporting the use of that term, the Examiner's disregarding that term results in a 
failure to meet the prima facie burden for rejection. Second, assuming arguendo that de Givry 
teaches clearing a line of sight, there is nothing marginal about it. jRathgr, d e Givry should b e 
interpreted as teacWngj:learing a line ofsi ght to the maximum, extent possible,, The reasons 
supporting this interpretation are addressed immediately above in part VIII(E)(i). 

iii. Claims 13-16 

Claim 13 requires "ensuring at most a minimum bond pad clearance to each chip" of a 
plurality of chips that were first mentioned in the claim's preamble. Dependent claims 14-16 
incorporate this limitation. The Examiner's 1 12 rejection and response to Applicants' prior 
arguments indicate that the Examiner has failed to properly appreciate the distinction offered by 
claim 13 's act of ensuring. Given the arguments in part VIII(B) supporting the phrasing in that 
act, the Examiner's disregarding such phrasing results in a failure to meet the prima facie burden 
for rejection. Further, for the reasons discussed in part VIII(E)(i), de Givry can only be 
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interpreted as ensuring 2i maximwnbond pad clearance for each chip. Because de Givry teaches 
the exact opposite of the limitation in claims 13-16, a novelty rejection based on this reference is 
untenable. 

iv. Claim 17 

As mentioned in the other rejections of claim 17, that claim requires that the unique 
orientation define "less than a maximum" bond pad clearance. The Examiner's 1 12 rejection 
and response to Applicants' prior arguments indicate that the Examiner has failed to properly 
appreciate the distinction offered by that phrase. Given the arguments in part VIII(B) supporting 
the use of that phrase, the Examiner's disregarding that phrase results in a failure to meet the 
prima facie burden for rejection. Further, for the reasons discussed in part VIII(E)(i), de^Givry 
can only be interpreted as ensuring no less than a maximuni bond padj^learaa^^^ Because de 
Givry teaches the exact opposite of the limitation in claim 17, Applicants assert that it cannot be 
used in an novelty rejection of this claim. 

F. Claims 9-1 1 are non-obvious in light of de Givry combined with Sakurai. 

The Examiner rejected claims 9-1 1 as being obvious in light of de Givry in combination 
with Sakurai. Applicants contend that the Examiner misinterpreted de Givry in at least one 
instance and that a proper reading of that reference shows that it conflicts with Sakurai on the 
very point that the Examiner sought to make. In addition, there are other conflicts throughout the 
references that further discourage their combination. 

Claim 9 requires, in part, an act of ensuring that a step of stacking all of the relevant dies 
occurs with no intervening bonding step; claim 10 states that its step of stacking comprises 
stacking all of the relevant dies before its step of bonding wire to those dies; and claim 1 1 states 
that its step of bonding comprises bonding all of the relevant wire only after the step of stacking 
all of the relevant dies. In rejecting these claims, the Examiner stated that de Givry does not 
teach that a bonding step is performed after all of the relevant dies have been stacked. The 
Examiner filled this perceived gap in de Givry' s disclosure with the teachings interpreted fi-om 
Sakurai. The Examiner further suggested that there is a motivation in the art to reduce number of 
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processing steps, hence the Examiner concluded that an artisan would find it obvious to apply 
Sakurai's bonding to de Givry's stack of chips. 

However, the Examiner's statement that "de Givry does not teach that the bonding step is 
performed after all the dies have been stacked" is misleading. De Givry is not merely silent on 
this point. Rather, it actively teaches away from performing a bonding step after all dies have 
been stacked. In wire bonding the stack of four chips illustrated in de Givry's figure 2, for 
example, de Givry expresses that multiple bonding sequences are "necessary." (Translation of 
de Givry at p. 7, In. 10-11.) Moreover, de Givry explains why this is necessaryiv^bonding. 
.niachines at the time de Givry's application was drafted - years after Sakurai's publication date - 
could accommodate only a limited difference in elevation between the ends^of a-wife^to be 
bonded. {Id. at In. 1-7.) De Givry fiirther indicated that yet another reason for the necessity of 
multiple^bonding sequences is linked to the repetitive character of the mounting process. {Id. at 
In. 8-14.) Hence, assuming arguendo that the Examiner's interpretation of Sakurai is correct, an 
accurate interpretation of de Givry teaches against Sakurai and actively discourages combining 
the teachings. 

The above instance is not the only example of conflicts between the references. 
Significantly, the Examiner chose to apply the example in Sakurai that taught a stack of square- 
shaped chips with bond pads lining the perimeter, wherein each chip in the stack is smaller than 
the one below it so that the lower chip's perimeter bond pads are exposed. (Office action of 
11/16/00 at p. 6 (citing figs. 1 and 3 of Sakurai).) De Givry instead acknowledges such 
configurations but indicates that the de Givry invention is directed to a different configuration for 
different chips. (Translation of de Givry at 3, In. 14-27.) De Givry instead focuses on a stack of 
elongated rectangular chips with bond pads only on the short ends of each chip. {Id. at p. 4, In. 
1-9.) Each of de Givry's chips is the same size {Id. at p. 3, In. 24), such that de Givry's 
confiiguration results an upper chip covering at least a portion of the perimeter of the lower chip 
- in direct contradiction to Sakurai. {See, e.g.. Id. at figs. 1, 2, and 3.) De Givry fiirther notes 
that configurations such as those in Sakurai have chips oriented in the same way, whereas de 
Givry proposes a different and conflicting arrangement. {Id, at 3, In. 25-27.) Thus, given the 
contradiction in teachings on both the very point the Examiner focused on as well as the the 
more general contradictions between de Givry and Sakurai, one of ordinary skill in the art would 
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be discouraged from combining these to references. As a result, they cannot be used to support 
an obviousness rejection, 

G. Conclusion 

Applicants respectfully request the reversal of all of the Examiner's rejections. 
Applicants posit that, given the appropriate standards set forth by precedent, claims 12-17 
overcome the 1 12 rejections that the Examiner attempted to support. Further, based on the 
remarks presented above, AppUcants submit that claims 7-8 and 12-17 contain limitations that 
support their noveUy despite any of the references cited against them. Finally, Applicants 
contend that one of ordinary skill in the art would be actively discouraged from combining the 
references used to reject claims 9-1 L 



Respectfully submitted. 




Charles Brantley 
Registration No. 38,086 
Micron Technology, Inc. 
8000 S. Federal Way 
Boise, ED 83706-9632 
(208) 368-4557 
Attomey for Applicants 



Appendix I: Copy of Involved Claims 



7. A method of stacking a plurality of die, comprising 

mounting an upper die on a lower die; and 

defining a minim.um angular offset with said mounting, wherein said minimum angular 
offset allows access to a bonding site on said lower die. 

8, The method in claim 7, further comprising a step of mounting a lowest die on a substrate. 



9. A method of manufacturing a multichip module including dies, comprising: 

stacking all of said dies in a manner such that corresponding portions of any two of said 

dies define respective axes, and wherein said axes define an offset angle; 
bonding wire to said dies; and 

ensuring that said step of stacking all of said dies occurs with no intervening bonding 
step. 



10. A method of manufacturing a multichip module including dies, comprising: 

stacking all of said dies, wherein corresponding portions of any two of said dies define 

respective axes, and wherein said axes define an offset angle; and 
bonding wire to said dies; 

wherein said step of stacking comprises stacking all of said dies before said step of 
bonding wire to said dies. 



1 1. A method of manufacturing a multichip module including dies, comprising: 

stacking all of said dies, wherein corresponding portions of any two of said dies define 

respective axes, and w^herein said axes define an offset angle; and 
bonding wire to said dies; 

wherein said step of bonding comprises bonding all of said wire only after said 
step of stacking all of said dies. 

12. A method of assembling a plurality of dies, comprising: 

stacking said plurahty of dies along an axis; 

establishing an orientation for each die of said plurality of dies; 

marginally clearing a line of sight to contact areas of any immediately underlying die 

with said orientation for said each die, wherein said line of sight is parallel to said 

axis; and 

clearing a line of sight to contact areas of any underlying die with said orientation for said 
each die. 

13. A method of stacking a plurality of chips 

spiraling said plurality of chips around an axis perpendicular to said plurality of chips; 
and 

ensuring at most a minimum bond pad clearance to each chip of said plurality of chips. 



14. The method in claim 13, wherein said step of spiraling said plurality of chips around an axis 
further comprises spiraling said plurality of chips around an axis passing through said each chip. 



15. The method in claim 14, wherein said step of spiraling said plurality of chips around an axis 
further comprises spiraling said plurality of chips around an axis passing through a center of said 
each chip. 

16. The method in claim 15, wherein said ensuring step comprises rotating a chip around said 
axis at least to an extent that a bond pad on an underlying chip is exposed. 

17. A method of arranging all dies in a multidie device, comprising: 

serially stacking said all dies; and 

establishing a unique orientation for each die of said all dies, wherein said orientation 
for said each die defines less than a maximum underlying bond pad clearance. 



Appendix 2: References cited in part A of the Argument 

In reKaslow, 707 F.2d 1366, 217 U.S.P.Q. 1089 (Fed. Cir. 1983); 
In re Edwards, 568 F.2d 1349, 196 U.S.P.Q. 465 (C.C.P.A. 1978); 
In reHerschler, 591 F.2d 693, 200 U.S.P.Q. 71 1 (C.C.P.A. 1979); 
Manual of Patent Examining Procedure (MPEP) at 2163.02; and 
American Heritage Electronic Dictionary (3d ed. 1993) (defining the terms "clearing" 

"marginal"). 
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an appropriate showing plaintiffs 
entitled to recover costs and attor- 

incurred in connection with this 
U:S.C. §505. 

3 filed a motion for recovery of fees 
^ay 21, 1981. Plaintiffs' attorneys, 

Peebles, Esq. and Benjamin J, 
3q. have submitted a joint affidavit 
of the motion.. Their joint affidavit 
lat they expended a total of 20.75 
nnection with this case and that a 

customary fee for services of the - 
•ed by diem is $75 per hour. Ac- 
hey request an award of $1,556.25 
's fees. They also seek to recover 
isbursements and $21.60 in costs, 
has not opposed the motion for - 
fees and costs. 

)tion to recover fees and costs in 
ifringement action is addressed to 
discretion. I have toncluded that 
f fees and costs is appropriate in 
action. However, it appears that 
quest for an award pf fees total- 
25 is somewhat excessive. Plain- 
for summary judgment Was un- 
d defendant had failed to respond 
' Request for Admissions. More- 
ffs' total recovery was limited to 
such circumstances, I believe an 
$1,000 as attorney's fees is 

, plaintiffs' motion for an award 
Dsts is hereby ORDERED grant- 
: are entitled to recover a total of 
I attorney's fees, costs and dis- 

The Clerk is hereby OR- 
enter judgment as follows:' (1) 

the amount of $250 shall be 
ayor of each of the plaintiffs 
isic, Inc., Robbins Music Gorp; 

Co., Inc., and Warner Bros., 
gment in the amount of $250 
ered in favor of the plaintiffs 
usic Publishing Co., Inc., and 
•nstein & Co., Inc. jointly; (3) 
I the amount of $250 shall be 
'or of the plaintiffs Blendingwell 
Jid American Broadcasting Mu- 
itJy; and (4) judgnient in the 
,115.35 shall be entered in favor 
)laintiffs jointly. 

granted plaintiffs' motion for sum- 
the Clerk entered a "judgment" 
The judgment does not specify the 

plaintiffs arc entitled. Because my 
and Order expressly raised the pos- 
intiffs might recover fees and costs, 
d not have been entered pursuant 
slaintiffs had failed to move for an 

and costs within the twenty-day- 
id in the Memorandum and Order. 
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Court of Appeals, Federal Circiiit 

In re Kaslow 

and Uniform Product Code Council, Inc. 
No. 82-599 
Decided May 17, 1983 

PATENTS 

1. Patentability — Invention — In general 

(§51.501) 

Focus of Court of Appeals for Federal 
Circuit in reviewing decisions of Board of 
Appeals that are based on Section 103 obvi- 
ousness grounds^ must be whether differences 
between subject matter sought to be patented 
and prior art are such that subject matter as 
whole would have been obvious at time inven- 
tion was made. 

2. Patentability —r Invention — In general 

(§51.501) . 

Discovery of source of problem is part of 
•"subject matter as a whole" inquiry, 

3. Patentability — Invention — In general 

(§51.501) 

Focus in Section 103 inquiry is not just on 
difference between claimed .subject matter and 
prior art, but rather on. subject, matter as 
whole; even when appellant has submitted 
litany of differences between hypothetical 
combination and his claimed invention, focus 
is on his claimed invention as whole. 

4. Patentability — Anticipation — Prior 

knowledge, use or sale (§51.223) 

System that was public' use or on sale bar 
under 35 102(b) is "prior art" under Section 
103; holding of In re Corcoran, 208 USPQ 
867, is that public use or placing on sale 
under Section 102(b) is "prior art"' that may 
support. Section 103 obviousness rejection. 

5. Amendments to patent application — 

New matter (§13.57) 

Specification '■ — Sufficiency of disclo- 
sure (§62.7) 

Test for determining compliance with writ- 
ten description requirement is whether disclo- 
sure of application as originally filed reason- 
ably conveys to artisan that inventor had 
possession at that time of later claimed subject 
matter, rather than presence or absence of 
literal support in specification for clatim 
language. 



6. ponstruction of specification and claims 

— By specification and drawings 
' In general (§22.251) . - 

Specification Sufficiency of disclo- 
;■ sure (§62.7) . . . ^ 

Content of drawings can be considered in 
determining compliance with written descrip- 
tiori requirement. 

7. Court of Appeals for the Federal Cir- 
' cuit — Issues determined (§26.53) 

CJlaims that are not separately -argued all 
stand- or fall together. 

Particular patents —T Coupon 

Kaslow, Coded Mechandising Couppn, re- 
jection of claims affirmed. 



Appeal from Patent and Trademark Office 
Board of Appeals. - . ' 

Application for patent of Walter Kaslow, 
Serial No: 684,408, filed May 7; 1976, divi^ 
sion of application. Serial' No. 532,586, : filed 
Dec. 13, 1974, issued as Patent No. 
3,959,624, on May 25, 1976. From, rejection 
of claims 1-4 and 6, applicant appeals^ (Uni- 
form Product Code Council, Inc.,'intervenor>. 
Affirmed. 

^Michael Ebert, New " York, N. Y.; for 
appellant. 

Thomas E. Lynch (Joseph J. Nakamura.and 
Jere W. Sears on the brief) for Patent. and 
Trademark Office.' 

Darryl Mexic, Washington, D.G. (Robert G. 
McMorrow, Washington, D.C on the 
brief) for intervehor. / 

Before Baldwin, Circuit Judge, Skelton, Sen- 
ior Circuit Judge, and Kashiwa, Circuit 
Judge. 

Kashiwa, Circuit Judge. 

i^.This is an appeal from the decision of the 
Patent and Trademark .Office Board of Ap- 
peals (the "Board") sustaining the examiner- s 
rejection of claims 1-4 and 6 in application 
Serial No. 684,408; filed May 7,. 1976, enti- 
ded "Coded Merchandising Coupon." This 
application is a division, of appellant's appli- 
cation, filed December 13, 1974i.which issued 
as U.S. Patent No. 3,959,624 on May- 25, 
1976. The claims were primarily rejected as 
obvious under 35 U.S.C. § 103 ' in view of 



'35 U.S.C. §103,. in pertinent part, states: 

A patent may not be obtained, though the 
invention is not identically disclosed or described 
as set forth in section 102 of. this tide, if the 
difi'erencc between the subject matter sought to 
be patented and the prior art are such that the 



public use evidence in combination with . a 
prior art reference. The claims were also 
rejected as being drawn to new matter under 
35 U.S.G. § 132,^ although this rejection 
was. treated as if it had been made- under the 
first paragraph of 35 U.S.G. § 112:V We 
affirm. . . 

1. ■■ ■ ■ 

Appellant's invention:^ relates; to a method 
and system for redeeming discount coupons 
automatically at? a retail store's checkout 
counter. The coupons are used to -reduce the 
purchasing price of consumer items common- 
ly found in retail stores such as supermarkets. 
The system disclosed employs an . existing 
optical . scanner and computer system, - the 
IBM Supermarket System. The discount cou- 
pon disclosed is impressed with a Universal 
Product. Code (the //UPC") symbol and a 
recognition code symbol. 

The UPC symbol; is a series of, light and 
dark parallel bars -which represent. 10 digits. 
The bars are grouped into two groups, gener- 
ally referred to as "5-by^5,":with each group 
representing five digits. One group of five 
identifies* the manufacturer of consumer 
items;.rand the, other, group identifies a par- 
ticular consumer item. The "5-by-5" bar code 
syn^bol is best illustrated as follows: * - ' 



subject matter as a whole would have. been obvi- 
ous at the time the invention was made to a 
person having ordinary skill -in the. art ;to which 
said subject matter pertains. 
^35 U.S.G §132 -states: / 

Whenever, on examination, any claim for a 
patent is rejected, or any objection or require- 
ment made, the Commissioner shall notify the 
applicant thereof, stating the reasons for such 
rejection, or objection or requirement, together 
with such information and references as may be 
useful in judging, of the propriety of continuing 
the- prosecution of his,;application; and if after 
receiving such notice, the applicant persists, in his 
claim for a . patent, with , or without amendment, 
the application shall be reexamined. No amend- 
ment shall introduce new matter into the . disclo- 
sure of the invention: . 
^ 35 U,S;G. §112, in pertinent piart, states: 

The specification shall contain a written, de- 
scription, of the invention, and of the manner and 
process of making and using it, in such full, 
clear, concise, and exaa terms as to enable any 
person skilled in the art to. which h pertains, or 
with which it is most nearly connected, to make 
and use the same, and shall set forth the best 
mode contemplated by the inventor of carrying 
out his . invention. 

*For example, a first group representing the 
numerals "16000" would identify General Mills as 
the manufacturer of the consumer goods. Similarly, 
"38000" identifies Kellogg's and "43000" identifies 




The recognition code symbol, also in the 
UPC bar code format, identifies the item the 
symbol is impressed on as the discount cou- - 
. pon. In addition, the symbol identifies the 
amoum of the discount. 

Appellant's invention is best described by 
his independent claims: 

1. The method of redeeming merchair 
disc coupons issued by various manufactur- 
ers which pronuse specified discounts on 
. certain- consumer items produced by these 
manufacturers and sold in supermarkets, 
each time bearing a distinctive symbol 
based.:, on the universal product code in 
which five, digits, identify the manufacturer 
thereof and another five. digits identify the 
specific item, said method comprisihg the 
steps of: 

A impressing on each coupon a univer- 
sal product code symbol which corresponds 
to the symbol appearing on the merchan- 
dise item to which it is related and a 
recognition code symbol representing -the 
coupon; 

B storing in a memory at each super- 
market carrying said certain consumer 
items, redemption, signals representing the 
product code symbols borne by the consum- 
er items v^rhich are subject to said discounts; 

G .optically scanning the product code 
and recognition symbols borne by the cou- 
pons offeredrfor redemption at each of said 
supermarkets to produce coupon signals 
and. recognition, signals; 

D : comparing each coupon signal de- 
rived from a coupon . with the stored re- 
demption signals in the memory to deter- 
mine whether a match: exists between the 



Post. The second group, however, has a dual func- 
tion,, i.e., identification of both the particular con- 
sumer item and the size or weight of that . item. For 
example, the numerals "16000 66410" identify a 7- 
ounce box of General Mills' Cheerios breakfast 
cereals. "16000 66510" and "16000 66610" identi- 
fy the lO^uncc and 15 ounce' box of Cheerios, 
respectively. 
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on code symbol, also in the 
)rmat, identifies the item the 
ssed on as the discount cou- 
\ . the symbol, identifies the 
scount. 

vention is best described by 
claims: 

hod of redeeming merchanr 
jsued by various manufactur- 
)mise specified discounts on 
fier items produced by these 

and sold in supermarkets, 
;aring a distinctive symbol 

universal product code in 
its. identify the manufacturer 
lother five, digits identify the 
said method coniprising the 

ing on each coupon a univer- 
le symbol which corresponds 
appearing on the merchan- 
which it is related and a 
de symbor representing the 

in a memory at each super- 
ng said certain consumer 
don signals representing, the 
/mbols borne by the consum- 
are subject to said discounts; 
/ scanning the: product; code 
a symbols borne by the cou- 
>r redemption at each of said 
to produce coupon signals 
.1. signals; . : 

ing each coupon signal, de- 
coupon with the stored re- 
als in the memory to deter- 
a match;, exists between -the 



roup, however, has a dual func- 
don of both the particular, con- 
size or weight of that item. For 
.-ais "16000 66410" identify a 7- 
cral Mills' Chcerios breakfast 
110" and "16000 66610" identi- 
nd 15 oimce'box of Chcerios, 



coupon signal and one of said, stored re- 
! demption signals and thereby avoid misre- 

demption * of the coupon^ the comparison 
being rendered effective only if the coupon 
signal is accompanied by a recognition 
signal; 

E summarizing the coupons redeemed 
I during a predetermined period at each of 

I said super-markets to provide data relating 

to the various manufacturers identified in 
1 the redeemed coupons and to the number of 

redeemed coupons assigned to each of these 

manufacturers; and 

F transhiitting the summarized data 
obtained at each supermarket to a central 
computer linked to said supermarkets to 
provide an audit of the overall volume of 
coupon traffic at these supermarkets and 
the relative trading-in of coupons issued by 
the various manufacturers. 

:,' * * * 

r-. ■ • -■ 

,i 3, » In a system for redeeming mer- 

[ : chandising coupons issued by various man- 

• : ufacturers to provide discounts on certain 

consumer, items produced by the^e manu- 
i: ' facturers which are sold in supermarkets, 

]. each coupon having a universal product 

symbol printed thereon in which five digits 
identify the manufacturer of a consumer 
. item and another five digits identify the 
I item and . grants a specified discount with 

i; respect to a consumer item which bears the 

^; same symbol, each coupon also having a 

\ recognition code symbol printed thereon 

I '' representing the coupon, the combination 

i comprising: 

A an optical scanning unit at each of 
said supermarkets carrying, said certain 
items to scan the symbols on each of said 
, coupons to produce a coupon signal and a 
recognition signal representative thereof; 

B a terminal at each of said supermar- 
kets including a memory which stores re- 
demption signals representing the consum- 
er iteins subject to discount by said 
coupons, means activated by the recogni- 
tion signal to compare the coupon signal 
|; ; produced by each scanned coupon with 

j ' each of the stored redemption .signals to 

.! determine whether a match exists between 

i the coupon signal and one of the stored 

1 redemption signals and to indicate the exis- 

1 tence of a match authorizing a coupon 

i redemption, and means to summarize the 

coupons redeemed during a predetermined 
\ : period to provide data relating to the var- 

. ious manufacturers identified in the re^ 
;[ deemed coupons and to the number of 



redeemed coupons assigned to each of these 
manufacturers; and 

,C means to transmit the summarized 
data obtained , at each supennarket to a 
: central computer linked to said, supermar- 
kets to provide an audit: of the overall 
volume of coupon traffic at these supermar- 
kets and the relative trading-in of coupons 
issued by the various manufacturers. 

The Uniform Product Code Council, 
Inc.' (the "UPCC7), the intervenor in the 
present appeal, adopted a lO-digit UEG 
code in 1970.* As part of its process of 
selecting a UPC symbol, the intervenor 
published a booklet in May,. .1.973, . the 
UPC Symbol Specification. In that, booklet 
an exemplary bar code symbol, the symbol 
shown previously,, was fully illustrated and 
described. Subsequently,- this well-known 
bar code symbol was formally adopted by 

, the intervenor for use on products in .April, 
1974. The intervenor, however, did . not 
adopt the use of this UPC symbol, on cou- 
pons as of the effective filing date of.appel- 

. lant^s application, December 13, 1974.: . . 

Participating in the UPC symbol selec- 
tion process, RCA in 1972 submitted a 
brochure which showed its. proposed .UiPC 
symbol, the RCA Bullseye symbol. The 
Buliseye symbol is best illustrated .as 
follows: 




12345G7890 

The RCA brochure stated that the use of its 
symbol was for both produas and coupons. 



^ UPCC is a tax exempt non-governmental 
membership corporation organized for the purpose 
of standardizing the use of the UPC symbol and 
codes among grocery retail outlets, food; manufac- 
turers and d&stributprs, members of . the equipment 
industry who make or desire to make apparatus 
which can read and process the UPC. symbol - and 
codes, and members of the printing industry.- 

.* Intervenor's involvement in the present- case .is 
discussed more fully at 111 and IV, infra. 
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Moreover, RCA also disclosed its version of 
the bar code symbol in the brochure.' 

To demonstrate the feasibility of its coupon 
redemption system, RCA, in conjunction with 
the Kroger supermarket chain and Proctor & 
Gamble, successfully operated such a system 
in early 1973 at a Kroger supermarket in 
Kenwood (Cincinnati), Ohio. The discount 
coupons used, issued' by Proctor & Gamble 
for four of its products, ' were marked with 
the RCA Bullseye symbol. The RCA symbol 
used a 1-7-2 code — the first digit indicated 
whether the item is a product or coupon and 
the next seven digits identified the particular 
product.' For example, a "O'* in the first 
digit indicated that the scanned item is a 
product; and a nonzero indicated that- the 
scanned item is a coupon. In addition, , each 
nonzero- numeral also represented a specific 
amount of the discount, e.g., "1" could repre- 
sent a Si discount, "2" a \Qi discount, and 
"3" a 25^ discount. 

The RCA computer system included five or 
six checkout stands connected to a central 
computer, all of which were located in -one 
supermarket. Each checkout stand included 
an optical scanner, a display, a keyboard, a 
printer, and a cash register terminal having a 
"string" memory and a comparator. In . oper- 
ation, products were optically scanned first 
and the Bullseye symbol on each item caused 
the name of the item and the price of that 
item to be retrieved from the computer mem- 
ory and shown on the display and stored in 
the "string" memory. Next, a coupon was 
optically scanned and the first digit of that 
Bulls6ye symbol would trigger a comparator 
that compares the 7-digit product identifica- 
tion symbol on the cpupon with a list of 

' The bar code symbol proposed by RCA is as 
illustrated: 



12345 




67899 



product identification numbers held in the 
"string" memory. If a match was made, then 
the amount of the discount was retrieved, from 
the computer memory and shown on the 
display and registered by the terminal. If a 
match was not found by the comparator, then 
the coupon was dishonored and this occur- 
rence entered in the terminal. There were 
daily and weekly summaries made and sent to 
the single manufacturer, Proctor & Gamble. 
The summary for each coupon item, generat- 
ed by the computer, included redemptions 
and attempted misredemptions, misredemp- 
tion being a crediting of a discount to a 
customer who did not purchase the product to 
which the discount applied. 

A similar prior art system is IBM's 3660 
Supermarket . System a brochure for which is 
incorporated by reference into appellant's ap- 
plication. Each checkout stand of this system 
includes an optical scanner and a terminal. 
The optical scanner, which is capable of read- 
ing the "5-by-5" UPC symbol, sends, a signal 
corresponding to the UPC code to the termi- 
nal which in turn automatically retrieves the 
item's name and price from its memory: and 
displays them. Moreover, the 3660, System 
includes a supermarket controller 'that super- 
vises up to 24 terminals and' scanners and 
provides price look-up and item movement 
data on over 20,000 different items. At the 
end of the day or at any convenient time, 
summarized data may be transmitted to a 
central computer at the headquarters of the 
supermarket chain. 

Additional prior art references, a magazine 
article and- a newspaper article, are also 
incorporated into appellant's application — 
the former discusses the problem of coupon 
misredemption and the latter estimates that 
SI 00 million . a year is lost through coupon 
misredemption. 

m. 

Subsequent to the issuance of appellant's 
parent application, U.S. Patent No. 
3,959,624, the UPC instituted a declaratory 
judgment action against the applicant regard- 
ing the issue patent in the U.S. district court. 

Following a denial by the district court of 
appellant^s motion to dismiss, " that action 
was stayed pending the outcome of the pre- 
sent case. Simultaneous with the filing of the 
civil action, the intervenor filed a petition to 



' Ivory Liquid, Pringles Potato Chips, Tide and 
Charmin. 

' The exact use of the last two digits is not clear. • 
They are, however,, not related to coupon 
redemption. 



'""What's Behind The Coupon Boom," Pro- 
gressive Grocer, Nov., 1974, pp. 59-64. 

" Unfionn Product Code Council, Inc. v. Kas- 
low, 460 F.Supp. 900, 203 USPQ 264 (S.B.N Y. 
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institute a public use proceeding against 
appellant's instant application. 

IV. 

In the public use proceeding, the intervenor 
asserted that appellant's invention was unpa- 
tentable as obvious in light of prior public 
use the RCA-Kroger supermarket system 
demonstration: The examiner found inter 
alia, that (1) the RCA system provided a 
printed summary of coupon redemption and 
misrederription for each product; (2) the , 
by-5" UPC symbol and several symbol, van- 
ations were disclosed to the public in Apnl, 
1973- (3) as of December 13, 1974, no UP.t.- 
cdded symbol for coupons had been adopted 
and no system was processing UPC-symbGled 
discount coupons; and (4) the RCA system 
was capable of printing summaries ot data 
such as summaries by products, by product 
size, by manufacturer, by date, and by 

In his decision dated. July 7, 1980, the- 
examiner barred appellant's application on 
the ground of prior public use. His conclu- 
sions of law are as follows: 

It is concluded, that the substitution ot 
the UPC 5-5 code symbol recited in the 
preamble of claims 1 and 3 of KaslowTor 
the RCA 1-7-2 code symbol for product 
identification, and^with a coupon identify- 
ing character added (one of Kaslow- s 
equivalent, alternate arrangements), would 
he an obvious variant to the process and 
system demonstrated in the public test con- 
ducted in the Kenwood,. Ohio, Kroger su- 
permarket in early 1973. 

It is also concluded that the summarizing 
step of section E of claim 1 and summariz- 
ing means of section B of claim 3 in which 
a general purpose computer produces siun- 
maries of data regarding redeemed couppns 
categorized by manufacturer rather than 
summaries of coupon redemption data cate- 
gorized by product as was done in the 
Kroger Kenwood demonstration in Febru- 
ary to June of 1973 would be an obvious 
matter- of choice to a person skilled in the 
art. 



« See 37 C.F.R. §1.292; MPEP §§720-720.05; 

See also 35 U.S:G. §102(b). Section 102(b), m 

pertinent part, states: 

A person shall be entitled to a patent unless— 

(b). the invention was patented or described in 
a printed publication in this or a foreign country 
or in public use or on sale in this counti7, more 
than one year prior to the date of the application 
for patent in the United States * * *. 



That aside from these obvious vanants, 
everything recited in the claims of this 
application has been established . to have 
been shown in the Kroger Kenwood public 
demonstration in 1973 more than one year 
before the filing of the parent apphcation 
of this application. 

It is concluded, that the claims in this 
application, as amended, are barred on the 
grounds of public use or sale more than one 
year prior to the.filing of the application 
' under 35 U.S.C. 102(by and 103. 



Following the public use proceeding, the 
appellant amended his claims to emphasize 
that the: memory at each supennarket shall 
identify discount coupons according to the 
individual manufacturer and transnut this 
data from each supermarket to a central com- 
puter in order to provide an audit. Ihis 
procedure would therefore eliminate the need 
for clearinghouses and prevent retailer fraud. 
In the conventional procedure, the supermar- 
ket- or the supermarket chain would forward 
bundles of coupons to a clearinghouse. After 
manually separating the coupons by. manu- 
facturer- and/or product, the cleannghouse 
would credit, the account of the supermarket 
(chain) and . forward the coupons to the 
manufacturers. 

The examiner, in his ^^^^ office, action, 
rejected the claims under 35 . U.S.C. §132 as 
beine drawn to. new matter in that the 
amendments to claims 1 and. 3 are not sup- 
ported by the original disclosure. He stated: 
' ^ In referring to. the supplemental IBM ma- 
terials applicant is compelled to argue that 
his invention is predicated on wliat the 
IBM means might be imagined as inher- 
ently capable of doing without an^ details 
or modifications set out in the specification 
% required by section 112. The amend- 
ments new [sic] proposed are simply not 
.iupported by the original disclosure. 
The examiner also rejected the claims at 
bar under sections 102(b) and 103 as barred 
bv public use more than one year betore the 
effective filing date, in view of the public use 
evidence. The examiner stated: 

The Kroger Kenwood demonstration had 
but a single manufacturer, however the 
RCA terminal and computer broke down 
the discount coupons into specific item 
classes and these item classes were further 
broken down to specific items -by weight 
with specific-discounts and the resuh were 
printed out. by item at specific intervals. 
Viewing applicants [sic] broad disclosure 
and reliance on the IBM technology, . it 
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would : be. . fair . to say - that: the Kenwood 
demonstration could have broken down the 

' items to various manufacturers if more had 
been involved and that the . plurality of 

^ terminals need not. have been located in a 
; single store. 

. VI. 

' The Board affirmed both of the examiner's 
rejections. The Board, however, treated., the 
section 132 rejection as if it had been made 

-under the first paragraph of section 112. See 
In re Rasmussen, 650 F.2d 1212, 211 USPO 
323 (CCPA 1981). The. Board believed thai 

. the sole ground for sustaining, the section 132 
rejection was the failure of appellant's specifi- 
cation to describe the claimed audit feature. 
The Board stated: 

We do *** agree with the examiner 
that' the disclosed method and apparatus do 

, not "provide an audit" of overall coupon 
traffic and' of redeemed coupons of the 
various manufacturers; The appellant does 
say [in] the specification that the 

present invention simplifies auditing proce- 
dures. However, there is a considerable 

./ difference - between siniplifying^ auditing 
procedures .and providing an audit., VAs 
pointed out ' by the examiner; an' audit, re- 

- quires examination and verification of re- 
cords for apcuracy. The present invention, 
as' disclosed", may aid in the auditing pro- 
cess, but it does not provide an audit. The 
appellant provides another dictionary defi- 
nition *- *'* [in] the reply brief: However, it 
is not apparent to us that the present^ in- 
vention provides a methodical examination 
and review-of a situation or condition- in a 
business enterprise concluding with a de- 
tailed' report of findings^ Merely, summa- 
rizing data regarding redeemed coupons 
hardly constitutes, an. audit in accordance 

' with the definition provided by the appel- 
lant. * * * [T]here is simply nothing in the 
appellant's disclosure suggesting the use of 

. the present invention as an electronic clear- 

. ing house. 

Opimon 

The appellant primarily, argues that the 
Board erred in holding all , claims unpatenta- 
ble under section 103 in view, of the public 
use evidence arid the UPC Symbol Specifica- 
tion booklet. The . appellant also argues that 
the Board erred in holding all claims as being 
jdrawn. to new. matter under section 132 
-(treated as if rejected under section 112).;due 
to appellant's alleged failure to describe the 
claimed auditing feature in his application. 



/. Obviousness 

First, the appellant contends that his appH- 
cation disclosed the source of a problem and 
his invention solved that problem, the dis- 
closed probleni being retailer fraud and 'man- 
ual clearinghouse operations. To buttress the 
retailer fraud argument, the appellant cites 
the Progressive Grocer magazine , article for 
the proposition that the coupon misredemp- 
tion problem lies with the retailers. In. addi- 
tion, appellant's specification discusses the 
existing clearinghouse operations of manually 
sorting coupons which have been received 
from various retailers. Accordingly, appel- 
lant's invention would eliminate the identified 
problem of retailer fraud and manual 
clearinghouse operations. 

Next, the appellant contends that combin- 
ing the public use evidence with the UPC 
Symbol Specification booklet would not pro- 
duce the claimed invention. Further, the: ap- 
pellant contends that the claims at bar, citing 
In re Corcoran, 640 F.2d 1331, 208 USPQ 
867 (CCPA 1981), do not completely read on 
a hypothetical arrangement created by com- 
bining the RCA system in view of the UPC 
Symbol Specification. In support of the latter 
contention, the appellant argues- that, inter 
alia, the UPC Symbol Spedfication was not 
concerned with the processing of coupons; the 
RCA BuUseye code was a private, code; the 
RCA Bullseye code did not identify the. man- 
ufacturer; the RCA system did not provide a 
summary of die coupons broken down in 
accordance to manufacturers; and tiie RCA 
system did not employ a central computer 
which linked.several supermarkets. We, how- 
ever, disagree. 

[1,2] In reviewing decisions of the Board 
which are based on section 103 obviousness 
grounds, our focus must be whether "the 
diflferences between the subject niatter sought 
to be patented and the prior art are such that 
the subject niatter as a whole would have been 
obvious at the time the invention was made." 
[Emphasis, added]. 35 U.S.C. §103. See Gra- 
ham V. John Deere Co., 383 U.S. 1, 13, 148 
USPQ 459, 465 (1966); Lockheed Aircraft 
Corp. V. United States, 553 F.2d 69, 77, 193 
USPQ 449, 454 (Ct. Cl.^ 1977); In re 
Buehler, 515 F.2d 1134, 1140, 185 USPQ 
781, 786 (CCPA 1975). Moreover, the dis- 
covery of the source of a^ problem is a. part of 
the "subject matter as a whole" inquiry-. In In 
re Sponnoble, 405 F.2d 578, 585, 160 USPQ 
237, 243 (1969), the Court of Customs and 
Patent Appeals stated: 

It should not be necessary for this court 
to point out that a patentable invention 
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may lie in the discovery of the source of a 
problem even though the remedy may be 
obvious once the source of the problem is 
identified. This is part of the "subject mat- 
'■ ter as a whole" which should always be 
considered in determining the obviousness 
of an invention under 35 U.S.C: §103. 
[Emphasis in. original], 
See also ln Re Peehs, 612 F.2d 1287, 1290, 
204 USPQ 835, 837 (CGPA 1980). 

We agree with the Board that appellant's 
specification does not support the . argument 
that he discovered the source of a problem- 
retailer fraud; Appellant's specification only 
mentions the problem of misredemption fraud 
committed by consumers, local charitable 
groups, check-rOut clerks, and retaiL . store 
managers. The Progressive Grocer article; de^ 
scribes, in addition to the previously men- 
tioned groups, the trash collectors. Retailers 
anti supermarket chains, however,, are men- 
tioned only in relation to the "retailer in-ad" 
coupon problem.'^ Thus, appellant's, applica- 
tion fails to describe or suggest the elimina- 
tion of the retailer fraud problem. 
. We also agree with the Board that appel- 
lant's invention fails to eliminate the problem 
of manual clearinghouse * operations. Appel- 
lant's, specification merely describes the typi- 
cal clearinghouse operations.and, the consider- 
able cost associated with such operations. In 
reading the specification^ in • the light • most 
favorable to the appellant, we find sununa- 
rized data= may be transmitted from each 
supermarket controller to a central computer 
at the headquarters. We do not believe one 
skilled in the art would conclude that the 
retailer would bypass the clearinghouse and 
submit the summarized data to the. manufac- 
turer in liieu of the redeemed coupons!. 

Accordingly, we fail to find a clear indica- 
tion that the ajppellant discovered the source 
of the problem. See Sponnoble, 405 . F.2d at 
585, 160 USPQ at 243. As the Court of 
Customs and Patent Appeals said in In' re 
Wiseman, 596 F.2d 1019, 1023, 201 USPQ 
658, 661 (1979), ' ^ 

[i]n contrast, in the present case we find 
only the reiterated statement of counsel 
that appellants discovered the source of the 
problem. There is, however, nothings of 
record to substantiate the assertion; 
As for appellant's contentions that the pub- 
lic use evidence combined with the UPC 



•'Retailer in-ad. coupons are coupons issued by 
retailers which permit the consumer to redeem 
specified brand-name product items. Appellant's 
argument, however, deals with the problem of re- 
tailers misredeeming coupons issued by manu- 
facturers. 



Symbol Specification booklet would' not pro- 
duce the claimed invention and the claims at 
bar do not read completely on the combina- 
tion, we also disagree. '/ ■ - 

[3] In a section 103 inquiry, the focus is 
not just on the diff"erences between the 
claimed subject matter and the, prior art, but 
rather on the subject matter as a whole. See 
Buehler, 515 F.2d at 1140,, 185 USPQ: at 
786. Although the appellant has submitted a 
litany of differences between the hypothetical 
combination and his claimed inventionj, \ye 
must focus on his claimed inventipn as a 
whole. See In re Gulack, . ■ \ F.2d' ; ' ' , 
217 USPQ 401 (Fed. Cir. 1983). : , 

[4]. The RCA-Kroger system included all 
features of the claims at bar except for. the 
requirements of multiple supermarkets, :the 
use of the UPC "5-by-5" symbol on coupons, 
and the central computer at the headquarters 
of the supermarket chain. Since the RCA- 
Kroger system was a public use or on' sale' bar 
under 35 U.S.C §102(b), it is "prior -art.^' 
under section 103. See - Corcoran, supra. 
Moreover, the appellant has 'misplaced the 
emphasis of Corcoran. Whereas the appellant 
believes that Corcoran. stands for the proposi- 
tion that his . claims at bar must read 'Com- 
pletely on a prior art combination, the .Corcor 
ran holding is that a public vise or placing on 
sale under section 102(b) is "prior art": which 
may support an obviousness rejection, under 
section 1,03. . . 

Since the - fundamental teaching of the 
RCA-Kroger system is automatic coupon 
handling between the consumer and the. re- 
tailer, the fact that the RCA- Buirseye. code 
was .a "private" code is not significant. More- 
over, the appellant does not appear to contest 
the Board's holding that it would have been 
obvious to substitute the UPC "5^by-5'^ code 
for the RCA Bullseye code after the UEGG's 
selection and publication of the UPC symbol 
in#73. , ■ ■ 

.Contrary to appellant's contention, the 
RCA-Kroger system and code did identify the 
manufacturer of the consumer items, albeit 
only one manufacturer. Proctor & Gamble. 
Further, the . summary data of redemptions 
and misredemptions grouped by product in- 
herently identified the manufacturer. DisUn- 
guishing the claims at bar from the device in 
public use on the ground that only^a- single, 
manufacturer provided coupons is not . con- 
vincing. = The fact that only one manufacturer 
was involved in issuing coupons did not alter 
the means, or method , steps disclosed in the 
public use proceeding and. does not alter , their 
anticipation of the corresponding means and 
method steps in the claims at bar. 
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Even if appellant's .claims are read to re- 
quire the summarized data to include a single 
Identifier and a. single total of redeemed cou- 
pons for each manufacturer, appellant's in- 
vention as a whole would have been obvious 
since the collaung and sorting of information 
lUTn^T\f.^J: a computer. For example, 
the IbJVt 3660 has summarization capability 
I'urther adding a central computer to a plu- 
rality of supermarkets each of which having a 
KCA-Kroger system also would' have E)een 
obvious. Since the IBM 3660 brochure dis- 
closed the means and method of fbrwardinff 
data to a . headquarters, the placement of 
Kl>A-Kroger systems into several supermar- 
kets would not have been unobvious. See Alco 
Kar Kurb, Inc. v, Ager, 286 F 2d 931 
USPQ 269 (3d Cir. 1961); In re Long 53 
R2d 110, 68 USPQ 169 (CCPA 1946?' 
. After considering the prior art evidence and 
references in their entirety for all they teach 
and suggest," we hold appellant's claimed 
invention as a whole would have been obvious 
at the time the invention was made- to a 
person having ordinary skill in the art. ■ 



//; New Matter 

The appellant also contends that the 
claim language "to provide an audit," which 
appears in his claim. 1 paragraph F and claim 
J paragraph C, is supported by the. following 
passages m his specification: 

More particularly, it is an object of the 
invention to provide a merchandise coupon 
having UPC indicia thereon which mini- 
mizes the possibility of misredemption and 
affords a running account of the number of 
... valid coupons accepted, thereby simplifying 
auditing and redemption procedures. 
With the present invention, the summa- 
nzed data may include data relating to the 
coupons honored in the various stores 
Jinked to the central computer, so that a 
check mdy be made on the overall volume 
of coupon traffic and the relative trading in 
ot coupons issued by various manufactur- 
ers. [Emphasis added]: 
[5, 6] We disagree. As the Board in the 
instant appeal correctly said: 
■■- The test for determining compliance 
with the written description requirement is 



. "See In re Wilder, 563 F.2d 457 195 TISPO 

tf. I" Umbricht, 404 F 2d 38? 

160 USPQ 15 (CCPA 1968). * 
" TTie appellant docs not contest die basis of die 
Board s deasion. — treating the new matter reiec- 
tion under 35 US.C. §132 as if made ^er^Se 
first paragraph of 35 U.S.C. §1 12. 



whether the disclosure of the application as 
ongmally filed reasonably conveys to the 
artisan that the inventor had possession at 
that time of the later claimed subject mat- 
ter, rather than the presence or absence of 
literal support in the specification for the 
claim anguage. In re Edwards, 558 F.2d 
1349, 196 USPQ 465 (CCPA 1978); In re 
Herschler, 591 F.2d 693, 200 USPO 711 
(CCPA 1979). The content of the drawings 
may also be considered in determining 
compliance with the written description re- 
quirement. In re Barker, 559 F2d 588 
194 USPQ 470 (CCPA 1977). ShS 
in onginalj. 

« i^PP"^!^?* .'^onten^is that the word 
, cfteck in the previously mentioned quote 
and the word "audit^' in his claims meai the 
same thing. However, the latter passages of 
the quote do not describe any particular au- 
diting or checking procedure to be carried out 
as part of the invention. Rather, , they merely 
state that the . information obtained by the 
invention might be used in some unspecified 
way to simplify auditing or to check, on- cou- 
pon volume. The claim language, on the other 
hand, imphes that there is -some mechanism 
or step which is a part of the invention and 
which performs an audit on the data trans- 
mitted to the central computer. Nowhere in 
the specification is either the step or method 
ot performing an audit on the summary infor- 
mation described. 

In addition, appellant contends that since 
an audit is a verified statement andahe check- 
out system only accepts, those coupons that 
matched the products purchased, its summary 
of coupons redeemed - IS a verified statement. 
Accordingly, the summary is an audit. How- 
ever, if the summary is the audit, as the 
appellant urges, what is the step and means 
c aimed for providing the audit? Since the 
claims recite .transmitting, the summary data 
to a central computer to provide an audit the 
implication, is^that the audit takes place after 
the transmission of the data. This, however is 
inconsistent with appellant's position that the 
summary data itself is the audit. Moreover 
this contention is also not supported bv the 
specification. y ■ 

\Ye, therefore, hold appellant's claims are 
not supported by the specification.. 

[7] Since the claims are not separately ar- 
gued they, all stand or fail together. See In re 
Burckel, 592 F.2d 1175, 201 USPO 67 
(CCPA 1979). Accordingly, we hold the 



Appellant now offers, as he had to the Board 
to substitute the word "check" for "audit" in his 
daims. We, however, wiU make no comments on 
tnis proposition. 
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Board committeed. no reversible error and its 
decision is affirmed. 
Affirmed. 



7. Abandonment — In general (§67^031) 

15 use 1127 requires two elements, non- 
use and intent not to resume use; "abandon- 
ment of trademark, being, in nature of forfei- 
ture, niust be stricdy proved. . : 



Coiirt of Appeals, Ninth Circuit 

The Prudential Insurance Company of 
America 
V, Gibraltar Corporation 
of California et al. 

No: 81-5874 
Decided Dec. 16, 1982 

TRADEMARKS 

1. Laches — Affecting accounting or ,in^- 

junction (§44.05) 

Laches is equitable defense that can bar 
injunctive relief.. 

2. Laches Trademarks (§44.25) 

Registration — Incontestability (§67.751) . 

Incontestability is defensive provision only 
that, helps protect registrant's mark from can- 
cellation, but is of no offensive use; incontest- 
ability does not preclude defense of laches^ . 

3. Statutes and treaties (§67:80) 

Ninth Circuit reads Lanham Act narrowly; 
Lanham. Act protects against fraud and eon-, 
sumer confusion; anticompetitive and irratipr. 
nar market behavior is invited if Act is read^: 
more broadly. _ 

4. In general.(§67.01) '\ 

Function of trademark is identification- of 
product or service to consumer. 

5. Identity and similarity — How deter- 

mined — Considering goods (§67.407) 

Use of similar symbols to identify different 
products presents less of problem of confusion 
than if both parties supplied same service. 

6. Evidence — In general (§67.331) 

Surveys are admissible, if relevant, either 
as nonhearsay or through hearsay exception, 
technical unreliability goes to weight. accorded 
survey not its admissibility. 



Appeal from District Court for Central 
District of California, Real, J. . . 

Action by The Prudential Insurance Com^ 
pany of America, against Gibraltar F;inancial 
Corporation of California, and Gibraltar Sav- 
ings & Loan Association,. for trademark in- 
fringement, trademark, dilution, and unfair 
competidpn. From judgment for defendants, 
plaintiff appeals. Affirmed in part, vacated in 
part. 

John S. Kingdon, and Howrey & Simon, 
both of Washington, D.C:, for plaintiff. 

Marvin Jubas, Los Angeles, Calif., ^ for . 
defendants. 

Before Goodwin, Hug, and Boochever, Cir- 
cuit Judges. 

Goodwin, Circuit Judge. 

This dispute is about the likeness of a, rock. 
Priidential Insurance Compariy of .America 
alleges that Gibraltar Financial Corporation 
of California and Gibraltar: Savings & Loan 
Associadon (collectively, Gibraltar) have mis- 
appropriated its corporate symbol, a. picture 
of the Rock of Gibraltar. Prudential sued for 
injunctive relief alleging (1) infringement of a 
registered service mark under the Lanhaih 
Act, 15 U.S.G. §§1051-1127, (2) dilution of a 
registered service mark in violation of Gal. 
Bus. and Prof. Code §§1 4320-1 4330,.and' (3) 
unfair competition. Gibraltar counterclaimed; 
alleging that Prudential has abandoned' four 
older versions of Prudential's logo. The disr 
trict court held for Gibraltar on all issues and 
ordered cancellation of four of Prudential's 
trademark registrations. This appeal 
followed. . ' 

In 1896, Prudential adopted a likeness of 
the Rock of Gibraltar as its service mark. 
Prudenual registered different versions of its 
mark in 1948, 1955, 1965, 1973 and 1979, 
The first four registrations had achieved in- 
contestability status at the time of this actiiph. 

Gibraltar Savings and Loan Association 
was formed in 1952 and first used a.rock logo 
in 1954. Gibraltar Financial Corporation was 
formed in 1959; and from that date until 1968, 
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\ RSupp. 61, 67, 73, 175 USPQ 
533-534 (N.D. Cal. 1972), af- 
3 F.2d 1226, 185 USPQ 257 (9th 
; Rolls-Royce Motors Ltd. v, A & 
ass, supra; 4 Callmann, Unfair 
on, Trademarks and Monopolies 
t 152 (1969), 

ehdant has committed acts of un- 
pet'ition by using plaintiff's 
s in its catalogues and on its 
ise. 

ntiff has not committed acts 
'late the antitrust laws of the 
ites and defendant is not entitled 
ef sought in its counterclaim. 

intiff is entitled to equitable 
in the form of permanent injunc- 
from defendant's trademark in- 

t and unfair competition. 

i permanent injunctive relief shall 

e from and after January 1, 1978. 
hereby directed to submit a form 

ent inj unction consistent with the 
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Court of Custoins and Patent Appeals 

In re Edwards, Rice, and Soulen 
No. 77-532 Decided Jan. 12, 1978 

PATENTS 

1, Patentability — Anticipation — 

Patents — In general (§51.2211) 

Patent, by same inventive entity, that was 
issued less than one year before parent 
application, ^yhose filing date applicants are 
entitled to rely on, is removed as reference 
under 35 U.S.C. 102(b). 

2, Patentability — Anticipation — 

Patents — In general (§51.2211) 

Applicants who filed their parent applica- 
tion within one year of effective date of only 
reference are within one-year grace period 
allowed by 35 U.S.C. 102(b). 

3. Specification — Sufficiency of dis- 

closure (§62.7) 

Function of description requirement is to 
ensure that inventor had possession of 
specific subject matter later claimed by him 
as of filing date of application relied on; it is 
not necessary that application describe 
claimed invention in ipsis verbis to comply 
with description requirement; all that is re- 
quired is that it reasonably convey to per- 
sons skilled in art that inventor had posses- 
sion of subject matter later claimed by him, 
as of its filing date; each case that inquires 
into whether parent application provides 
adequate direction that reasonably leads 
persons skilled in art to later claimed com- 
pound turns on its own specific facts, by its 
very nature. 

4. Claims — Article defined by process 

of manufacture (§20.10) 

Specification — Sufficiency of dis- 
closure (§62.7) 

Description of claimed compound that 
describes it by process of making it is not in^ 
trinsicaliy defective; however, each case 
must be decided on its own facts; Court of 
Customs and Patent Appeals' primary con- 
cern in deciding whether application com- 
plies with written description requirement is 
not with mode selected for compliance; 
application ' that adequately describes 
process that will inherently produce com- 
pound does not necessarily adequately 
describe compound. 



5. (Claims — Broad or narrow — 

Markush type (§20.205) 

Applicant claiming reactant as Markush 
group consisting of two members is asser- 
ting that these two members are alternative- 
ly usable for purposes of invention, and, 
therefore, resulting compound produced by 
overall process will exhibit disclosed utility 
regardless of which is chosen. 

6. Pleading and practice in Patent Office 

— Rejections (§54.7) 

Specification — Sufficiency of dis- 
closure (§62.7) 

Burden of showing that claimed invention 
is not described in application, rests on Pat- 
ent and Trademark Office that must give 
reasons why descriptioa not in ipsis verbis is 
insufficient and statement by Board of 
Appeals that Court of Customs and Patent 
Appeals has "significantly tightened up" on 
written description requirement in recent 
line of cases is no substitute for such reason; 
precedential value, of prior case is extremely 
limited, since each case must be decided on 
its own facts. 

Particular patents — Polyols 

Edwards, Rice, and Soulen, Water In- 
soluble Nitrogen-Containing Polyols, rejec- 
tion of claim 3 reversed. 



Appeal from Patent and Trademark Of- 
■■■ fice Board of Appeals. 

Application for patent of Gayle D. 
Edwards, Doris M. Rice, and Robert L. 
Soulen, Serial No. 110,599, filed Jan. 28, 
1971; continuation in part of application. 
Serial No. 682,560, filed Nov. 13, 1967, con- 
• tintiation in part of application, Serial No. , 
.288,474, filed June 17, 1963. From decision 
rej'lcfing claim 3, applicants appeal. Revers- 
ed; Miller, Judge, dissenting with opinion, 

James L. Bailey, Houston, Tex., for 
appellants. 

Joseph F. Nakamura (Fred W. Sherling, of 
counsel) for Commissioner of Patents and 
Trademarks. 

Before Markey, Chief Judge, and Rich, 
Baldwin, Lane, and Miller^ Associate 
Judges. 

Lane, Judge. 

This appeal is from the decision of the Pat- 
tent and Trademark Office (PTO) Board 
Appeals (board) affirming the final rejection 
of claim 3, the sole ciaini in application 
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serial No. 110,599, filed January 28, 1971, 
entitled "Water Insoluble Nitrogen-Con- 
taining Polyols."' We reverse. 

The Invention 

Appellants' invention is directed to a 
water-insoluble polyol (a poly-hydroxyl 
compound) which has sufficient self- 
catalytic activity to react, without the need 
of extraneous catalysts, with organic 
polyisocyanates to form rigid polyurethane 
foams. It is asserted that the foams producT 
ed from the polyols of the present invention 
are characterized by greater ease of fire 
retardancy and good dimensional strength 
when extraneous fire retardants are 
employed. Claim 3, the sole claim on 
appeal, read^ as follows: 

3. A water-insoluble, polyoi having the 
property of self-catalyzing reaction with 
organic polyisocyanates to form rigid 
polyurethane foam said polyol haying the 
formula 

HCOH 
I 



OH 
I 



CH, 



H3CC -H_COH,CH-,Cv 

H ^ ^ 2 >I-H,i 
HO^HCjHC-^ ^ 



^_^^CH2CH2PCH2CCfi3 ' 
^CH^CHjOH 



. As will become evident belovv, it is essen- 
tial that the two reactions required to 
produce the claimed polyol be described. In 
the first reactiori, which can generally be 
described as a Mannich reaction,^ para- 



' The application is a continuation-in-part of 
parent application serial No. 682,560, filed 
November 13, 1967, which, in turn, is a con- 
tinuation-in-part (the examiner had required it to 
be denominated as such and appellants, while 
referring to it below as a continuation, have, in 
their brief before us, referred to it as a con- 
tinuation-in-part) of grandparent application 
serial No. 288,474, filed June 17, 1963. 

^ The Mannich reaction can be generalized as 
the linking of a carbanion site (enolate or 
phenolate) with an aldehyde and an amine. .The 
following is the general reaction scheme: 



H 

+ CHO + N- 



-i— CH^N— ... 



HO-.^~^-CH- 



nonylphenol, diethaholamine, and for- 
maldehyde are reacted in a molar ratio of 
1:2:2; the predominant component of the 
resulting MRP will be a pentol (a com- 
pound with five hydroxy 1 groups). The se- 
cond reaction, which appellants denominate 
as a propoxylation reaction, involves reac- 
ting propylene oxide v^ath the MRP in a 
molar ratio of 3:1. The predominant 
product of thi^ reaction will be the claimed 
compound, viz., a pentol with three degrees 
of propoxylation.^ 

Prosecution History and the Rejection 

The examiner finally rejected claim 3 on 
three separate grounds: (1) under 35 USC 
1 1 2, second paragraph, as being indefinite; 
(2) under 35 USC 103, as being obvious over 
Bruson et al., U.S. Patent No. 2,998,452, 
issued August 29, 1961; and (3) under 35 
USC 102(b), as being anticipated by 
Edwards et ah, U.S. Patent No. 3,297,597, 
issued January 10, 1967, on an application 
filed May 23, 1966; the grandparent of this 
application is serial No. 288,474, filed June 
17, 1963, which is the same application from 
which appellants' application originated 
(i.e., appellants' grandparent application). 
With respect to the § 102(b) rejection, the 
examiner was of the opinion that neither the 
grandparent nor parent "applications provid- 
ed a written description (35 USC 112, first 
paragraph) of the claimed compound; con- 
sequently, appellants' claim that they were 
entitled to their earlier filing dates under 35 
use 120 was denied. By restricting 
appellants to their actual filing date 
{January 28, 1971), Edwards et al. (which 
issued January 10, 1967) constituted a 
statutory bar. 

[1] The board reversed the first two 
grounds of rejection but affirmed the 
§ 102(b) rejection. Since the parent applica- 
tion was filed less than one year after the 
Edwards et al. patent issued, the board cor- 
rectly concluded that if appellants were tn- 
titled. to?rely on its filing date,. Edwards et ah 
(same inventive entity as appellants) would .- 
be removed, as a reference under § 102(b). In 
view of appellants' concession that Edwards 
et al. did, in fact, disclose the claimed 



Hereinafter, the product of this reaction will 
generally be referred to as the MRP (Mannich 
reaction product). 

The product will, in reality, be a mixture of 
polyols each having various degrees of propoxyla- 
tion; the predominant component will, however, 
be the claimed polyol. 
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polyol, the sole remaining issue was whether 
the parent application provided a. written 
description (35 USC 112, first paragraph) of 
therclaimed polyol. Concluding that it did 
not,, the board stated: 

[TJhere is no description in said parent of 
the invention claimed in the present case. 
The only disclosure of rionyl phenol (re- 
quired by claim 3 as the phenolic com- 
- ponent) appears * * * .with about twen- 
ty-five other phenols. While it might be 
obvious to combine . . .. [this] disclosure 
^ and Examples III or VIII, [that is 
to say] select nonyl phenol out of a list of 
twenty-five phenols, and then combine 
with propylene oxide in an amount suf- 
ficient to obtain the pentol of claim 3, we 
cannot agree that such selection and com- 
bination is equivalent to a "written 
description" of the claimed invention. 

We note that a recent line of CCPA 
cases, have significantly tightened up on 
the application of the "written descrip- 
tion'.' requirement of 35 use 112, first 
paragraph; See In re Ruschig, 54 CCPA 
1551, 379 F.2d 990, 154 USPQ 118 
(1967); Fields et al v. Gonover et al, 58 
CCPA 1366, 443 F.2d 1386, 170 USPQ 
276, . 279^80 (1971) and In re Smith, 458 
F.2d 1389, 173, USPQ 679, 683 (CCPA 
1972), [Emphasis in original.] 

Issue 

The dispositive issue is whether 
appellants' parent application, serial No. 
682,560, filed November 13, 1967, complies 
with the written description requirement* of , 
35 use 112, first paragraph, vis-a-vis the 
subject matter of the appealed claim;, if it 
does, then the claim is entitled to the filing 
date of the parent application under 35 USC.V 
120, In re Smith, 59 CCPA 1025, 458 F.2d 
1389, 173 USPQ 679 (CCPA 1972), aii#^ 

Edwards, et al. is removed as a reference. . 

■ ■ ■ . ' • ■ . \ 

Opinion 

[2] While appellants argue that both the 
parent and grandparent applications 
provide an adequate written description of 
the claimed conipound, in our view it is un- 
necessary to decide whether the grand- 
parent application complies- with the 
description requirement. Appellants filed 
their parent application within one year of 
the effective date (issue date) of the only 
reference - their own patent, and, as such, 
are within the one-year grace period allowed 
by § 102(b). Cf. In re Gibbs, 58 CCPA 901, 
437 F.2d 486, 168 USPQ 578 (1971). 



• Turning to the parent application, 
appellants assert that it, by virtue of 
providing an adequate written description of 
the aforementioned reactions, provides an 
adequate written description of the claimed^ 
polyol. That these .reactions will produce, as 
the predominant product, the claimed 
polyol, is not in dispute. The board, 
however, took the position that the parent 
does not provide an adequate description of 
the two reactions; specifically, that it 
provides neither direction for selecting, as 
the phenolic reactant, para-nonylphenol, 
nor direction for choosing a propylene px- 
ide/MRP molar ratio of 3:1. 

[3] The function of. the description re- 
quirement is to ensure that the inventor had 
possession, as of the filing date of the 
application relied on, of the specific subject 
matter later claimed by him. E.g., In re 
Blaser, 556 F.2d 534, 194 USPQ 122 (CC- 
PA 1977); In re Wertheim, 541 F.2d 257, 
191 USPQ 90 (CCPA 1976); In re Smith & 
Hubin, 481^ F.2d 910, 178 USPQ 620 (CC- 
PA 1973). To comply with the description 
requirement it is . not necessary that the 
application describe the claimed invention 
in ipsis verbis, In re Lukach, 58 CCPA 1233, 
442 F.2d 967, 169 USPQ 795 (1971); all . 
that is required is that it reasonably convey 
to persons skillied in the art that, as of the fil- 
ing date thereof, the inventor had possession 
of the subject matter later claimed by him. 
See In re Driscoll, 562 F.2d 1 245. 195 USPQ 
434 (CCPA. 1977). In the context of the pre- 
sent case, this translates into whether the 
parent application provides adequate direc- 
tion which reasonably leads persons skilled 
in the art to the later claimed compound. 
See Flynn v. Eardley,-479 R2d 1393, 178 
USPQ. 288 (CCPA 1973). By the very 
nature of this inquiry, each case turns on its 
own specific facts. See In re Driscoll, supra. 

[4] As the board apparently recognized, 
the description in the parent is not intrin- 
sically defective merely because appellants 
chose to describe their claimed compound 
by the process of making it; our primary 
concern is whether the description require- 
ment has been complied with, not the mode 
selected for compliance. Cf. In re Smith & 
Hubin, 481 R2d at 914, 178 USPQ at 624. 
It is undisputed that the aforementioned 
reactions, will inherently produce, as the 
predominant component, the claimed com- 
pound. Further, the parent discloses that': 

Although it is within the scope of the pre- 
sent invention to separate the crude * * * 
[MRP] by conventional means into specific com- 
ponents or fractions, it is a feature of the pre- 
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sent invention that the entire crude iMan- 
nich reaction product may be used as 
such without attempting to isolate the in- 
dividual components thereof. [Emphasis 
added.] 

The parent application, therefore, 
recognizes that, if desired, conventional 
means can be used to separate components 
of the MRP and, ostensibly, of the final 
product. While it is true, as stated in the dis^ 
senting opinion, that in the preferred em- 
bodiment the parent does not separate the 
components, this does not negate the ex- 
press disclosure that such separation is 
"within the scope" of the parent invention; 
if such express language does not evidence 
"possession," then nothing does. Thus, on 
the facts of this case, an adequate description of 
the aforementioned reactions is, con- 
comitantly, an adequate descriptibn of the 
claimed compound. This should not be con- 
strued as meaning that if an application 
adequately describes a process which, in- 
herently, will produce a compound, then it 
necessarily adequately describes the com- 
pound: Each case must be decided on its 
own facts. 

[5] Example III, referred to by the board, 
discloses reacting phenol, diethanolamine' 
and formaldehyde in a molar ratio of 1:2:2; 
. propylene oxide is then reacted with the 
resulting MRP in a molar ratio of 4.01:1. 
With respect to example III, we have noted 
that in their, briefs, both appellants and the 
solicitor indicate that example III uses 3.6 
moles of propylene oxide per mole of MRP; 
this is incorrect. Example III reacts 21.7 
moles of propylene oxide with 5.41 moles of 
MRP, thus giving a molar ratio of 4 01 : 1 . 
Original claim 2 of the parent application, 
which is part of the original disclosure, In re 
Gardner, 475 F.2d 1389, 177 USPQ 396, 
rehearing denied, 480 F.2d 879, 178 USPO 
149 (CCPA 1973), and to which the board 
made no reference, claims a polyol produced 
by reacting 1-7 moles of propylene oxide 
with one mole of the MRP of phenol or nan- 
ylphenol, an alkanolamine, and for- 
maldehyde, reacted in a molar ratio of from 
1:1:1 to about 1:3:3. The alkanolamine is 
selected from alkanolamines having the for- 
mulae: 



HO-(CHR) -N 



R-CHR 



CHR 

> 



and HO-(CaR)^-N-R' 



where R is hydrogen or C.-C. alkyl, R' is 
hydrogen, C-C. alkyl or -(CHR)n-OH, and 



n IS a positive integer having a value of 2 to 
5- Diethanolamine is a species which falls 
withm these generic formulae. Moreover, of 
the eight working examples in the parent 
which describe making various polyols, all 
eight use diethanolamine as a reactant. This 
•provides adequate direction for selecting 
diethanolamine as the alkanolamine in 
claim 2. Thus, claim 2 recites a process for 
producing a genus of compounds which in- 
cludes both the predominant compound 
produced by example III and the claimed 
compound. More importantly, by claiming 
the phenolic reactant as a Markush group 
consisting of phenol or nonylphenol, it is 
■generally understood that appellants are 
asserting that these .two members are alter- 
natively usable for the purposes of the inven- 
tion, and therefore, regardless of which is 
chosen, the resulting compound produced 
by the overall process will exhibit the dis- 
closed utihty. See In re Driscoir, supra; see 
generally In re SkoII, 523 F.2d^l392: 1397 
187 USPQ 481, 484-85 (CCPA 1975); We 
view this as providing adequate direction for 
those skilled in the art to substitute non- 
ylphenol for phenol in example III. The 
sohcitor concedes as much in his brief; to 
conclude otherwise would make the state- 
ment in In re Lukach, 58 CCPA at 1235, 442 
F.2d at 969, 169 USPQ at 796, that ''the in- 
vention claimed does not have to be describ- 
ed in ipsis verbis in order to satisfy the 
description requirement of §112/' ^ 
meaningless. * 

Turning to the propylene oxide/MRP 
mole ratio in the second reaction, the 
solicitor's position is that, at best, the parent 
application describes the use of from 1 to 5 
moles of propylene oxide per mole of MRP, 
and that "there is no specific teaching of 
* * * reducing the amount of propylene ox- 
ide to exactly 3 moles as • required by the 
claimed compound." At oral argument, 
appellants asserted that while a propylene 
oxide/MRP- molar ratio of 3 would, of 
. course, produce the claimed compound, a 
somewhat larger ratio, such as the 3.6 used 
in example III, would also produce the 
claimed compound. As w^as previously 
shown, example III does not disclose the use 
of a molar ratio of 3.6. Moreover, in their 
brief before us, appellants stated that a ' 
molar ratio of 3 is required to produce the 
claimed compound. Therefore, for purposes 
of this appeal, we will assume that exactly 3 
moles of propylene oxide per mole of MRP- 
is required to produce the compound of ' 
appealed claim 3 (the board, in reversing 
the §103 rejection over Bruson et al., and 
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the solicitor also stated that 3 moles is re- 
quired). 

To determine whether the parent applica- 
tion provides adequate direction for using 
the required propylene oxide/ MRP molar 
ratio, an understanding of the underlying 
reactions is essential. Broadly stated, the 
parent application discloses first reacting a 
phenolic compound with an alkanolamine 
and formaldehyde, in molar ratios of from 
1:1:1 to about 1:3:3, to produce an MRP. 
The resulting MRP potentially can contain 
three different types of reactive positions: 
phenolic hydroxyl group, free amino 
hydrogen atom, and primary hydroxyl 
group. In the second reaction, alkylene ox- - 
ide (propylene oxide is disclosed as being 
preferred) will react with any of these three 
positions. The molar ratio used in the first 
reaction will determine whether the MRP is 
a triol, pentol, etc.; the molar ratio used in 
the second reaction v/ill determine the 
degrees of propoxylation of the final 
product. 

Applying this to example III, since the 
first reaction uses a molar. ratio of 1:2:2 
(phenol : diethanolamine : formaldehyde), 
the predominant MRP and the predomi- 
nant final cpnipound, like the claimed com- 
pound, will be a pentol; however, since ex- 
ample III uses a propylene oxide/MRP 
molar ratio of 4.01:1, the pentol will have 
four degrees of propoxylation, whereas the 
claimed pentol has three degrees of propox- 
ylation. With respect to the degree of 
propoxylation, the parent application dis- 
closes that: 

In accordance with the present inven- 
tion, the Mannich reaction product is 
reacted with an alkylene oxide to provide 
the final polyol. The nitrogen present in 
the Mannich condensate [MRP] has suf- 
ficient catalytic activity to promote the 
reaction of one mol of the alkylene oxide / 
with each free amino hydrogen atom and 
phenolic and primary hydroxyl group and 
no additional catalyst is needed. * * * 
For example, seven mols [the 
stoichiometric amount] of propylene ox- 
ide will add to the Mannich product 
prepared from a molar ratio of 1:3:3 of 
phenol, diethanolamine and for- 
maldehyde to give a heptol 

* * * 

// is, of course, possible to add less than one 
mol of alkylene oxide per free phenolic and 
primary hydroxyl group in the Mannich conden- 
sation product. The minimum desirable amount 
of alkylene oxide is_ one mol per free amino 



hydrogen atom and phenolic hydroxyl group. 
* * * Generally, more ,than the minimum 
amount of alkylene oxide is used to obtain a 
product having a lower hydorxyl. [sic, 
hydroxyl] number and lo\yer viscosity. 
For example, a desirable jjroduct is that 
obtained by the addition of five mols of 
propylene oxide ( rather than the maximum of 
seven or minimum of one) to the heptol ob- 
tained by the Mannich condensation of 
phenol, formaldehyde and 
diethanolamine in a molar ratio of 1:3:3. 
[Emphasis added.] 

The first reaction in example III, as well as 
the first reaction required to produce the 
polyol of appealed claim 3, will produce,, as 
the predominant MRP, a compound which 
has one phenolic hydroxyl group, no free 
amino hydrogen atoms, and four primary 
hydroxyl groups. With this in. mind, we 
believe the above quoted disclosure would 
provide those skilled in the art with ade- 
• quate direction for concluding that, in ex- 
ample III, from 1 (but preferably more than 
1) to 5 moles of propylene oxide can be 
reacted with each mole of MRP. and that, 
most importantly, the polyol produced will 
have the disclosed utility; ergo, it provides ade- 
quate direction for using three moles of 
propylene oxide in example 111, 

[6] When viewed in the context of what 
the parent application actually describes, 
the PTO has, in effect, done nothing more 
than argue lack of literal support. The 
burden of showing that the claimed inven- 
tion is not described in the application rests 
on the PTO in the first instance, and it is up 
,to the PTO to give reasons why a description 
not in ipsis verbis is insufficient. In re Salem, 
553 F.2d 676, 682, 193 USPQ 513, 518 (CC- 
PA 1977); In re Wertheim, 541 F.2d at 265, 

^ 191 USPQ at 98. Stating, as the board did, 
that in a recent line of cases this court has. 
"significantly tightened up" on the written 

jj description requirement, is no substitute for 
such reasons. Parenthetically, with respect 
to the board's perception of this court's past 
cases, suffice it to say that each case must be 
decided on its own facts, see, "e.g., In re 
Driscoll, supra, and that precedential value 
of prior cases is, therefore, extremely 
limited. 

In conclusion, we hold that, as a factual 
matter, the parent application, taken as a 
whole, reasonably leads persons skilled in 
the art to the reaction of para-nonylphenol, 
diethanolamine, and formaldehyde, in a 
molar ratio of 1:2:2, and to the reaction of 
propylene oxide with the resulting MRP, in 
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a moJar ratio of 3:1, and, . concomitantly, to 
the claimed compound. Accordingly, since 
claim 3 is therefore entitled to the benefit of 
the filing date of the parent application, we 
reverse the §102(b) rejection of this claim. 
Reversed 

Miller, Judge, dissenting. 
As the majority opinion recognizes, the 
function of the description of the invention 
requirement of 35 USC 112, first paragraph, 
IS to insure that an inventor had possession 
of the claimed subject matter as of the filing 
date of his application. 

Appellants' parent application states that 
their invention involves "a new class of 
polyols''; also, it teaches use of the "entire 
crude Mannich reaction product" . 
("without attempting to isolate the in- 
dividual components thereof") as the 
preferred embodiment of the invention in -the 
further reaction with alkylene oxide to form 
polyoi compounds within that class. From 
this disclosure, I am persuaded that one 
skilled in the art would conclude that 
appellants were not concerned with any 
specific polyoJ compound. Indeed, practice 
of the preferred embodiment of the inven- 
tion would yield mixtures of polyol com- 
pounds.? (This does not ignore the state- 
ment in appellants* parent application that 
It IS within the scope of the invention to 
separate the crude reaction product. 
However, merely being "within, the scope of 
the invention" provides no guidance to con- 
vey clearly to one skilled in the art that 
appellants were in possession of the present- 
ly claimed subject matter; a preferred em- 
bodiment is a reliable guide, as the majority 
opinion acknowledges.) 

I do not see how the majority can proper- 
ly conclude that, "on the facts of this case, 2in 
adequate description of the * * * reactions 
[Mannich reaction and further reaction 
with alkylene oxide] is, concomitantly, an 
adequate description of the claimed com- 
pound," considering that the preferred em- 
bodiment in the parent application would 
yield an almost infinite number of different 
mixtures of polyol compounds. At best,^ one 



of ordinary skill in the. art, looking at the 
parent's claim 2 and example III on which 
the majority relies, would only be guided to 
a mixture of poiyoi compounds — not to the 
specific. claimed poiyoi compound.^ Nor can 
I accept the majority's conclusion that dis- 
closure of from 1 to 5 moles "provides ade- 
quate direction [to one skilled in the art] for 
using three moles of propylene oxide in ex- 
ample III." There is nothing in appellants' 
parent application that would lead one to 
select 3 moles, . rather than 1, 2, 4, 5, or the 
fractions thereof. The majority's assertion 
that "we will assume that exactly 3 moles of 
propylene oxide per mole of MRP is re- 
quired to produce the compound of appeal- 
ed claim 3" has no evidentiary support in 
the record." . ' 

The majority opinion fails to explain why 
or how the mere disclosure of a mole range 
of a reactant that would result in the forma- 
tion of an almost infinite number of different 
mixtures of polyol compounds, depending . 
upon the number of moles of reactant 
chosen, provides an adequate description in 
this case, while the disclosure of at least 19 
possible amine reactants in In re Ruschig 
54 CCPA 1551, 379 F.2d 990, 154 USPQ 
1 18 (1967), and the naming of a number of 
possible substituents in Flynn v. Eardlev 

m.f'^^'i''M''' ^^PQ 288 (CCP^ 
1973), and Fields v. Conover, 58 CCPA 
1366, 433 F.2d 1386, 170 USPQ 276 (1971), 
did not. Absent an explanation, the decision 
of the board should be affirmed. 



It should be noted that claim 1 (also depen- 
dent claim 2), for example, .recites "polyol '' 
However, the claims actually are to polyol com- 
pounds. ' 

' ^l^,? noteworthy is the lack of direction (to 
one skilled m the art) of how to selea the correct 
phenolic compound as an initial " reactant 
Appellants have admitted that some experimenta- 
tion would be involved. Thus, although the 



enablement requirement of 35 USC 112 might be 
satisfied, the description of the invention require- 
ment is not, In re DiLeone, 58 CCPA 925 436 
F.2d 1404, 168' USPQ 592 (1971). 
, M^^^ majority improperly assumes that one 
skilled in~ the art would find appellants^' parent 
application, directed to individual polyol com- 
pounds and that, therefore, a disclosure of a range 
of from to 5 moles of alkylene oxide reactant 
would result in the formation of only five com- 
pounds. This ignores the fact that the preferred 
embodiment of the parent application calls for the 
entire crude Mannich reaction product which, 
upon further reaction with alkylene oxide, would 
yield an almost infinite nuniber of different mix- 
tures of polyol compounds. 

' Ahhough the Solicitor appears to admit that 
reaction of 3 moles of propylene oxide with- the 
appropriate Mannich reaction product will yield 
the claimed compound, neither the examiner nor 
the board did so, and no disclosure in appellants' 
parent application supports such a conclusion; 
The board referred to combining propylene oxide 
"m an amount sufficient to obtain the pentol of 
claim 3," and the examiner referred to a product 
containing a specific mole ratio. 
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supra at 607, 85 USPQ at 
application of claim 
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the scope of a patent 
which, are not free from 
t be interpreted solely ac- 
lictionary" meaning, but 
d by reference to the "art 
'hich the claimed subject 
Application of Salem, 553 
, 193 USPQ 513, 518 
"or that purpose, a court 
1 from consulting the 
cLaren v. B-I-W Group, 
2d at 1372, 190 USPQat 

these principles, Armor 
little, if anything, by its 
cross-examination. The 
:ard testimony on literal 
ifore, did not* abuse' his 
ng short an inquiry that 
m in his factfinding rple.. 
I no prejudicial error, in 
trial below, we hold, that 
t been deprived of a "fuH 
tn the issues submitted. to 
Sfment confirming the ar- 
affirmed. 



200 USPQ 



In re. HerschLer 



711 



i 

■'.0''-' 



• . '.'■■,.■1/ I'iiftQ*''; 



Court of Customs and Patent Appeals 

In re Herschler 

No. 78-548 
Decided Feb. 1, 1979 

PATENTS 

1. Affidavits — In general (§12.1) 

Patent and Trademark Office's physical 
possession of original affidavit at time of 
Board of Appeals' decision makes funher 
verification unnecessary. 

2. Applicants for patent — In ireneral 

(§14.1) 

Pleading and practice in Patent Office 
— Rules effect (§54.9) 

Inventorship of great-grandparent 
application was not effectively amended by 
Patent and - Trademark Office's ac- 
quiescence in accepting sole inventorship of 
grandparent, nor was great-grandparent 
amended nunc pro tunc by submission of 
copies- of Rule 45 papers. 

3. Specification — In general (§62.1) 

Specification — Claims as disclosure 
(§62.3) 

Specification — Sufficiency of dis- 
closure (§62.7) 

Function of description requirement is to 
ensure that inventor had possession, as of fil- 
mg date of application relied upon, of 
specific subject matter later claimed by him; 
how specification accomplishes this is not 
material; claimed subject matter need not 
be described in.haec verba to satisfy descrip- 
tion requirement; it is not necessary that 
application describe claim limitations exact- 
ly, but only so cleady that one having or- 
dinary skill in peninent art would recognize 
from disclosure that applicant invented 
processes including those limitations. 

4. Specification — Sufficiency of dis- 

closure (§62.7) 

Written description of class of compounds 
must provide measure of predictability for 
utility described for that class. 

5. Pleading and practice in Patent Office 

— Rejections (§54.7) 

It is incumbent, in first instance, for Pa- 
tent and Trademark Office to gjve reasons 
why written description is insufficient. 



6. Specification Sufficiency of dis- 

closure (§62.7) 

Known steroids, when considered as class 
of compounds carried through layer of skin 
by DMSO, is not so laree that single exam- 
ple in specification could not describe varied 
members with their further varied proDer- 
ties." ^ ^ 

7. Specification — Sufficiency of dis- 

closure (§62.7) 

Court of Customs and Patent Appeals 
mamtams hne first cleaHy drawn in In re 
Fuetterer 138 USPQ 217, where it. found 
'^'*!^i5'\ aescriprion requirement to be 
satisfied where claims were drawn to rubber 
stock composition useful in producing tire 
treads, mcluded recitation of inorganic salt 
capable of maintaining homogeneous dis- 
tribution of another component in composi- 
tion, and disclosure listed function describ- 
ed and four members of class havin? that 
function. ■ 

Specification — Sufficiency of disclosure 
closure (r62.7) - . . 

Principles stated in In re Driscoll 195 
USPQ 434, In re Ruschig, 154 USPQ 118 
and In re Fried, 136 USPQ 429, concerning 
application with claims either to. in- 
termediate classes of new compounds per se 
or claims drawn to processes using those 
nev^ compounds are stiH alive and well 



9. Specification — 
closure (§62.7) 



Sufficiency of dis- 



claims drawn to use of known chemical 
compounds in manner auxiliary to invention 
must1;have corresponding written descrip- 
tion only so specific as to lead one having or- 
dinal^, skill in art to that class= of com- 
pounds; occasionally functional recitation of 
those known compounds in specification 
may be sufficient as that description. 

10. Patentability — Evidence of — State 
of art (§51.467) 

Papers presented to New York Academy 
of Sciences could, where there is prima facie 
showing of obviousness to rebut, if properly 
presented, indicate wide-scale acceptance in ' 
art and provide secondary consideration 
capable of overcoming 35 U.S.C. 103 rejec- 
tion. 
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Particular patents - Tissue Penetra- 
aon 

of ?hv^Il'r'-^n''^T'"8 "^'"""^ Penetration 
^^»^l°X'*=^"y -^"'ve Steroidal Aeents 
with DMSO, rejection of claims l-5^and 
v-i3 reversed. 



Appeal from Patent and Trademark Of- 
fice Board of Appeals. 

Application for patent of Robert T 

V^nn ^'^'^'283> "led Nov. 6,' 

lo i 'is n"j°c" Serial No 

69,155 filed Sept. 2 1970, continuation,in- 

An^ l?'' i'o^Aa°"' ^^"-^^ 753,231, .filed 
Aug. 16, 1968, commuation-in-part of 
aophcation, Serial No. 329,151, filed Dec. 9 
b fr""" .^"'*'"" ••ejectine claims 1-5 
and ;-I3, applicant appeals. Reversed. 

Stanley M. Teigland, San Francisco, Calif 
. for appellant. ' 

Joseph F. Nakamura (Fred W. Sherling and 
Ernest G. Therkorn, of counsel) for Com- 
missioner of Patents and Trademarics. 
Before Rich, Baldwin.'and Miller, Associate 
Judges, and Kashiwa,* and Ford 
Judges. 

Baldwin, Judge. 

This appeal is from the decision of the Pa- 
tent and Trademark Office (PTO) Board of 
Appeals board) affirming the rejection o 
claims -5 and 9-13 in appellant's applica 

PSv.Li • ^U^^n'='.nS J'ssue Penetration of 

finl^nf ^^^f .aW^rmed the examiner's rejec 
tion of all claims under 35 USC 103 as un 



•iZ "^n """orable Shiro Kashiwa of the United 
Stages Coun of Cjaims^ ,nri.^ by desigS' 
<!» , V? ^°"°'"able Morgan Ford of the United 
Stat^Customs Court, sitting by desig^at^™''^ 

wmI^'T'^^^ sulfoxide (hereinafter DMSO) is a 
water-clear, water-miscibie, hygroscouic ne., r,1 
organic liquid, melting at abouMS'^^'nH'K 
-n. at about 189«C. It^is a weiUnown inSus^'i," 
solvent represented by ,he following FomuTa 

CH, -S-CH, 



patentable over Lubowe in view of Faust 

a rl«i°; '1°-^ affirmfd 

a- rejection, first entered pursuant to it<! 
authority under 37 CFR I.T96(S" of "aih 
of the claims under 35 USC 102(b) or tn^ 
over Stroughton et al u 
Kligman.'\^e%ve"e. ' 
The Invention 

r-nh?.^ appellant has found that DMSO 
enhances the penetration of a number „f 
matena s through skin tissue 7„ the 

agent'' i,.^l^-'-'°^"=5"y «eroidal 
mlnil adniinistered to skin (or a mucous 

pen«r^e"s\hf ''^ T""'' ^''^^ "^^^ 
penetrates the membrane. The claimeH 

process provides such advantages as 

ability o administer localized doses of the 
drug without resort to a systemic dose 
Claim 1 is typical of the invention; 

1. A method of enhancing the penetra 
tion^into and across an eLrna'^'mS 
lect of °^ animal sub- 

a^LfcL^^ri°^^?^ ^"i^e steroidal: 
agent capable of eliciting a physiolomca 
effect upon topical applicaUon tffi 
which comprises the concurrent tbpfcal 
administration to the external memS 
of an amount of said steroidal agem e^c 

S"anT^"" ''''' ''''''''' pSogkal" 
effect and an amount of DMSO suffiden 

teSr"^ "''^"^'^ penetration of said 
stero da| agent to achieve the desired 
physiological effect. aesired 

The Prior Art ■ 

The followiiig references were relied uoon 
to support the rejection under §103 ^ 

'>r2M^"6o'^°- --'^ 

Brown et al:, "A Note on the Toxicity and . 
Solvent Properties of Dimethyl Sulfox- 



^^^^37 CFR l.I96((J) provides, in pertinent par,, 

(b) Should the Board of Appeals have 
knowledge of any grounds no, inK in 

fnS t i?d"'- ? ^PP«-l«d claim, it may 
mclude m Its decision a statement to that effect 

stiall constitute a. rejection of the claims. 

record transmitted to the court. However 

dLcrimL of ,r-*'«'^"'^P?'"="* '^"^^^ ^ written 
01 tne references need not be considered. 
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)wn. The board also affirmed 
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^r 37 CFR 1.196(b)/ of each 
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reverse. 



int has found that DMSO 
penetration of a number of 
ough skin tissue. In the 
hand, a mixture of DMSO 
:iologically active steroidal 
nistered to skin (or a mucous 
th the result that the steroid 
: membrane. The claimed 
!es such advantages, as the 
injection by needle and the 
inister localized doses of the 
esort to a systemic dose. 

Kpical of the invention: 

od of enhancing the penetra- 
d across an external mem- 
r of a human or animal, sub- 
/siologically active steroidal 
e of eliciting a physiological 
topical application thereof, 
rises the concurrent topical 
m to the external membrane 
: of said steroidal agent effec- 
ce the desired physiological 
amount of DMSO sufficient 
enhance penetration of said 
:nt to achieve the desired 
effect. 



; references were relied upon 
rejection under §103: 

mt No, 2,942,008 issued on 

"A Note on the Toxicity and 
Dperties of Dimethyl Sulfox- 



6(b) provides, in pertinent part, 

the Board of Appeals have 
my grounds not involved in the 
;ting any appealed claim, it may 
ecision a statement to that effect 
i for so holding, which statement 
; a rejection of the claims. 

ices were not pan of the certified 
ted to the court. However, 
in his brief that the rejection is 
:at-grandparent lacks a written 
invention in issue. The contents 
need not be considered. 



200 USPQ 



In re Herschler 



713 



ide," 15 J. Pharm. Pharma. Col. 
. 688-692 (Oct. 1963). 
Faust,. **Some New Components for 
Cosmetic and Dermatologic Vehicles, " 
.77 American Perfumer 23-26 (Jan. 
1962). 

Marson, "II Dimetilsolfossido Solvente 
Aquo-Mimetico, 102 Boll. 
Chimicofarm. 109-124 (Feb. 1963). 

Lubowe is a patent directed to com- 
positions with large amounts of mineral, 
vegetable or animal oils solubilized in short 
chain alcohols. The oils are maintained in 
solution by the addition of fatty alcohols 
having 10 to 24 carbon atoms. The resulting 
compositions may be used as a base in a 
number of further cosmetic and phar- 
maceutical compositions. When the com- 
position is used in a hair lotion, Lubowe in- 
dicates that "estrogenic hormones, methyl 
sulfoxide!* niay be added. Example XII 
shows a hair lotion containing 0.1% es- 
trogenic hormone in 50% ethyl alcohol but 
without DMSO. 

Brown et al. shows DMSO to be a solvent 
in which many classes of compounds are 
soluble and, further, is of low toxicity. 

Faust suggests that DMSO is a "safe and 
effective solubilizing" agent suitable for use 
as a cosmetic or dermatologic vehicle. 

Marson cites Faust saying "the cosmetic 
literature has recently cited its [DMSO's] 
employment as simple, non-gelated. com- 
ponents of dermatoiogical vehicles" and 
describes the usefulness of DMSO in. 
preparing pharmaceutical compositions 
containing, inter alia, the thickening agents ^ 
such as recited in the claims. 

Background 

The examiner indicated in the Final Re- 
jection and in his Answer that the claims 
were rejected under 35 USC 103 since "the 
Lubowe patent describes, inter alia, DMSO 
added to Ex. XII, an anti-seborrheic hair lo- 
tion containing 1/10 part by weight of es- 
trogenic hormone," and that, "we have, in- 
herently, the same process involved here as 
described in Lubowe, notwithstanding 
applicant's observation of percutaneous ab- 
sorption from the DMSO (apparently add- 
ed as a vehicle or solvent, according to 
Faust, Marson or Brown)." 

The board, in a first opinion, agreed with 
the Examiner's position and amplified it, 
stating: 

We note that the secondary references 
make it clear that DMSO is an effective 
sol u bill zing agent for various drugs,, in- 



cluding those to be appHed topically and 
along with the examiner we emphasize 
that". . . an amount of DMSO sufficient 
to effectively enhance penetration . . ." of 
the steroid is also an amount effective for 
solubilization of the steroid; compare 
with page 19 of the specification. 
Therefore, we find that it would be ob- 
vious to add DMSO to the steroid con- 
taining formulation of Example XII of 
Lubowe in amounts large enough to 
enhance penetration of said steroid, in 
view of the teachings of the secondary 
references regarding DMSO's utility as a 
solvent for topical drug formulations. 

The board made an additional rejection: 

Under the provisions of 37 CFR 
1.196(b) we make new grounds of rejec- 
tion under 35 USC 102(b) and 35. USC 
1 03 against claims 1 to 5 and 9 to 1 3. 

Claims 1 to 5 and 9 to 13 are rejected 
under 35 USC 102 and 35 USC ^as un- 
patentable over any one of Stoughton et 
al, Stoughton or Kligman. AU of the 
above publications were made of record 
by appellant's counsel in Paper No.. 6. of 
great-grandparent case Serial No. 
329,151 filed December 9, 1963. .The 
above articles were described in detail by 
appellant's counsel in said Paper No. 6 
(pages 8 to 12) and we will not, therefore, 
elaborate on the disclosure of the articles. 
It is sufficient to note that each of the. ar- 
ticles teaches the enhanced penetration of 

. various steroids resulting from topical 
application of DMSO concurrently with 
the steroid — the heart of appeillant's in- 
ventive concept. Ail of the above articles 
were published in 1964 or 1965, more 
than one year prior to the filing date of 
appellant's grandparent " case Serial. No. 
753,231, filed August 16, 1968. Hence the 
articles are statutory bars against the pre- 
sent claims under 35 USC 102(b) and 103 
unless appellant's claimed invention was 

-described in great-grandparent case 
Serial No. 329,151 filed December 9, 
1963; see 35 USC 120 and 35 USC 112, 
first paragraph. 

We have carefully conS;idered the 
great-grandparent case but the only dis- 
closure relating to steroids (pages 34-35) 
is limited, to glucocprticosteroids whereas 
ail of the present claims on appeal are 
drawn either to steroids in general or to 
steroids not limited to glucocor- 
ticosteroids (claims 4r5). It is now well 
settled law that disclosure of a species is 
insufficient to provide descriptive support 
for a generic or sub-generic claim; In re 
Ruscetta et al, 45 CCPA 968, 255 F.2d 
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687. 118 USPQ 101 (1958), InreLukach, 
58 CCPA 1233, 442 F.2d 967, 169 USPQ 
795 (1971) and In re Smith, 59 CCPA 
1025, 458 F.2d 1389, 173 USPO 679 
(1972). - 

Hence, appellant may not rely upon his 
great-grandparent case to support any of 
the claims on appeal and thus the above 
articles are prior art and can be properly 
applied against the claims under 35 - USC 
102(b) and 103. We note also that the 
great-grandparent case was filed in the 
name of Jacob and Herschler, whereas 
the present , case was filed by Herschler 
alone. Since the invemiye entities are 
different, we do not see how appellant can 
claim priority under 35 USC 120 based 
upon the great-grandparent case; note the 
requirement that the applications be 

. . filed by the same inventor 

[Emphasis in original.] 

Appellant thereupon submitted a Re- 
quest for Reconsideration accompanied by 
two attachments and requested that the ex- 
aminer consider them. The first attachment 
V'as-a portion of a 508 page collection of 
papers given at a conference entitled 
Conference on Etiological Actions of 
Dimethy[ Sulfoxide held by the New York 
Academy of Sciences in 1974. The second 
enclosure was a copy of a Rule 45 
declaration' submitted in the great-grand- 
parent application purporting to amend the 
inventorship from Jacob and Herschler joint 
to Herschler sole. 

In support of the Rule 45 afiidavit, 
appellant argued: 

With respect to the first reason, sub- 
mitted herewith are copies of papers filed 
under Rule 45 in the great-grandparent 
application, and a copy of a postcard 
receipt indicating that the papers were 



' Rule 45(b) of the Rules of Practice in Patent 
Cases provided, at the time of the affidavit in issue 
•(1965),- that: 

(b) If an application for patent has been 
made through error and without any deceptive 
intention by two or more persons as joint inven- 
tors when they were not in fact joint inventors, 
the application may be amended to remove the 
names of those not inventors upon filing a state- 
ment of the. facts verified by all of the original 
applicants, and ah oath or declaration as re- 
qijired by rule 65 by the applicant who is the 
actual inventor, provided the amendment is 
diligently made. Such amendment must have 
the written consent of any assignee. 



received by the Patent Office. The papers 
mclude an- amendment under Rule 45 to 
change the inventorship of the 
great-grandparent application to corres- 
pond to the inventorship of this applica- 
tion. No notice was received that entry of 
the amendment was refused. Moreover 
the Rule 45 papers were filed 
simultaneously with a continuing applica- 
tion in the name of the new inventorship 
and the Patent . Office accorded con- 
tinuation-in-part status to the applica- 
tion, which issued as U:S.P. 3,551,554. 
Hence, it is evident that the examiner 
considered the papers filed under Rule 45 
and acknowledged that they were legally 
sufiicient to change the. inventorship. 
However, if the .examiner believes it is 
necessary to formally change the inven- 
torship of the greatrgrandparent applica- 
tion, he is invited to enter the Rule 45 
amendment nunc pro tunc. 

Appellant further argued that the written 
description in the great-grandparent was 
adequate for the subgenus now claimed: 

As clearly indicated in the great-grand- 
parent application," appellant recognized 
from the start that the invention was 
applicable to physiologically active agents 
in general. * * * Thus, the Board's con- 
tention that "the only disclosure [in the 
great-grandparent application] relating 
to steroids is limited to glucocor- 
ticosteroids" is incorrect. The 
great-grandparent application discloses 
that the invention is applicable to the 
genus of physiologically active agents, 
which includes the important subgenus of 
steroids. A working example illustrates 
practice of the invention with a cor- 
ticosteroid, which, of course, is a species 
of the subgenus of steroids. Hence, the 
great-grandparent application, in 
teaching the applicability of the invention 
to the genus"' of physiologically active 
agents in genejral, and to the species cor- 
ticosteroids in panicular, quite naturally 
describes to one skilled in the art the 
applicability of the invention to the sub- 
genus of steroids. Since a corticosteroid is 
obviously a type of steroid, and since the 
word "corticosteroid" contains the very 
word "steroid", the corticosteroid in the 
working example, in view of the 
applicability of the invention to 
physiologically active agents in general, 
clearly. represents to one skilled in the art 
the subgenus of steroids. There is no other 
subgenus that it would reasonably repre- 
sent. 
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;nts to one skilled in the art 
)f steroids. There is no other 
it would reasonably repre- 



200 USPQ 



In re Herschler 



715 




The collection of papers submitted to the 
New York Academy of Sciences was said to 
demonstrate that "in view of the interest in 
DMSO generated by appellant's discovery, 
as shown by this reference, the discovery 
was truly a pioneering breakthrough in 
medical science." And further, that the 
papers describing work by: 

Kligman and others with just a few 
different species of steroids [show], that 
DMSO enhances the penetration of 
steroids in general. This same conclusion 
would similarly be drawn by one skilled 
in the art from the disclosure in 
appellant's great-grandparent applica- 
tion. Thus, the great-grandparent 
application describes to one skilled in the 
art the invention claimed in this applica- 
tion. 

The board remanded the application to 
the examiner for consideration of the 
appended paper. In a supplemental Answer, 
the examiner stated: 

The Examiner respectfully declines the 
, invitation to either now enter, nunc pro 
tunc, in an abandoned application, or to 
even consider what precisely ■ Stanley 
Jacob did, or not, co-invent, in unverified 
copies of submitted purported Rule 45 
amendment papers, which papers, even if 
not untimely, are unclear: ("various em- 
bodiments", "several additional em- 
bodiments", "I was informed on July 18, 
1968 that I was not a coinventor", etc.), 
and considers them , not relevant or suf- 
ficiently precise to any ' specific issues 
herein of whether or not he did not in fact , 
co-invent the applicable portions of 
S:N-.329,'151, filed jointly with him, which 
relate to DMSO topically applied with a 
species of glucocorticosteroid * * *. 
[Furthermore, the board expressly states 
that] "we have carefully considered. ", but 
they found, (and appellant has not 
denied,) that its only disclosure relating 
to steroids (pages 34-35). is limited to the 
single species of glucocorticosteroids, 
whereas all of the present claims on 
appeal are drawn either to steroids in 
general, or to steroids not limited to 
glucocorticosteroids (claims 4r5), and the 
Board of Appeal [sic] held it to be now 
well settled law that disclosure of a 
species is insufficient to provide clescrip- 
tive support for a generic or sub-generic 
claim, citing the Ruscetta et al, Lukach 
and Smith decisions. Assuming, arguen- 
do, that the precise inventorship of said 
glucocorticosteroid species and DMSO is 
established as hot involving a different in- 



ventorship question; the question 
remains, for review under 35 USC j41 or 
145, where, in S.N. 329,151, is described 
the steroid genus or. subgenus, now 
claimed? [Emphasis in original.] 

The application was then returned to the 
board. Appellant filed another request for 
reconsideration reiterating the comnients 
and arguments made in the earlier request. 

The board's final opinion indicated that; 

We agree with the Examiner that the 
unverified and unclear papers purported- 
ly filed under 37 CFR i;45 do not es- 
tablish that the inventorship of 329,151 
and that of the instant case are the same. 

We have carefully - reconsidered our 
new ground of rejection under 35 USC 
102(b) and 103 over the newly cited, art 
but we are convinced that the rejection is 
sound. Apart from the difierent inventive 
entities of 329,151 and the instant case we 
remain of the view that there., js^ no 
description [in] , 329, 151 of the process as 
applicable to steroids. In In re Smith, 17.8 
USPQ 620 (1973), there . was also a 
description in the parent case of a.bi;oad 
genus and a particular species, yet the 
CCPA held that there was insufficient 
descriptive support for a subgeneric claim 
similar to the present subgenus claims 
^ drawn to steroids. We do not see how, ah 
anicle published in 1974 or 1975 can aid 
appellant in overcoming the deficiencies 
in disclosure of :an application filed 
December 9, 1963. The fact rernains that 
nowhere in Serial No. 329, 1 5 1 is there any 
mention of the term "steroids, " let alone a 
description of the claimed process : as 
applicable to steroids as a class. 

We reiterate our position that claims 1 
to 5 and 9 to 13 are obvious over Lubowe 
Vin viiew of any one of Faust, Marson or 
Brown under, 35 USC 103. We .do not 
,%a'gree with appellant that it would not be 
obvious to solubilize steroids (such as the 
Estrogenic hormone in Example XII of 
Lubowe) with DMSO. As explained by 
the Examiner in his answer, the secon- 
dary references make it clear that DMSO 
is an effective solubilizing agent for 
various drugs, including those to be 
applied tOjjically. We emphasize again 
that ". . .an amount of DMSO sufficient 
to effectively enhance penetration . . . " of 
the steroid is also an amount effective for 
solubilization of the steroid. We therefore 
find clear motivation from the teachings 
of the prior art to solubilize steroids in- 
tended for topical application by adding 
DMSO to steroid formulations in an 
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amount sufficient to solubiiize com- 
ponents of the steroid formulation The 
jact that appellant may use DMSO for a 
different purpose (as compared to -the 
P';'°':,.3'-t teachings that DMSO 
solubihzes drugs to be applied topically) 
does not alter the conclusion that its con- 
comitant use with topically applied dru« 
such as estrogen would be prima facie ob- 
vious from the purpose disclosed in the 

stlT^CPA "972)*™' 
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and that his participation "concemine th^ 
nvention disclosed a'nd claimed in ap|,iS! 
tion Serial No. 329,151 was limited to 
assisting in further testing of the ^10° 
;^th .ch^additional pha^ac^^^^^ 



Opinion 

!!J'^% ^°^i^^/^O^J'J'ction over Slroughtor, 
<■! al., S.lroughlon or Kligman ■ 

xhtl.^T'^ ^PPej'ant concedes that 

the substance of this rejection is proper if the 
court finds either the great-grandnarent 
application lacks a written descrfpSoffhe 
instant invention' or the inventorship o the 
great-grandparent application differs from 
the one on appeal. The analysis need only 
consider those two points. ^ 

Rule 45 Affidavit 

[1] The board found that the "unverified' 
and unclear papers • * • do not establish 
that the inventorship of 329,151 and that of 
the instant case are the same;*' We do not 
agree. 

Jacojj's affidavit indicated that he learned 
01 the invention from the appellant: 
Herschier disclosed at this meeting his 
conception of the invention of enhancing 
tissue penetration of physiologically ac- 
(ve agents by applying them to animal 
tissue (both topically and internally 
together with DMSO and his reduction io 
practice of various embodiments of this 
invention. Herschier requested at this 
meeting that my group test various ad- 
ditional embodiments of this invention for 



r^li^fnf 'K^''^^^'^' is somewhat vague 
regarding specific acts done by the affian? i, 

perrent'?; Se t"^^'' 
Krc^^M disclosed invention from 

find.-ne thaT?i.^K consistent with a 
g^a^frX^rem?p;^ 
panying affidavit of Ch ^r (rlfeTthe 

Sly filVdS- ^ 
himself to be the inventor of the matter Hit 

great-grandparent application was effective 
ly amended by the PTO's acquiescence fn 
accepting the sole inventoi^hip of tKnd 
parent nor do we agree that the great-frand 
parent was amended nunc pro^tunc by S 
^bmissipn of copies of the Lie 4TpaLrs 
We consider the affidavits sufficient fo?the 
purpose of claiming priority under 6 20 to 
demonstrate that Jacob was joined S a 

(1961). ' '^SPQ404 

Written Description in the Great-Grandparent 

The_ appealed claims recite a subgenus 
i^e physiologically active steroidal a|ems 
not found in Tiaec verba in the great-Sl 
parent application. ^ ^ 

Appellant emphasizes the following 
quotation .found fn the great-^^ndnarem 
specification and ar.uef thaHt cCr^' 
defines , a genus to which the submenus of 
steroids befongs: ^"oscnus 01 

By the term "physiologically active 
substance is meant any substance which 
nas a demonstrable' and desired 
physiological activity in the sense that 
animal tissue responds thereto. This may 
be an altered physiologic phenomenon 
Jollowing heparin administration; a phar- 
macological activity such as local 
anesthesia; an antibacterial activity 
tollowing administration of antibiotics; a 
bacteriostatic activity following the ad- 
ministration of iodine: a growth stimula- 
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tion activity following usual access to 
dietarv sources, and the like. The term is 
intended to include any desirable phar- 
macological action with compounds alien 
to animal tissue, and any physiological 
activity with compounds normally oc- 
curring in animal tissue. It is also meant 
to include within the term "physiological- 
ly active substance" materials which are 
diagnostic tools such as radiopaque 
agents (for instance, iodine), dyes and the 
like. 

That application exemplifies a single 
species within the terms of claim 1 of this 
appeal : 

Example 30 

Penetration of Corticosteroids 

A twenty-four year old medical student 
was seen with atopic dernriatitis of the 
right antecubital fossa. Three cc. of 100% 
dimethyl sulfoxide were applied four 
times daily for three days. No benefit was 
noted. One mg. or 1/4 cc. of Decadron 
(dexamethasone 21-phosphate) was 
applied four times a day for two days 
without benefit. One mg. of dex- 
■ amethasone 21-phosphate in 3 cc. of 100% 
dimethyl sulfoxide; was painted onto the 
involved area four times daily, for three 
days. At the end of this period all evidence 
of the inflammatory reaction had dis- 
appeared. 

This example shows an improved ac- 
tion of dexamethasone 21-phosphate 
when used with dimethyl sulfoxide. 

No other language in that specification 
specifically discusses topical application of a 
steroid-containing composition. 

However, the remaining examples are 
awesome in their diversity. The scope of ex*- ., 
emplified "physiologically active suit)-; 
stances" includes iodine (Example 1), press- 
ed pellet feed for rats (Example 4), penicillin 
(Example 10), procaine (Example. .16), 
various chemotherapeutic agents (Examples 
17 & 18), barbiturates (Example 19), oral 
insulin (Example 21), antihistamines (Ex- 
ample 29), various local anesthetics (Ex-- 
amples 34 & 35), etc: 

[3] The function of the description re- 
quirement is to ensure that the inventor had 
possession of, as of the filing date_ of the 
application relied upon, the specific^subject 
matter later claimed by him; how the 
specification accomplishes this is not 
material. In re Smith, 481 F.2d 910, 178 
USPQ 620 (CCPA 1973). The claimed sub- 
ject matter need not be described in haec 



verba to satisfy the description reouirement 

that thp^nr^r ^^. .^^'}^ '^^ not necessary 
tnat tne apphcation describe the rbim 
limitations exactly, but only so % eariv t 
one having ordinary skill ir, lu ^'^^'^v Wt 
would relognize^om "ti^ teu^Hal 

[4, 5, 6] A toehold on the oroblem-is 

say: would the worker of' oSnaJ'sW^^ 

operative When considering the ereat-^ranH 
parent's disclosure? It is iUmS^n t^ 
first instance, for the PTO >^ • 

specilication could not describe the varied 
members w th their fiipth«; ™ yariea 

ties. We disagree w^t? fh.^"''' P'"?^'- 
Steroids u,!,-^'* J . contention, 
aterwas, when considered as drues have a 

Ser '^f physiological acSy ' On the 
other hand, steroids, when considLd as a 
class of compounds carried through a layer 
,of skin by DMSO, appear on this record to 

DMSO In .h'"^''''"'"'" "P°tentiated" by 
UM50 in the great-grandparent aonlica 
tion, IS much broader fhan theXersky of 
steroid compounds shown contem 

STll? r ' '"^^ instancl: we 
conclude that one having ordinary skill in 
this art would have found the use o7the sub" 
genus of steroids to be apparent in the 

Were this application drawn to novel 
wS'fe'poir-" ^ ''''^^-^ 

cJ/rly^^wt^nTn 

1453, 319 F.2d 259, 138 USPQ 217 (f963? 
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There, claims drawn to a rubber stock com-; 
position useful in producing tire treads in- 
cluded a recitation of "an inorganic salt 
capable" of maintaining an homogeneous 
^ distribution of' another component in the 
composition. The disclosure listed the func- 
tion desired and four members of the class 
having that function. This court found the 
written description requirement to be 
satisfied: 

Appellant's invention is the combination 
claimed and not the discovery that certain 
morganic salts have colloid suspending 
properties. We see nothing in patent law 
which requires appellant to discover 
vyhich of all those salts have such proper- 
ties and which will function properly in 
his. combination. The invention descrip- 
tion clearly indicates that any inorganic 
salt which has such properties is usable in 
his combination. If; others in the future 
discover what inorganic salts additional 
to those enumerated do have such proper- 
ties, it is clear appellant will have no con- 
trol over them per se, and equally clear 
h^s claims should, not be so restricted that 
they can be avoided merely by using some 
inorganic salt not named by appellant in 
his disclosure. . . 

We are not persuaded that our conclu- 
sion on this point' is wrong by decisions of 
this and other courts relating to the suf- 
ficiency of invention, disclosures in cases 
wherein the applicant is claiming 
chemical compounds per se. [Emphasis in 
original.] 
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V^^^Q at 223, Applications with claims 
either to intermediate classes of new com- 
pounds per se or claims drawn to prxtcesses 
using those new compounds have been con- 
sidered by this court on other occasions In 
F.2d 1245, 195 USPO 434 
CCPA 1977); In re Ruschig, 54 CfcPA 
551, 379 R2d 990, 154 USPQ 118 (1967? 
m/^^'^^^^ 50 CCPA 954, 312 F.2d 930 136 
USPQ 429 (1963). The principles stated 
therein are still alive and well. 

^[9] In sum, claims drawn to the use of 
known chemical compounds in a manner 
auxiliary to the invention must have a cor- 
responding written description only so 
specific as to lead one having ordinary skill 
m the an to that class of compounds. Oc- 
casionally, a functional recitation of those 
known compounds in the specification may 
be sufficient as that description. In Fuetterer 
and here, such is the case. 



35 use 103 Rejection over Lubowe in view' of 
rausty M arson or Brown 

Throughout the Lubowe patent, DMSO 
IS mentioned only once, and that occurs ih 
the statement that DMSO, as well'as many 
other enumerated compounds, may be add- 
ed to hair lotion preparations containing a 

t^^t^n""'^' T^u ' indication of why 
the DMSO would be added; nor is there any 
teaching that there is any relationshin 
between DMSO and estrogenic hornion^^ 
(which are steroids), let alone a suggestion 
to employ them in combination. The board 
relies upon the secondary references to show 
that DMSO is an effective solubilizing 
agent for various drugs, including those to 
be apphed topically" and accordingly finds 
It obvious to utilize DMSO in Lubowe's Ex- 
ample XII. Such a conclusion is not sup- 
poned by the. record, because, as appellant 
notes, the formulation of [Lubowe^sJ Ex- 
ample XII IS already a clear solution con- 
taining more solvent than anything else 
Moreover, the alcohol solvent employed in- 
. Lubowe IS also a solvent: for steroids" 
Hence there would have been no reason for 
one skilled in the an to add any additional 
solvent to Lubowe's formulations, par- 
ticulariy a totally different solvent "in any 
amount large enough to enhance 
penetration, as required by the claims. Nor 
would It have been obvious to one skilled in 
the art to substitute DMSO for a portion of 
the exemplified alcohols, since Lubowe's in- 
vention IS directed to the use of specific com- 
binations of alcohols in the disclosed for- 
mulations. 



While the secondary references may teach 
that DMSO is generally useful as a solvent, 
there is no suggestion or teaching in any of 
them to combine it with a steroid — that is, 
to choose DMSO from among the countless 
number of solvents as the solvent for 
steroids. 

[10] Appellant argues that Brown, by 
stating that DMSO is "not known to in- 
terfere, witli absorption or metabolism," is a 
teaching not to use DMSO. The solicitor, on 
the other^,.hand, characterizes the same 
ouotatiori by saying that "it is not clear how 
this teaching is a teaching away * * * [and, 
accordingly] there should be no suprise [sic] 
that DMSO enhances penetration." Even 
though that quotation from Brown cannot 
be said to be an overwhelming suggestion to 
use DMSO for any solvent-type utility, we 
do not see how it provides any motivation 
for one skilled in the art to use DMSO in the 
formulation of Lubowe. The references do 
not provide any impetus to do what 
appellant has done nor do they provide the 
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art with the knowledge that DMSO 
enhances penetration of "steroidal agents" 
through a membrane.' 

Summary 

VVe reverse the decision of the board, which 
decision affirmed a rejection of the claims 
both under 35 USC 102 and 103. 

Reversed. 



District Court, C. D. California 



Bohsei Enterprises Company, U.S.A. 
V, Porteous Fastener Company, et al. 

No.' CV 77-1241 
Decided Nov. 16, 1977 

TRADEMARKS 

1. Fraud and misrepresentation (§67J7) 

Court in Alfred Dunhill Ltd. v. Interstate 
Cigar Co., Inc., 183 USPQ 193, did not 
decide that omission was not cognizable un- 
der Lanham Act. 

2. Fraud and misrepresentation (§6737) 

Law of false representation includes omis- 
sion of material fact of origin that, aiffir- 
, matively says in context in which fasteners 
are sold **I am a , product of the United 
States"; concern over materiality of such 
omission particularly in context of imported 
goods was expressed by Congress when it ^ 
enacted 19 U.S.C. 1304 requiring imported ' 
articles to be "marked in a conspicuous.. 
place as legible, indelibly, and permanently ' 
as the nature of the article (or container):^ 
will permit in such manner as to indicate to ' 
an ultimate purchaser * * * the country of 
origin of the article"; to hold that omission 
of such material fact is not such false 



representation. as to affect competition of 
sale to detriment of seller who complies with 
mandate of 19 U.S.C. 1304 requires utteriy 
naive view of realities of market place; more 
importantly, it would promote disregard for 
provisions of 19 U.S.C. 1304; experience has 
taught courts that concept of private at- 
torney general has been vigorous and need- 
ed method for protection of competition un- 
der antitrust law; to eschew the justice that- 
experience has shown courts by a judicial 
narrowing of concept of fraud and deceit 
since it is embodied in Lanham Act. would 
be pure legal folly and must be rejected. 



' We do not find it necessary to reach the ques- 
tion of the weight to be given the papers presented 
to the New York Academy of Sciences in that 
appellant has no prima facie showing of ob- 
viousness to rebut. Were such a showing ap- 
propriate, these papers could, if prOperly 
presented, indicate wide-scale acceptance in the 
art and provide a secondary consideration 
capable of overcoming a §103 rejection.. 



Action by Bohsei Enterprises, Company, 
U.S.A., against Porteous Fastener^ Co., 
Russell, Burdsall & Ward, Inc., Rockford 
Screw Products of California, . Lamson & 
Sessions, Inc., and ITT Harper, Inc., for 
Lanham Act violations, and unfair competi- 
tion. On defendants' motions to dismiss. 
Motions denied. 

Ervin, Cohen & Jessup, Beveriy Hills, 
Calif, for plaintifT, 

Thorpe, Sullivan, Workman, Thorpe & 
O 'Sullivan, Los Angeles, Calif., for 
Porteous Fastener Company; 

Sullivan & Cromwell, New York, N.Y^ and 
Lillick, McHose & Charies, Los Angeles, 
Calif., for Russell, Burdsall & Ward, Inc.' 

Glad, Tuttle & White, Los Angeles, Calif.. 
for Rockford Screw. Products of Califor- 
nia. 

Thorpe, Sullivan, Workman, Thorpe & 
O 'Sullivan, Los Angeles, Calif., for Lam- 
son & Sessions, Inc. 

Powers & Tilson, Los Angeles, Calif., for 
ITT Harper, Inc. 

Real, District Judge, 

The defendants have variously moved for 
dismissal of the action brought by plaintiff. 
More specifically the motions are: 

1. By defendant Rockford Screw 
Product^ of California (hereafter 
Rockford) — Motion for Judgment on 
the Pleadings. 

2. By defendant Russell, Burdsall. & 
Ward, Inc. (hereafter Russell) Mo- 
tion to Dismiss. 

3. By defendant ITT Harper, Inc. 
(hereafter ITT) — Motion to Dismiss! 
Strike and for More Definite State- 
ment. 

Plaintiff Bohsei Enterprises Company, 
U.S.A. (hereafter Bohsei) is in the business 
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MANUAL OF PATENT EXAMINING PROCEDURE 



ensures that the public receives something in return for 
the exclusionary rights that are granted to the inventor 
by a patent. The grant of a patent helps to foster and en- 
hance the development and disclosure of new ideas and 
the advancement of scientific knowledge. Upon the 
grant of a patent in the U.S., information contained in 
the patent becomes a part of the information available to 
the public for further research and development, subject 
only to the patentee's right to exclude others during the 
life of the patent. 

In exchange for the patent rights granted, 35 U.S.C. 
112, first paragraph sets forth the minimum require- 
ments for the quality and quantity of information that 
must be contained in the patent to justify the grant. As 
will be discussed in more detail below, the patentee must 
disclose in the patent sufficient information to put the 
public in possession of the invention and to enable those 
skilled in the art to make and use the invention and must 
not conceal from the public the best way of practicing the 
invention that was known to the patentee at the time of 
filing the patent application. Failure to fully comply with 
the disclosure requirements could result in the denial of 
a patent, or in a holding of invalidity of an issued patent. 

2163 The Written Description Requirement 

The written description requirement has several 
policy objectives. "[T]he 'essential goal' of the descrip- 
tion of the invention requirement is to clearly convey the 
information that an applicant has invented the subject 
matter which is claimed." In re Barker, 559 E2d 588, 
592 n.4, 194 USPQ 470, 473 n.4 (CCPA 1977), cert, de- 
nied, 434 U.S. 1064 (1978). Another objective is to put 
the public in possession of what the applicant claims as 
the invention so that the public may ascertain if the pat- 
ent applicant claims anything that is in conunon use, or 
already known. Evans u Eaton, 20 U.S. (7 Wheat.) 356 
(1822). 

An applicant's specification must convey with reason- 
able clarity to those skilled in the art that, as of the filing" 
date sought, he or she was in possession of the invention, 
i.e., whatever is now claimed. Vas-Cath, Inc. v. Mahur- 
kar, 935 F.2d 1555, 1563-64, 19 USPQ2d 1111, 1117 
(Fed. Cir. 1991). The written description requirement 
prevents an applicant from claiming subject matter that 
was not described in the application as filed, and the pro- 
scription against the introduction of new matter in a pat- 
ent application (35 U.S.C. 132 and 251) serves to prevent 



an applicant from adding to the informational content of 
a patent application after it is filed. 

2163.01 Support for the Claimed Subject 
Matter in Disclosure 

A written description requirement issue generally in- 
volves the question of whether the subject matter of a 
claim is supported by [conforms to] the disclosure of an 
application as filed. If the examiner concludes that the 
claimed subject matter is not supported [described] in an 
application as filed, this would result in a rejection of the 
claim on the ground of a lack of written description un- 
der 35 U.S.C. 112, first paragraph or denial of the benefit 
of the filing date of a previously filed application. The 
claim should not be rejected or objected to on the ground 
of new matter. As framed by the court inin re Rasmussen, 
650 F.2d 1212, 211 USPQ 323 (CCPA 1981), the concept 
of new matter is properly employed as a basis for objec- 
tion to amendments to the abstract, specification or 
drawings attempting to add new disclosure to that origi- 
nally presented. While the test or analysis of description 
requirement and new matter issues is the same, the ex- 
amining procedure and statutory basis for addressing 
these issues differ. See MPEP § 2163.06. 

2163,02 Standard for Determining 

Compliance With the Written 
Description Requirement 

The courts have described the essential question to be 
addressed in a description requirement issue in a variety 
of ways. An objective standard for determining com- 
pliance with the >yritten description requirement is, 
"does the description clearly allow persons of ordinary 
skill in the art to recognize that he or she invented what is 
claimed." In re Gosteli^ S72 F.2d 1008, 1012, 10 USPQ2d 
1614, 1618 (Fed. Cir,:1989). Under Vas-Cath, Inc, v 
Mahurkar, 935 F.2d 1555^ l$63-64, 19 USPQ2d 1111, 
1117 (Fed. Cir. 1991)f to satisfy the written description 
requirement, an applicant must convey with reasonable 
clarity to those skilled in the art that,.as of the filing date . 
sought, he or she was in possession of the invention, and 
that the invention, in that context, is whatever is now 
claimed. The test for sufficiency of support in a parent 
application is whether the disclosure of the application 
relied upon "reasonably conveys to the artisan that the 
inventor had possession at that time of the later claimed 
subject matter." Ralston Purina Co. u Far- Mar-Co,, 
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/nc, 772 E2d 1570, 1575, 227 USPQ 177, 179 (Fed. Cir. 
1985) (quoting In re Kaslow, 707 E2d 1366, 1375, 217 
USPQ 1089, 1096 (Fed. Cir. 1983)). 

Whenever the issue arises, the fundamental factual in- 
quiry is whether a claim defines an invention that is 
clearly conveyed to those skilled in the art at the time the 
application was filed. The subject matter of the claim 
need not be described Uterally (Le., using the same terms 
or in haec verba) in order for the disclosure to satisfy the 
description requirement. If a claim is amended to in- 
clude subject matter, limitations, or terminology not 
present in the application as filed, involving a departure 
from, addition to, or deletion from the disclosure of the 
application as filed, the examiner should conclude that 
the claimed subject matter is not described in that ap- 
plication. This conclusion will result in the.rejection of 
the claims affected under 35 U.S,C.112, first paragraph 
- description requirement, or denial of the benefit of 
the filing date of a previously filed appUcation, as ap- 
propriate. 

2163.03 Typical Circumstances Where 
Adequate Written Description 
Issue Arises 

A description requirement issue can arise in a number 
of different circumstances where it must be determined 
whether the subject matter of a new or amended claim is 
supported in an application as filed. The following cir- 
cumstances are typical: 

L AMENDMENT AFFECTING A CLAIM 

An amendment to the claims or the addition of a new 
claim must be supported by the description of the inven- 
tion in the application as filed. In re Wright, 866 E2d 422, 
9 USPQ2d.l649 (Fed. Cir. 1989). Original claims consti- 
tute dieir own description. In re Koller, 613 F.2d 819, 204 
USPQ 702 (CCEA 1980). An amendment to the specifi- 
cation (e.g., a change in the definition of a term used 
both in the specification and claim) may indirectly affect 
a claim even though no actual amendment is made to the 
claim. 

IL RELIANCE ON FIUNG DATE OF PARENT AP. 
PUCATION UNDER 35 U.S.C. 120 

Under 35 U.S.C. 120, the claims in a U.S. application 
are entitled to the benefit of the filing date of an earlier 
filed U.S. application if the subject matter of the claim is 



disclosed in the manner provided by 35 U.S.C. 112, first 
paragraph in the earlier filed application. In re Scheiber, 
587 E2d 59, 199 USPQ 782 (CCPA 1978). 

IIL RELIANCE ON PRIORITY UNDER 
35 U.S.C. 119 

Under 35 U.S.C. 119 (a) or (e), the claims in a U.S. ap- 
plication are entitled to the benefit of a foreign priority 
date or the filing date of a provisional application if the 
corresponding foreign application or provisional ap- 
plication supports the claims in the manner required by 
35 U.S.C. 112, first paragraph. In re Ziegler, 992 F.2d 
1197, 1200, 26 USPQ2d 1600, 1603 (Fed. Ck. 1993); 
Kawai v. Metlesics, 480 F.2d 880, 178 USPQ 158 (CCPA 
1973); In re Gosteli, 872 F.2d 1008, 10 USPQ2d 1614 
(Fed. Cir. 1989). 

IV. SUPPORT FOR A CLAIM CORRESPONDING 
TO A COUNT IN AN INTERFERENCE 

A broad generic disclosure to a class of compounds 
was not a sufficient written description of a specific com- 
pound within the class. Fields v. Conover, 443 F.2d 1386, 
170 USPQ 276 (CCPA 1970). 

2163.04 Burden on the Examiner With Regard 
to the Written Description 
Requirement 

The inquiry into whether the description requirement 
is met must be determined on a case— by- case basis and 
is a question of fact /n re Wertheim, 541 E2d 257, 262, 191 
USPQ 90, 96 (CCPA 1976). The examiner has the initial 
burden of presenting evidence or reasons why persons 
skilled in the art would not recognize in an applicant's 
disclosure a description of the invention defined by the 
claims. 541 E2d at 265, 191 USPQ at 98. See also Ex parte 
Sorenson, 3 USPQ2d 1462, 1463 (Bd. Pat. App, & Inter, 
1987). ; 

I. STATErilENT OF REJECTION REQUIRE- 
MENTS 

Any tinie an examiner bases^a rejection of a claim or 
the denial of the effect of a filing date of a previously 
filed application on the lack of a written description, the 
examiner should; (A) identify the claim limitation not 
described; and (B) provide reasons why persons skilled 
in the art at the time the application was filed would not 
have recognized the description of this limitation in the 
disclosure of the application as filed. A typical reason 
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American Heritage Electronic Dictionary (3d ed. 1993) 



Clear-ing (klir" ^ng) n. 1. The act or process of making or becoming clear. 2. A tract of land 
within a wood or other overgrown area from which trees and other obstructions have been 
removed. 3. An open space: a clearing in the fog. 4.a, The exchange among banks of checks, 
drafts, and notes and the settlement of consequent differences, b. clearings. The total of 
claims presented daily at a clearing-house. 

clear (klir) adj. clearer, clearest. 1 . Free from clouds, mist, or haze: a clear day. 2. Free 
from what dims, obscures, or darkens; unclouded: clear water; bright, clear colors. 3. Free 
from flaw, blemish, or impurity: a clear, perfect diamond; a clear record with the police. 4. 
Free from impediment, obstruction, or hindrance; open: a clear view; a clear path to victory. 
5. Plain or evident to the mind; -unmistakable: a clear case of cheating. 6. Easily perceptible 
to the eye or ear; distinct. 7. Discerning or perceiving easily; keen: a clear mind. 8. Free from 
doubt or confusion; certain. 9. Free from qualification or hmitation; absolute: a clear winner. 
1 0. Free from guilt; untroubled: a clear conscience. 1 1 . Having been freed from contact, 
proximity, or connection: At last we were clear of the danger. The ship was clear of the reef 
12- Free from charges or deductions; net: a clear profit, 13. Containing nothing, --clear adv. 
1. Distinctly; clearly: spoke loud and clear. 2. Out of the way; completely away: stood clear 
of the doors. 3. Informal All the way; completely: slept clear through the night; read the 
book clear to the end. -clear v. cleared, jglegfrjjnfg, clears, -tr. 1 . To make light, clear, or 
bright. 2. To rid of impurities, blemishes, muddiness, or foreign matter. 3. To free from 
confusion, doubt, or ambiguity; make plain or intelligible: cleared up the question of 
responsibility. 4,a. To rid of objects or obstructions: clear the table; clear the road of debris. 
D- SQMatog^feMI^ clear a path through the jungle. C. 

To remove (objects or obstructions): clear the dishes; clear snow from the road. 5. a. To 
remove the occupants of: clear the theater, b. To remove (people): clear the children from the 
room. 6- Computer Science, a. To rid (a memory or buffer, for example) of instructions or 
data. b. To remove (instructions or data) from a memory. 7. To free from a legal charge or 
imputation of guilt; acquit: cleared the suspect of the murder charge. 8. To pass by, under, or 
over without contact: The boat cleared the dock. 9. To settle (a debt). 1 0. To gain (a given 
amount) as net profit or earnings. 1 1 . To pass (a bill of exchange, such as a check) through a 
clearing-house. 12. a. To secure the approval of: The bill cleared the Senate, b. To authorize 
or approve: cleared the material for publication. 1 3. To free (a ship or cargo) from legal 
detention at a harbor by fulfilling customs and harbor requirements. 14, To give clearance or 
authorization to: cleared the plane to land. 1 5. To free (the throat) of phlegm by making a 
rasping sound, —intr. 1 . To become clear: The sky cleared. 2. To go away; disappear: The fog 
cleared. 3. a. To exchange checks and bills or settle accounts through a clearing-house, b. To 
pass through the banking system and be debited and credited to the relevant accounts: The 
check cleared. 4. To comply with customs and harbor requirements in discharging a cargo or 
in leaving or entering a port, -clear n. A clear or open space, -phrasal verb, clear out. 



Informal, To leave a place, usually quickly, --idioms, clear the air. To dispel differences or 
emotional tensions, in the clear. 1. Free from burdens or dangers. 2. Not subject to 
suspicion or accusations of guilt: The evidence showed that the suspect was in the clear, 
[Middle English cler, from Old French, from Latin cirrus, clear, bright. See kel.,.-^ below.] - 
clear"a-ble adj. -clear^er n. -clear"ly adv, -clear"ness n. 



margin'dl (mar"j...-n...l) adj. 1 . Of, relating to, located at, or constituting a margin, a 
border, or an edge: the marginal strip of beach; a marginal issue that had no bearing on the 
election results. 2. Being adjacent geographically: states marginal to Canada. 3. Written or 
printed in the margin of a book: marginal notes. 4. '^B^^j^^EM^ lS^ or limit of 
quality: marginal writing ability; eked out a marginal existence. 5. Economics, a. Having to 
do with enterprises that produce goods or are capable of producing goods at a rate that barely 
covers production costs, b. Relating to commodities thus manufactured and sold. 6. 
Psychology. Relating to or located at the fringe of consciousness, —mar-gin-al n. One that is 
considered to be at a lower or outer limit, as of social acceptability: "is fascinated by 
marginals, by people who live on the edge of society'' (Dan Yakir). "mar"gin-al"i-ty (-j..,- 
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Process Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 52 U.S.P.Q.2d 1029 (Fed. Cir. 

1999), cert, denied, 529 U.S. 1037 (2000); and 

In re Vickers, 141 F.2d 522, 61 U.S.P.Q. 122 (C.C.P.A. 1944). 
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ORDER 

sons stated in the accompany- 
durii Opinion, it is th\s 4th day 
, by the United^ States District 
J District of Maryland, OR- 

on by Plaintiff O' Well Novelty 
1. for judgment as: a matter of 
trial, or, to alter or amend' the 
per no. 125) BE, and the same 
iNIED;.;- ' ■ ' -/ ' ; 
on by Defendant Offenbacher, 
ance of attorneys' fees (paper 
, and the same hereby IS, 
n part and DENIED, in part; 
on by Defendant for allowance 
;r no. 124) BE and the same 
f RANTED in part and DEr 
» • ■ ■ . 

t BE, and- the same hereby IS, 
in favor of Defendant and 



;ed a separate objection (paper 
fenbacher's proposed "Judgment 
* (attached to paper no. 1 23, mor 
ly's fees). Because the court has 
n order granting costs arid attor- 
has not specifically required pay- 
transfer or certified check, the 
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against. Plaintiff in the amount/ of 
$1:15,985.10 for attorneys- fees and costs,, in 
addition to the judgment heretofore entered; 

5. Plaintiff's Objection to. Defendant's 
Proposed Judgment Awarding Fees, (paper 
no. 128) BE andithe same hereby. IS, DE- 
NIED as MOOT; and, 

6. The clerk will mail copies of this Order 
and the Memorandum Opinion to counsel 
for the parties and CLOSE this case. 



U.S. Court of Appeals 
Federal Circuit 

Process Control Corp. v. HydReclaim Corp. 

Nos. 98-1082, -127? ■ 
Decided September 7, 1999 



PATENTS 



1 



Patent construction — Claims — Defin- 
ing terms (§125.1305) 

Term "discharge rate" in claim for meth- 
od of metering different material ingredients 
for. discharge into material processing ma- 
chine must be construed , as having" sanie 
meaning in both claim clauses in which it is 
used, even though claims should . be con- 
strued, if possible, so, as tq.,;^V^erye their 
validity, since claim language at issue is not 
reasonably susceptible'^ to two- different coi^-^ 
structions, since presence of identical lan- 
guage associatied. with, "discharge rate" iri; 
both clauses indicates that both uses refer to 
rate, in units of weight per units of time, that 
material is discharged from comtnon hopper 
to material processing machine, and since 
this conclusion avoids any lack of antecedent 
basis problem for occurrence of term in scpt 
ond clause. 

2. Patent construction — Claims — In genr- 
eral (§1254301) 

Rule that, patentee can act as his - own 
lexicographer to specifically define terms of 
claim contrary to their ordinary meaning 
does not apply if written description does not 
so clearly define disputed claim term so as to 
put reasonable, competitor, or one reasonably 
skilled in art, on notice that patentee intend- 
ed to so redefine that term; if claiin; term is 
susceptible to only one reasonable interpreta- 
tion, and that interpretation results in non- 
sensical construction of claim as whole,..court 
is not permitted to redraft, claim, and instead 
must hold claim invalid, thus preventing un- 
due burden on competitors who must deterr 



mine scope of invention based on. erroneously 
drafted claim.. 

3. Patentability/Validity — UtilUy 
(§115.10) 

Patentability /Validity — Specification — 
Enablement (§115.1105) 

Claimed . invention :must be held invalid if 
impossible' lirnitatibn,. such as nonsensical 
method, of opera ti6n,.,isV clearly embodied 
within claim, since .patent claiming inopera- 
ble subject matter fails to meet utility re- 
quirement of 35.U;S.G:" §101. and enable^, 
ment requirement of Section 1 12. • ; 

4i Patentability/Validity — Utility 
■ (§115.10)^ . _r 

Patentability /VaUdity — Specification — 
Enablement (§il5;1105) 

Claims for method of metering different 
material ingredients for discharge into mate- 
rial processing machine are inoperative, and 
therefore fail to meet utility and enablement 
requirements of 35 U.S.C. §§101 and 112, 
since, claims, as properly construed, embody 
inoperable method that- violates . principle of 
conservation of mass. ' ■ ' 

Particular patents — Chemical — Gravir 
metric blenders . . i : x ? 

5,148,943, Moller; method and apparatus 
for metering and bleriding different material 
ingredients, judgment that patent is riot iri^ 
valid reversed; judgifnent? of irifririgeinent 
vacated. - • ■ ' ' . ' ' . 



Appeal from the U.S. District : Court for 
the Northern District of Georgia, Camp; J;> 
■ Action by Process Control Corp; - against 
:HydReclaim Corp. for declaratory judgment 
of patent invalidity and nourinfringement. 
.:^Plaintiff appeals from judgment that patent 
in suit is not invalid or unenforceable; and 
that it was willfully infringed, and defendant 
appeals from district court's refusal to award 
lost profits damages and enhanced damages, 
and from, exclusion of its damages experts^at 
trial. Reversed in part and' vacated in part. 

Todd Deveau, Harold L. Marquis and' Ryan. 
A. Schneider, of Deveau, .Coltoii & Mar- 
quis, Atlanta, Ga., for plaintiff-appellaht. 

Bradley A, Slutsky, Joseph. R. Bankoff,and 
Christian S. Genetski, of. King Sc. Spald- 
ingj Atlanta, for defendantrcross 
appellant. 
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Before Bryson,; circuit judge, Friedman, sen- 
lor circuit judge, and Gajarsa, circuit 
judge. 

Gajarsa, J. 

CnJi^^J'^ Control Corporation^ CProcess 
Control ) appeals the decision of the United 
States District Court for the Northern Dis- 
trict- of Georgia, Docket No. 93-CV-2795 
wherei^n the district court sustained the valid- 

^^/o^b.?"- ''^^l^^^^y ^ S- Patent .No'. 
I'^^^^t^ Corpdra- 
tion--( HydReclaim"); and Tound^ that Pro- 
cess Control had willfully infringed certain 
claims of that patent.. Because the district 
court erred m its construction of the claims 
at issue and because the claims as written 
and correctly . construed are invalid, we re- 
verse the district court's determination that 
the patent is valid and' vacate its finding of 
infringement; ' ^ r - - ° 



Process Control Corp -v. HydReclaim Corp, 



V ;:li3^Reclaim .is the^ oWner. of Us! Patent 
pJo.,5,I48,943,C*the '943,patent") dir^S 
to contmuous gravimetriC:blenders= used- in 
the ^plastics industry. These blenders, mix 
multiple sohd^ingredients in appropriate pro- 
portions based on weight and feed the mix- 
ture to a weighed common, hopper. The re- 
sulting mixture is then.discharged from the 
weighed common hopper to a.prbcessmg ma- 
chine,^/.^,,an extruder, that heats. and com- 
bmes the blended ingredients into a desired 
final product. - 

Prior to the invention described in the '943 
patent, the discharge rate of continuous 
gravimetric blenders^; was controlled; by usine 
leveL sensing^ devices that , measured^ and 
mamtained constant the volume of- blended 
material in thexommon hopper. Because the 
densities of the materials^ to be blended var- 
ied, such prior art devices encountered var- 
ious drawbacks. These drawbacks included 
poor control over the: accuracy of the recipe 
provided by the blender to the extruder and 

blended materials from the common^ hopper 
to^ the - extruder because, of the inability to 
determine the weight of the blended material 
leaving the common hopper. These draw- 
backs resulted in a final extruded producfof 
inconsistent quality. ..: 

The invention described in the '943= patent 
solved these problems by measuring the 

volumcof the mate- 
rial.m the common hopper and maintaining 
that.weight m the common hopper at a 
constant value, A device measures the rate at 



which the individual ingredient materials are 
discharged: into the: common, hopper -and 
another device measures the change in 
weight of the common hopper over tirne 
Using these two variables and the basic prin- 
ciple.of mass .balancing,: the rate.of the pro- 
cessing machine is determined,: /.e., . the rate 
at which material is processed by the extrud- 
er, is learned. -By^ matching . .that learned 
gravimetric speed \of the. extruder to the 
gravimetric speed of the blender, a constant 
weight pf blended material jn, the common 
hopper IS maintained. . . 

particular, as shown in Figure 2 of the 
943 patent reproduced below, the ingredi- 
ents are discharged" from individual ingredi- 
ent hoppers 72 and directed to a blending 
chamber 52, after which the blended ingredi- 
ents are directed to a common hopper JO 
equipped with a weighing device 40 '943 
Patent, col. 5; 11. 26-3Z • ^ ' ' 




A master computer control unit (not shown) 
IS coupled to individual metering devices 10 
associated with the individual ihgredient 
Hoppers, The metering devices.' control the 
material discharge rate of each individual 
ingredient to maintain .a preset ratio of the 
ingredients. M at col. 3, 11. 51>58. The mas- 
ter computer control unit is 'also coupled to 
the, weighing device ^0 associated with the 
common hopper for determining a discharge 
rate of the blended ingredients from the 
common hopper to the processing machine J 
based on the weight loss of the common 
nopper over time. /^/: atxol. 3, 11 35-39 The 
master computer control, unit thus , deter- 
mines the material processing rate = of the 
processing machine, the extruder: based 
on- the sum of the material discharge feed 



Corp, 



52;USPQ2d 



52 USPQ2d 



Process Control Corp. v. HydReclaim Corp. 



1031 



/idual ingredient materials, are 
to the!. common, hopper, rand 
;e measures' the change: in 
: common hopper..;Over tirne. 
10 variables ahdthe basic prin- 
balancingi; the rate. of. the pro- 
ne is deterniihed,: /ie.,4he.rate 
rial is processed by;the extrud- 
,,By. matching. that, learned 
peed of. the,. extruder to. the 
jeed of the blender, a constant 
nded material in the cpnimdn 
ntained. : 

ir, as shown in Figure 2 of the 
eproduced ,belo\y, the ingredi- 
arged froni individual ingredi- 
'2 and directed to a blending 
iter which the blended ingredi- 
:ted to a common hopper ' 30 
ti a weighing device 40. '943 
.11. 26-32. . ' ' 




nputer control unit (not shown) 
individual metering devices 10 
dth the individual; ingredient 
; metering devices: control the 
charge rate of each^ individiial 
maintain, a preset, ratio of the 
W. at col. 3, 11. 51.-58.. The mas- 
■ control unit is also coupled to 
; device 40 associated witk the 
per for determining a discharge 
blended ingredients from the 
per to the processing machine 5 
e weight loss of . the common 
time. Id. at col. 3, 11. 35-39. The 
puter control, unit thus. deteir^ 
laterial processing rate = of the 
lachine, i:e., the extruder, based 
of the material discharge feed 



rates of the individual ingredients to^he 
common hopper plus or minus the discharge 
rate of the blended ingredients from the 
common hopper to the processing machine. 
Id: at coi. 3; 11. 45-51. In other wordsi a 
constant weight of ingredients in the com- 
mon hopper is maintained by matching the 
material processing rate of the processing 
machine (what comes out of the common 
hopper) to the sum of the individual ingredi- 
ent discharge rates (what goes into the com- 
mon hopper), by using information about the 
change in weight of the conimon hopper oyer 
time. 

Process Control is a corripetitor of HydRe- 
claim in the niateriaj bleinding business: Pro- 
cess Control uses three methods that are 
Alleged by HydReclaini to infririge,tKe;'?,43 
patent. Method One, performed by Frocisss 
Control's BG blender, operates identi(SHy; to 
HydReclaim's 470 blender, which embodies 
the invention disclosed in .the '943 patent. 
Method Two operates to control the weight 
in the comrnon hopper by using a high and a 
low control point, the weight ; oscillating bcr 
tween the control points. Method Thr^e op- 
erates to control, the weight in the common 
hopper: by using a set point controlled by a 
second variable, i.e., total ; blender, rate. 
Method Three is based on a proportional 
integral derivative (PID) control system. 

HydReclaim sued Process Control* in 
Michigan in December 1992 for infringe- 
ment of the '943 patent, but the action was 
dismissed for lack of jurisdiction. . During 
subsequent settlement negotiations, Process 
Control filed the present declaratory judg- 
ment action in December 1993 in Georgia^ 
asserting, inter alia, invalidity, une^nforcea- 
bility, and noninfringement of the '943 pat- 
ent. During a bench trial, the district court 
construed the claims as urged by HydRe- 
claim, sustained the validity of the '943 pat- 
ent, found that Process Control had willfully 
infringed claims 1, 3-7, 11, and 13-14 of the 
'943 patent, found that the '943 patent was 
enforceable, and awarded HydReclaim a 
15% reasonable royalty arid its attorneys' 
fees and costs. 

Process Control appeals, challenging the 
district court's claim construction, the findr 
ing of willful infringement, the-determina- 
tion of nonobviousness, the finding of enfor- 
ceability, and the award of a 15% reasonable 
royalty, HydReclaim cross-appeals, the re- 
fusal, to award lost profits and to. enhance the 
damages and the district court's exclusion of 
its damages experts at trial. As will be evi- 
dent from the discussion below, we need 
reach only the issue of claim construction. 



DISCUSSION 



I. CLAIM CONSTRUCTION 



Claim construction is a matter of law, see 
Markman v. Westview Instruments, Inc., 52 
F3d 967; 97071, 34 USPQld 1321, 1322 
(Fed. Cir:, 1995) (en banc), affd, 517,U:S: 
370 (1996), that we review ^/e novo, see 
Cybor Corp. v. FAS Techs.,, Inc., 138 F3d 
1448, 1451, 46 USPQ2d 1169, 1171 (Fed. 
Cur. 1998) (en banc).. . 

Claims 1-6 of the '943 patent are directed 
to a method of metering different material 
ingredients for discharge to a niaterial. pro- 
cessing machine, and claims 7- 14 are direct- 
ed to an apparatus, for. carrying out . that 
method. Claims 1-7, U, and 13-14 are. at 
issue.in this appeal, of which claims 1,;4,,7, 
and 14 are independent,,, 
: The district court determined that all of 
the claims at issue contained the limitation 
of determining the material processing rate 
by adding (l).the sum of the, material; dis- 
charge rates of .the individual material ingre- 
dients to a common hopper,, and. (2) the 
discharge rate of the blended materials from 
the common hopper to the processing .. ma- 
chine. See Order of September 30, , 1997, H 5. 
We agree with that analysis, and therefore 
our discussion of the limitations at issue in 
the context of claim 1 applies to all of the 
claims at issue on appeal. 

Claim I provides: . . 

■ 1. A method of metering different materi- 
r ai ingredients for discharge .to a material 
~ processing machine,: comprising: 

[a] delivering to a common hopper a 
plurality of individual material . ingredi- 
ents at controllable, individual material 
discharge rates, 

, [b] discharging material from said com- 
mon hopper to said processing machine at 
a discharge rate,. 

[c] determining loss of weight of materi- 
al in said hopper due to discharge of mate- 
rial therefrom, 

[d] determining the material processing 
rate of the processing machine from the 
sum of the material discharge rates of, the 
ingredients to the common hopper and the 
discharge: rate of the material from the 
common hopper to the processing, ma- 
chine, and 
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[e] controlling the material discharge 
rates of the ingredients to the common 
hopper in response to said determined ma- 
terial, processing rate as needed to main- 
tain a preset recipe of said blended ingre- 
dients at said determined material 
processing rate, 
(emphasis and paragraphing added). 

Before the district court, the parties dis- 
puted whether "discharge rate" emphasized 
above in clauses [b] and [d] should be:giveh 
the same meaning throughout the claim, ;as 
urged by Process Control, or whether ttte 
second emphasized occurrence means 
"change in weight of the common hopper," 
as urged by HydReclaim. Based on the writ- 
ten description, the district coiirt construed 
the claim in accordance with HydReclaim's 
assertion, namely that the occurrence of 
"discharge rate" in clause [d] means 
"change in weight of the common- hopper." 
See Order of September 30, 1997, 111;32:^33. 
The district court determined that the iJaten- 
tee had specifically defined the second occur- 
rence of "discharge rate"'iri his written de- 
scription to mean "change in weight," 
relying on the following passages from the 
written description for its claim construction:. 
A master computer control unit is coup- 
led to the weighing device of the comnion 
hopper for deterniining a discharge rate'of 
- the ingredients from the common hopper 
to the processing machine based on the 
weight loss of the common hopper over 
time, '943 Patent; col, 3, U: 35^39 (empha- 
sis added). 

A weighing device 40, such as a preci- 
sion,, offset, cantilever load cell, is oper- 
ably connected to and solely supports the 
common hopper 30 at the discharge^ end 
30a. The weighing device 40 detects the 
change in weight of the blend M: therein 
during the admission and discharge of 
material to and from the common hopper 
30. '943 Patent, coi. 5, 11. 44-50 (emphasis 
added). 

A master digital computer control unit 
50 (FIG. 4) is coupled via interface 50a 
(e.g., RS485 serial network interfaces) to 
the weighing device 40 of the common 
hopper 30 for receiving weight 'loss signals 
therefrom (analog to digital converted. sig- 
nals) over time and, determining, a. blend 
discharge rate from the. common hopper 
30 to the extrusion machine 5. '943 Pat- 
ent, col. 5, 11. 50-5.7 (emphasis added). . 
The master computer control, unit 50 con- 
tinually . determines minute, differential 
weight changes in the common hopper 30 
. and calculates the precise differences, in 
the sum of the material discharge rates of. 
the metering units 10 and the extrusion 



. rate. '943 Patent, col. 7, 11. 46-50 (empha- 
sis added): . 
The district court concluded that "[i]f 'dis- 
charge rate' is construed as Process Control 
asserts [i.e.,. the same as the first occurrence 
of discharge rate], this specification, would 
be nonsensical." Order of September 30, 
1997, 5.33. , 

■ c: . . : ■. 

. On appeal, Process" Control challenges the 
district court's claim construction on various 
theories. First, as in the district court. Pro- 
cess Control asserts that "discharge rate" in 
clauses [b] and [d] should, be given the same 
meaning throiighiput the ciairh, particularly 
as. both occurrences include the language 
"from.said [or the] common hopper to said 
[or the] processing miachihe,'' This construc- 
tion, notes Process Cdntrol, obviates the lack 
of antecedent basis for the second occurrence 
of "discharge rate" in>clause . [d] and a con- 
comitant-finding of invalidity under 35 
U.S.C § 112, T2 which necessarily results 
from the district court^s claim construction. 
' Second, Process Control argues that "dis- 
charge rate" is defined in the claims them- 
selves to mean "discharging, [blended] mate- 
rial from -said common hopper to .said 
processing machine -at' a discharge rate." 
'943 Patent,' claim. 1, clause [b] (emphasis 
added).; The references in- the written de- 
scription relied upon by the district court to 
redefine "discharge rate'' to mean ".change 
in weight" do not clearly redefine that term 
and, in any. event,: ^yould redefine the term 
contrary to the: explicit definition of that 
term in the claim itself. . , 

Third, Process; Control notes that claims 
7-14 include the. limitation of a "second 
weighing means . . . for detecting a change in 
weight of the ingredients" . in the common 
hopper.' According, to Process Control, this 
demonstrates that the subsequent reference 
toodischarge rate" in cliause [d] could not 
me^n "change in weight" as deterniined.by 
th#district court, as use of different terms in 
a single claim indicates that those terms. are 
not synonymous. 

In response, HydReclaim defends the disr 
trict court's claim construction, urging that 
the claims are to be construed in a \yay which 
will preserve their validity and secure the 
patentee his actual invention. This can only 
be done, asserts HydReclaim, by construing 
the claims in; light of the written description, 
in "the natural manner in which they make 
sense." Process Control's asserted claim con- 
struction, as its. o\yn _ witnesses admitted, 
would, require "determining something from 
some entity which includes what you are 
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trying to measure,!' axonstruction. that clear- 
ly does- not make sense.- HydReclaim ; also 
refutes. Process Control's antecedent basis 
argument by asserting that "ia discharge 
rate" in clause [b] is different .from "the 
discharge . rate'- in- clause [d], , the;. former 
being a n un de t e rmined flow rate at. that 



stage of the algorithm, the latter being: an 
actually calculated flow rate based on loss of 
weight of material in the. common, hopper 
over time. „ . . ^ 



Wc agree with Process Control, although 
the parties present us with competing canons 
of claim construction with which to interpret 
the claims at. issue on appeal.^ It js - true; as 
HydReclaim; uirges, that we should attempt 
to construe the claims to preserve their valid- 
ity, jee Smith V. Snow, 294 U.S. 1,.14.[24 
USPQ 26] (1935):(holding that "if the claim 
were fairly susceptible to two constructions, 
that should be. adopted which will secure to 
the patentee his actual invention");, Mo^/me 
M/f. Co. V, United States Int'l Trade 
Cornmn, 75 F.3d l545, 1556,' 37 USPQ2d 
1609, 1617 (Fed..Cir. 1996) ("When claims 
are amenable to more than one construction, 
they should when reasonably possible\be in- 
terpreted so as to preserve their validity."), 
reading them in light of the specificationi jee 
Vitronics, Corp. v. Conceptronic- Inc:, 90 
F.3d 1576, 1582, 39; USPQ2d 1573, 1576 
(Fed, Cin. 1996).: - 

[1] However, contrary to HydReclaim^s 
assertions, this is not a case where the claim 
language is reasonably susceptible to. two 
constructions. Rather, the claim as written 
by the patentee is susceptible to only one. 
meaning, It is clear froni the language of the 
claim itself that the term, "a discharge rate" 
in clause [b] is referring to the same rate as 
the term "the discharge rate"' in clause [d] ■ 
This conclusion necessarily results from *the 
identical language associated with the ter.fe 
"discharge rate" in both clauses [b] and [d]^^, 
namely "from the : common hopper to the>-. 
material processing machine." The presence 
of that identical language clearly, indicates 
that "a discharge rate" in. clause [b] is the 
same as "the discharge rate" in clause [d], 
both referring to the rate (in units of weight 
per unit of time) that material is discharged 
from the common hopper to the material 
processing machine. In addition, that conclu- 
sion avoids any lack of antecedent basis prob- 
lem for the occurrence of "the discharge 
rate" in clause [d].' 



[2] The district court's attempt to . use the 
written description to circumvent the plain 
language of -the claini and. the. clear defini- 
tion of the disputed claim language, found 
therein was inappropriate. While we have 
held many times that a patentee can act as 
his own lexicograph er to spe c ifically defiiit: 



' It should be noted that the lack of anteced- 
ent basis problem would not be present in those 
claims specifically reciting "change in weight" 



terms, of a claim contrary to their ordinary 
meaning, see, e.g.. Digital Biometries^ v. 
Identix, Inc., 149 F.3d 1335, , 1344, 47 
USPQ2d 1418, 1424 (Fed. Girv 1998),.. the 
quoted portions froni the written description 
above do not so clearly redefine, "the dis- 
charge rate" in clause [d]. so as to put a 
reasonable competitor or one reasonably 
skilled in the art . on notice that the patentee 
intended to so redefine that claim terih..5ee 
Hoganas AB v. Dresser Indus., Inc., 9 F.3d 
948, 951 n.l5; 28 USPQ2d 1936, 1939 n. 15 
(Fed Cir. 1993) (reasoning that the reason- 
able competitor standard is analytically 
equivalent to the reasonably skilled in: the art 
standaird). More: importantly,, we, do not per- 
mit courts tO: redraft claims. See Quantum 
Corp. V. Rodime, Pic, 65 F.3d 1577v 1584, 
36 USPQ2d 1162, 1168 (Fed. Cir. 1995) 
("Although we construe, claims, if possible, 
so as to sustain their validity, ... it is well 
settled that no matter how great the tempta- 
tions of fairness or policy making, courts do 
not redraft claims."); Becton Dickinson & 
Co. V. CR. Bard Inc., 922 F.2d 792, 799 h.6, 
17 USPQ2d 1097, 1102n.6 (Fed. Cir. 1990) 
("Nothing in any precedent, permits judicial 
redrafting of .claims. At most there are ad- 
monitions to construe words in claijrns nar- 
rowly, if possible, so as to sustain their valid- 
ity,"). • Where, as here, the, claim ;is 
susceptible to only one reasonable construc- 
tion, the canons of claim construction cited 
by HydReclaim are inapposite, and; we niust 
construe the claims based on the patentee's 
version of the claim as he hiinself drafted it. 
See Hoganas, 9 F.3d at 951 , 28 USPQ2d at 
1939. ("It would not be appropriate for us 
now to interpret the claim differently just to 
cure a drafting error . . . . That would unduly 
interfere with the function of claims in put- 
ting competitors on notice of the scope of the 
claimed invention."). .. 



Our conclusion that the occurrences of 
"discharge rate" in clauses [b] and [d] of 

(i.e., claims 7-1 4). Nevertheless, those claims 
"would suffer from the infirmity of using two 
different phrases, "change in weight" ahd "dis- 
charge rate," to mean the same thing in the same 
claim if we were to adopt HydRecl aim's and the 
district court's claim construction. 
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claim 1 are to be interpreted, as referring to 
the same rate has the follQwingMmplication 
for clause [d]. It cannot be disputed that the 
"material processing rate of; the processing 
machine" is identical to. the "discharge rate 
of the material from the- common hopper to 
the processing machine.". The. l ii dteiial pro- 
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cessmg rate of the extruder (the processing 
machme) is dictated by the rate of the mate- 
rial fed to it, i.e., the^ discharge, rate of the 
material from the common hopper; As a 
result of our claim construction;- clause, [d] 
does not make "sense" as HydReclaim^ itself 
realizes an^, concedes: What ^ HydReclaim 
fails to. realize is that such a nonsensical 
result does not require the court to redraft 
the claims of the '943 patent. Rather, where 
as here, claims are susceptible to only one 
reasonable interpretation and {that interpre- 
tation results in a nonsensical construction of 
the claim as a whole, the claim . must , be 
invalidated, thus preventing unduly burden- 
mg competitors who must diE;termine the 
scope of the claimed invention based on an 
erroneously drafted claim. 

11. INVALIDITY 



The question that remains is under what 
theory are the claims of the '943 patent 
invalid. The district court addressed inyalid- 
ity of the- '943 patent under numerous theor- 
ies: (i) as vague and indefinite under 35 
y S.C. §112, H I, .Order of. September 
30, 1997, HH 53-57; (2),as:.on-sale under 35 
U.S.C. § 102(b), see id. n 58-69; (3) as 
publicly known under 35 U.S.C. §• 102(a) 
see id, M 70-76; (4). as improperly derived 
under 35 U.S.C. § 102(f), see id, M 77-84; 
(5) as previously invented' under 35 U.S C § 
102(g), see id: M 85.-96; and (6) .as obvious 
under 35 U.S.C. § 103, see id. n 97-108; The 
district court held the '943 patenrvalid inithe 
face of all of these challenges. Process. Con- 
trol only appealed to us the district court's 
conclusion of nonobviousness. i. 

Nevertheless, Process Contrdr assorts on 
appeal, in the context of claim construction, 
that the district court erred in its claim 
construction because the use of two^ different 
definitions for the identical term "discharge 
rate" creates ambiguity and results iri^ack of 
antecedent basis for the second occurrence. 
For its part, HydReclaim concedes that the 
claim "makes no sense" if wje. are to' adopt 
the construction that.Propess Control urges 
which we indeed have done ais . desbribed 
above. Process Control -responds:' that this 
construction presents a question of enable- 



ment rather than claim construction. Thus, 
although the parties discussed whether the 
propei-ly construed .claim -"makes no sense" 
primarily in the context of indefiniteness apd 
claim construction, \ye consider their, argu- 
ments in the district cnnrt and in thrir bricfj 
to us regarding the claimS: "mak[ing.]; no 
sense" as preserving and raising the issues of 
utility (and operability) under 35.U:S,C.. § 
101 and enablement under 35 U!S.C. § 112, 
11 1 on appeal. . . ■ * 

B. 

[3] Lack of enablement and absence of 
utility are closely related grounds of unpa- 
tentability. See . Raytheon Co. v Roper 
Corp.,. 724 F.2d 951,. 956, 220 USPQ.592, 
596 (Fed. Cir. 1983). The enablement, re- 
quirement of 35 U.S,C.. § 112,H.l requires 
that the specification adequately discloses to 
one skilled in the, relevant art: how to make, 
or in the case of a process, how; to. carry. out' 
the claimed invention without undue, experi- 
mentation.f Genentech,^ Inc, v. Novo 
^ordisK A/S, 108 F.3d 1361, 1365, .42 
USPQ2d 1001, 1004 (Fed. Cir. 1997). The 
utility requirement of 35 U.S.C. § 101 man- 
dates that any patentable invention be. useful 
and, accordingly, the subject matter of the 
claim must be operable. See Brooktree Corp. 
V. Advanced Micro Devices i. Inc., ^11 F 2d 
.1555, 1571, 24 USPQ2d 140-1,: 1412 (Fed. 
Cir. 1992). If a patent^claim fails to meet the 
utility requirement because it is not useful or 



r.. .' The district court determined that ^ the 
claiins of the. '943 patent were not vague or 
indefinite under 35 US.C. §. M2. See Order 6f 
September 30, 1997. \\ 53-57. Wenote;,howeVer, 
that definiteness and enablement are analytically 
distinct requirements, even though both' concepts 
are contained in 35 U.S.C. §112. The^definite- 
.nesfrequirement of 35 U;S.e. '§ 1 12,11 2 is a legal 
requirementi based on- the court's role as con- 
5truer of patent claims, that is reviewed de novo. 
See;e,g., Personalized Media Communications v. 
Int'l Trade Comm'n, 161 F.3d 696, 705 48 
.USPQ2d 1880, .1888 (Fed., Cir 1998). Definite- 
ness requires the language of the claim to set 
forth clearly the domain over which the appiicaht 
seeks exclusive rights. '5ee 35 U.S.C: :§ 112, H 2 
("[tjhe specification shall conclude with onV pr 
more claims particularly pointing out and dis- 
-tinctly claiming the .subject, matter which, the 
applicant regards as his invention'.')., The test Tor 
whether a claim ., meets the definiteness require- 
ment is "whether one skilled, in the art "would 
understand the bounds of the claim when read'in 
light of the specification." Personalized Media 
161 F.3d at 705, 48 USPQ2d at 1888. However! 
the problem: in the present case is;not the clarity 
of the claim language preventing one skilled in 
the art from determining the scope of the claim. 
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operative, then it also fails to meet the how- 
to-use aspect of the enablement requirement. 

■ In Raytheon, we . held: certain process 
claims invalid, stating 
. ' [b jecause it is for the invention, as claimed 



Hh at enablement must deail y exist, and 



because the impossible cannot be enabled, 
. a claim containing a limitation impossible 
to meet may be held invalid: under § 112. 
Moreover, when axlaim requires a means 
for accomplishing an unattainable result, 
the claimed invention, must be considered 
inoperative as claimed and the claim must 
. be held invalid under either § 101 or § 1 12 
of 35 U.S.C. 
724 F.2d-at 956, 220 USPQ at-596. As the 
passage illustrates, when an impossible limi- 
tation, such as a nonsensical method of oper- 
ation, is clearly embodied within the claim, 
the claimed invention must be held invalid. 
While an otherwise valid patent covering a 
meritorious invention should , not be struck 
down simply because of the patentee's misr 
conceptions about scientific principles con- 
cerning, the invention, see Fr.omson v. Ad- 
vance Offset Plate, Ihc; 120 F.2d 1565, 
1570, 219 USPQ : 1137,. . 11 40 . (Fed.- Cin 
1:983), when ."the claimed subject-matter is 
inoperable, the patent may indeed be invalid 
for failure to. meet the utility requirement of 
§ 101 and the enablement requirement of § 
112," Brooktree Corp., 917 F.2d at 1571, 24 
USPQ2d at 1412 {citing Raytheon Co., 724 
F.2d at 956, 220 USPQ at 596). ^ 



ingredients to the common hopper and the 
discharge rate of the material from the 
common hopper to the processing machine 
embodies an inoperable method that violates 
the principle, of conservation of mass.. In 



"other words, clause [dj requires determining 
a quantity from the sum of that, exact same 
quantity and something else, or symbolical- 
ly, A = A + B, which is irtipbssible, where, as 
here, B is not equal to zero. Accordingly, we 
hold that the correctly construed claims are 
invalid because they are inoperative, and 
thus the claims fail to comply with.the utility 
and enablement requirements of 35 U.S.G. 
§§ 101 and 112, fl 1, respectively. 

CONCLUSION 

Given our conclusion that .the claims of the 
'943 patent are invalid, we vacate the district 
court's finding of infringement. The issues of 
willful infringement, damages, nonobvious- 
ness, enforceability, and exclusion of mi- 
nesses therefore need not be addressed. 

COSTS 

Each party will bear its own costs. 

REVERSED-IN-PART 
andVACATED-IN~PART 
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UtiUty is a factual issue, which we review 
for clear error. See, e.g,. In Re Corthright; 
165 F.3d 1353, 1356, -49 USPQ2d 1.464, 
1465 (Fed..Cir.. 1999). Whether a disclosure 
is enabling under 35^U.S..C. § 112, !I 1 is ai 
legal conclusion, based upon underlying fac- 
tual inquiries, and subject to /lovo review 5? 
See, e,g., Bruning v. Hirose, 161 F.3d 681,v 
686, 48 USPQ2d 1934, 1938 (Fed. Cirf 
1998). 

[4]; In the present case, it is undisputed by 
both HydReclaim and Process Control that a 
consistent- definition of "discharge rate" in 
clauses [b] and : [d] of claim 1 leads, to a 
nonsensical conclusion. Due to the principle 
of conservation of mass, the material pro- 
cessing rate, of the processing machine must 
necessarily be equal to the discharge rate of 
the material from the common hopper to the 
processing machine in a steady-state process. 
Consequently, clause [d] of claim 1,. which 
reads: ^ ^ 

. [d] determining the material processing 
rate- of the processing machine from the 
sum of the material discharge rates of the 
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TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

1. Types of marks — Trade dress as mark -r- 
Labeling: , and appearance of goods 
(§327.0704). 

Infringement; conflicts between marks — 
Likelihood of confusion Particular 
marks — Confusion not likely 
(§335.0304.05) 

Trade dress of defendant's baskets used 
for floral arrangements at funerals is. not 
likely to cause confusion as to source, even 
though it is similar to trade dress of plain- 
tiffs baskets, since wholesalers would not be 
confused, since most retailers order such 
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request for reconsideration of the board's 
decision, pointing out among . other 
things; that the\"Endotherm" reference 
was improperly, cited . and relied.; on, 
since its publication date, No vember 
1938, it^ subseq.uenL to Liie. filing date of 



appellant's parent application. July 27, 
1936. On September 10, 1942 the board 
dismissed . appellant's request for recon- 
sideration for the reason that it had not 
had an opportunity to . consider it until 
after appellant had filed his notice of 
appeal to this court on September 4, 
1942. The board held that it had lost 
jurisdiction because of that appeal, citing 
In re Allen, Jr., 28 C.C.P.A..' (Patents) 
792, 115 F.2d 936, 47 , USPQ 471. . - 

Appellant in his. reasons of appeal' did 
riot specifically allege error against the 
reliance by the board; on .the "Endo- 
therm" reference because' pi its late date, 
and for this reason that reference, must . 
be considered here for what it is worth. - 
In re Davis et al., 29 CiC.P.A. (Patesnts) 
723, 123 P:2d 651, 51 USPQ 458.. 

Appellant was not required to file his 
notice of appeal as early as September 
4, 1942 in view of the amendment to rule 
149 which' took effect on September 1, 
1941, published' at 6 F. R. 3923 and 529 
O.G. 509, which provides that "if a pe- 
tition for rehearing or reconsideration 
is filed within. 20 calendar days after 
said decision, the- notice of appeal may 
be given and the reasons of appeal fil-ed 
within 15 calendar days after action- on 
the petition." 

Appellant- concedes that it is. old as~ 
shown, in the prior- art of. record to 
utilize high-frequency energy for dia- - 
thermy treatment. We are unable ;to 
see, however, that any of the prior- art. 
provides for a method of treatment 
whereby the fields in which the subject . 
to be treated is pl^aced are resonaiit with- 
in a closed chamber at a frequency 
characteristic of the chamber. None of. 
the references, disclosed an apparatus 
providing for a closed or substantially , 
closed resonant chamber. . , 

The only reference in the cited art 
showing an enclosure which may sur- 
round a patient' is the Esau patent. 
There the subject is placed within a. cir- 
cular metal screen which may be of 
homogeneous metal or a plurality of 
parallel wires, open at ' the' top. The 
screening is not connected with the elec- 
trical circuit and. the patient is treated 
by means of plates situated opposite 
each other covering the portion oi the 
body to be treated. It is stated in the 
patent that instead of the electric alter- 
nating field just described, the magnetic 
alternating field can be used. That 



magnetic alternating field, however, com- 
prises the surrounding of the part to be 
treated- ^th a coil not touching the part 
or the .coil being, in proximity to such 
part. I t is obvious tha,t such fields as have 
been descnoed can . i?e used simultane- 



ously or separately. It is also stated in 
the patent that the reason for enclosing 
the body subjected to the short wave field 
with a. metal screening is to , avoid the 
loss of energy caused by sparking phe- 
nomenon at the ' electrodes, causing 
temperature increases in ^, persons . sta- 
.,tioned near the patient of as. much as 
1" in an hour as the, result of the dis- 
placement currents caused by the sparks. 
Therefore it is. clear that the enclosure 
disclosed by ..the Esau patent is for a 
shield only , arid , is intended, to divert 
radiation so that it flows out of .the .ends 
of the wires of the shield, and likew^ise 
protect, those, who '.might: be near the 
patient. The device ; of the Esau patent 
in our opinion .does . iiot anticipate the 
device defined by the claims, for the 
reason that instead of implying, reso-' 
nance in, the. shield the latter is not 
even part of the circuit. Jt appears to 
us that appellant's-, ^entire invention 
hinges on the, inaintenance of resonance 
within a chamber , at its natural fre- 
quency characteristic, and ^^e. find noth- 
ing in the references which would make 
it' obvious to one skilled in the art to 
construct the ., apparatus or use the 
method of appellant. 

For the. reasons heretofore stated the 
decision of the Board of . Appeals is re- 
versed. 
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to say that Board has repeatedly held - 
that burden is on examiner to show that 
claim covers inoperative species, and not 
on applicant to show that it does not. 

2. Specification — Sufficiency of disclosure 



-In general 

In mechanical cases-, broad: claims may 
be. supported by single form of apparatus 
disclosed in application; applicant .need 
not disclose each specific embodiment of 
invention covered by claims. 

Particular patents — Pumping Appara- 

*'" tus ^ . " . 

Vickers and Herman, Oil Well Pump- 
ing Apparatus, claims 4, 12, 20, 21, and 
37 of application allowed. 



with the inlet of said pressure forming 
means,' valve means responsive to 
movement of one of said reciprocal 
members for directing pressure to said 
pilot operated means to shift the same, 
and addiliuual valve mean s responsive 



Appeal from Boards of -Appeals of the 
Patent Office. , . 

Application for patent of Harry F. 
Vickers and' Kenneth R. Herman, Serial 
No. • 281926. From decision rejecting 
claims 4y 12, 20, 21, and 37, applicants 
appeaL Reversed. 

Barnes, KISSE3LLB, Laughun & Raisch' 
(John KissEtLE and Robert A, 
Choatb of counsel), all of Detroit, 
Mich.,, for appellants. ' " 

W. W. Cochran (R. F. Whitehead of " 
counsel) for the Commissioner of 

. Patents.' ■ 

Hatfield, Judge, 

This is an appeal from the decision 
of the Board of Appeals of the United 
States Patent Office affirming the. deci- 
sion of the Primary Examiner rejecting 
claims 4, 12, 20, 21, and 37 in appellant's 
application for a patent for an alleged 
invention relating to new and useful im- 
provements in oil .well pumping appara- 
tus. ■ ' 

Seventeen claims were allowed by the 
Primary Examiner. . 

Claim 4 is illustrative of the appealed 
claims. It reads: 

4. In combination, a cylinder for 
containing an operating liquid,, a 
reciprocal member in said . cylinder, 
means acting on said member for re- 
sisting the entrance' of liquid to said 
cylinder, a motor cylinder, a reciprocal 
member in said motor cylinder ada,pted. 
to be operably connected to the sucker 
rod of a pump in a well, a .pressure 
forming means, a pilot operated shift- 
ab.le means adapted to control tKe.:di- 
rection of liquid under, pressure 
through said pressure forming means 
and to and from said cylinders, a sup- 
ply of operating liquid, unidirectional 
valve means connecting said- supply 



to abnormal movement of one of said 
reciprocal members resulting , in closure 
of the outlet, port of. one of said 

- cylinders adapted to delay the shifting 
of said pilot . operated ' means,, and 

. thereby cause a. replenishing of ■ liquid 
.from said supply to' said system during 
said, delay., . .. 

The claims were- rejected^ by , the 
tribunals of the Patent Office on the 
ground that they are broader than ap- 
pellants' invention. They were not re- 
jected on prior art: ■■ 

There being' no> prior art involved, it 
is , unnecessary that a -detailed explana- 
tion of appellants' appara!tus be^ hjere set 
forth. However, the; Priniary Examiner 
described appellants' apparatus ". .quite 
fully in his statement to the Board of. 
Appeals. 

Appellants' apparatus includes, .a- so- 
called, "well operating or work cylinder" 
and piston,: an accumulator cylinder and 
piston, and a pump - which forces liquid 
from one cylinder to the ' other under 
control of a directional :Valve., The ap- 
paratus • also includes -. two pilot valves. 
One, controlled by the accumulator pisr- 
ton, causes normal reversal shifting, of 
the directional valve, and the other, by 
abnormal movement of the work cylinder 
'piston which, closes , a port in the lower 
part of the work cylinder, delays normal 
reversal for. replenishment" purposes. 
(Replenishment is required^ because of 
leakage in the system.) Thus it will be 
seen that appellants' ^ apparatus is an 
automatic system for reversal* of a closed 
system and replenishment of liquid' in 
the... system. 

oit will be observed from what has 
.. be^^n said that in appellants' apparatus 
one of the pilot 'valves is caused to opT 
erate by the accumulator piston, and the 
other , by the work cylind-er piston. . The 
accumulator piston and the. work cylinder 
piston move ..substantially in unison,. Ac- 
cordingly, the idea of actuating, the 
valves in accordance with. . piston move- 
ment is obviously , a unitiary ' conception, 
and the operation of the system would 
be the . same regardless . of : whether the 
accumulator piston or the work cylinder 
piston, operates one or the other of those 
valves, provided the valves are operated 
for the purposes , hereinbefore set forth. 

In the apparatus defined by the ap- 
pealed claims, the pilot valves may be 
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operated by the two pistons, as herein- 
Ibefore described, or. they, may be oper- 
ated by a singrle piston. 

The language of . claim 4 which calls 
broadly for the operation fhc. valvps 
either by a single piston or.by two pis- 
tons is as follows: 

valve means responsive -to move^ 
' mient of one of said' reciprocal memb^s 
for directing pressure^ to said pilot 
operated means tor shift the same, and 
additional valve m^ans. responsive ■ to 
abnormal movement, of one of : $aid 
reciprocal members resulting'" in,: closure 
of the outlet port , of one. of said cy- 
linders adapted ,to ' delay the shifting, 
of said pilot operated means, , and^ 
thereby cause a replenishing of ..liquid, 
from said supply to said, system during 
said delay. (Italics nol^quoted.) 

In his statement to the Board of Ap- 
peals, the Priinary Examiner said that, 
although' the appealed claims read' bn 
appellants" disclosure, they were "incom-^ 
plete" in that th^y omitted "a limitation 
without which" they were "broader- thanr 
the disclosed invention,? that is- to, say, 
they were sufficiently broad to call for 
the operation of the valves by a : single: 
piston. The examiner stated, however, 
that he wbuld allow claims which defined 
the arrangement of the apparatus 
wherein "one piston by its movement 
controls the application of pilot pressure, 
while the other piston by its movement 
closes the inlet port of its cylinder to 
delay reversal." We quote from the ex- 
aminer's statement as follows:- ^ 

The . claims on appeal, however, are 
even broader * * * in that they merely 
. state that one piston controls., pilot 
pressure, and. one piston delays reveir- 
sal by . causing., closure , of the outlet 
port of one cylinder.. This.. lianguage. 
is broad enough to cover a constructibn 
wherein a single piston controls the 
pilot pressure and its' own or the other 
cylinder's inlet port to also delay re- 
versal. Whether it is possible to con- 
struct such a structure wherein a. siii^ 
gle piston performs all" these funetioris, 
the Examiner cannot say. . For present 
purposes, it seems sufficient to state 
that it is not immediately clear how 
it. can be done, and applicants have 
not shown how to do it Under such 
circumstances, it is believed proper to 
require applicants to reasonably re- 
strict their claims to coyer their own 
structure and obvious modifications 
thereof, ' vi^hile 'still leaving the . .field 
of improvement open to him who sub- 
sequently teaches the public how all 
the functions aria to be performed by 



. the motion of only one of the two mov- 
ing pistons. 

Applicants have argued that it is 
possible that all reversing and delay 
— function s could be perform e d by uio- 
tion of one pi&ton, and that to require 
them to limit the claims to recite that 
the control is under the motion of both 
pistons,: would unduly limit their pro- 
tection; • . ^ ■ . 

The answer to this is that if such a 
structure is possible, and is part of the 
invention, disclosed in this case, appli- 
cants should have described it, if they 
desired to. claim it Having failed to 
describe it, and it is not being appar- 
ent how it can be brought about, it 
must be held to be outside the scope of 
the invention described herein, and 
applicants are ^ not^ entitled to • protec- 
tion on it. (Italics quoted;) ' 
■ - ■ - 

. In its decision : affirming the decision 
of the Primary. Examiner, the Board' of 
Appeals called attention to the language 
in the body of claim 4, hereinbefore 
specifically referred to,; ^d stated; that 
the wordinjg of the claim .was. confusing 
when. read, on the drawings in- appellants' 
application; that .. appellants have , not 
shown ,a construction, either in their 
d r a w i n g s or in , their specification, 
wherein a single piston might control 
the valves. for the desired purposes; and 
that an entirely different and unobvious 
construction from that shown in ap- 
pellants', drawings and specification 
would be necessary in . order to control 
the valves by a single piston, The board 
further said: * , . 

The construe t i o n shown, [in ap- 
pellants' specification and drawings]- 
requires two cylinders, the piston in 
[one] operating one valve means and 
,the piston in the other, operating the 
other;* valve means., * * ♦ 

W^ are cognizant of . the fact that 
in- a.'^mechanical case an applicant may 
genefially draw a broad claim on a sin- 
gle construction; However, it should 
be obvious to any one^ skilled in the 
art to make such modifications covered. 
That is not the situation here. 

It is contended . heire by counsel for 
appellants that, the gist of the involved 
invention: — 

lies mainly in the particular valve 
arrangement for controlling reversal 
automatically and for permitting 
replenishment. It is not new to shift 
valves by extension- of piston rods in 
this very art We believe it plainly 
follows from- this that it actually is 
obvious how the system- could be 
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-changed to have both valves * * 
controlled by a single piston rather 
than by both of them. 
In explanat ion of how the appara tus 
miffht be- arranged so ; that lihe .valv«s 
would be properly cont3:plled by a.singfe 
niston, counsel/for . appellants state in 
their brief that it . would seem to be ob- 
vious that the pilot valve, which is shown 
in appellants' specification and drawings 
as being controlled by the accumulator 
piston for causing normal reversal of the 
directional valve, might be operated by 
a projection fi:om the 'piston in. the- work 
cylinder, or, instead of the port at the 
lower end' of the work cylinder being 
closed by the work cylinder piston, at 
could be closed by a. mechanical connec- 
tion to the piston rod of -the. accumulator 
piston. Counsers main contention., is, 
however, that the "obviousness of various 
modifications [of the disclosure in • ap- 
pellants' specification] .need not concern-^ 
the tribunals . of the Patent Office; that 
it is the duty .of those tribunals .*?to.see 
that the claims are directed to novel and 
patentable subject matter," and, that they 
are "readable on the disclosure.'V : Counr 
sel also contend that "To require' an ap- 
plicant to limit, his claims to aU . obvious 
modifications, would either prevent turn 
from receiving fair protection fromr his 
idea or it would cause him to multiply 
the disclosiires of his patent to all' the 
possible modifications that he could 
foresee in order that tie. could get brpad 
claims," and that appellants are entitled 
to claims which cover "all devices which 
carry the spirit, of the invention and are 
not shown by the prior art.^- ■ 

In support of their contentions, counsel 
for appellants rely, upon the decisions in 
the following cases ; In re Matzner, 20 
C C P. A. (Patents) 799, .62 F.2d 190 
[16 USPQ 25]; Ex parte Louis N, D. 
Williams, 2 tfSPQ 93;: Ex parte. Vickers, 
53 USPQ 607. 



In the Matzner case, supra^ the inven- 
tion involved related to radio receivers, 
and, among other things, disclosed means 
for "giving, an electrical indication when 
the dial controlling the movable niember 
of the condenser is in position to tune 
the receiver for a particular ^station." 
Claim 2, .there involved, called f or a dial 
for radio- receiving sets, an electrical in- 
dicator, arranged in a normally open 
circuit and adapted ta be rendered active 
only when the dial was set to .tune, in 
a. station, and a\ circuit closing , means, 
including a plurality of contact members 
"carried by the dial and disposed in cir- 
cuit closing position only when the dial 



is set to tune in a station." The Board 
of Appeals allowed certain claims, which, 
instead of calling for "contact members, ' 
called for '.'contact pins.".: In; reversing 

t-.>i p hnAvA as to f^pHAin of the claims 

there on appeal, we said [16 USPQ 27] : 
' We are of fthe.. opinion that the ref- 
erences do riot; "show or. sug^e$t the 
useful result secured by^ appellant, 
either by the use, of contact pirm qr in 
any other manner, arid' we therefore 
hold that appellant . 'should: hot .be. re^ 
stricted to the use of coiitact pins,' but 
= that he is entitled' to a broader protec- 
tion irir^sp^ctive 'of whether the. lamp 
circuit is clbsed by means of . contact 
pins, (Italics ..not quoted. )\ J' > 
In the . Williams: . casci- , .supra^ the 
Board of: Appeais,.'in. reversing the deci- 
sion ^ of the Primary Examiner rejecting 
the claims there on appeal; quoted from 
the decision -in the- case of Ex . parte 
^Weaver,' 1897; C. D: . 1B&, wherein the 
Commissioner of Patents said ,[2 . USPQ 
at 96]:: ' - ■ ^ ; 

It is the weil-settled. policy of this 
Offibe, however, to allow- applicants to 
claim their inventiori as. broadly as, pos- 
sible in view of "the state of the. art. 
In the case of Ex parte Vickers, supra, 
the Board of Appeals, in reversing the 
decision of the Primary Examiner. reject- 
ing the single , claim there pn appeal, 
stated that the examiner. had not rejected 
the claim on prior art, but had rejected 
^ it on the ground that it was broader . than 
the applicant's , disclosure because . it. .w:as 
^ so drawn that it covered structures; not 
specifically disclosed or described in=.the 
applicant's application. The board fur- 
ther stated [53 USPQ. at 608] :; . 
-As a general rule an applicant in 

■ a mechanical case: seldom .shows more 
^v- than one embodiment... : He. is generally 
' "" allowed claimsy when the art. perniits, 

i which cover more than Me specific em- 

■ ^ hodiment shown. That practice is so 
general that .it occurs in almost , every 



case; -■ ■ 

Even though the present .applicant 
has not disclosed more than - one 
' specific arrangement of the controlling 
valve, we see no good reason why ap- 
plicant should be denied a claim that 
will coyer other arrangements as long 
as the claimed invention is novel. The 
examiner has not shown that any other 
. arrangement canttot be .emfiloye(l and 
obtain the equivalent result. It is our 
view that the- claim is ?u>t. too broadly 
drawn and that, it shoxdd be alloxoed. 
(Italics ours.) 
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. .The Solicitor for the Patent Office 
states in : his brief that it is too. well 
settled to require' citation: of authorities 
that "ordinarily in a mechanical case 
broad claims may be supported by a dis- 
cloGuro of a ainglc form of th e- apparatus 
disclosed, in ^n application." The solici- 
tor contends, however,, that the general 
rule as . st^-ted . is not applicable . to a 
claim which necessarily covers aii ap- 
paratus working on. a principle entii-ely 
different from that shown and described 
in ah' application, :Which apparatus is not 
suggested in the application arid is not 
obvious from the. disclosure therein. ..In 
support .of those views, , the . solicitor cites, 
the case of Excelsior Drum Works v. 
Sheip & Vandegrift, 173' F; 312, whierWin 
it. was .stated by the District Court. for' 
the Eastern District of Pennsylvania 
that a broad claim could not ..be based 
upon a . disclosure . that was specifically 
limited to a single device which was not 
given, as an e3cainpl(B or as: a preferred 
structure. It was also the view of thie 
solicitor that it is not obvious from ap- 
pellants' specification and drawings how 
appellants* apparatus might be reorgan- 
ized so as: to operate the Valves by .the 
movenierit of a single piston. " 

We are unable to concur in the view 
of the solicitor that appellants* specifica- 
tion does not suggest that the pilot valve 
for effecting normal reversal of the di- 
rectional' valve and the other pilot valve, 
which is so actuated" as to delay normal 
reversal of the- directional valve for 
replenishnient purposes, could be- oper- 
ated by a single piston. 

We quote from' appellants' specifica- 
tion: ' ■ 

An object, of the present invention 
is to provide a mechanism which is 
responsive to the movement of a 
reciprocal member in the pumping 
cylinder or the accumulator cylinder or 
6ot;i which will permit the operating 
liquid to be taken by the pressure 
forming' means from an independent 
supply and injected into the closed 
system to replenish the supply of op- 
erating liquid. This replienishing ap- 
.paratus is intended to- operate auto- 
matically : and is responsive to the 
..quantity of liquid in the - system. 
(Italics ours.) 

It is apparent from the quo Ded~ excerpt 
that the accumulator piston may be used 
noti only to effect normal reversal of the 
directional valve, but also to delay the 
operation of that valve for the piirpose 
of replenishing the system. Accordingly, 
it is plainly suggested in' appellants' 
specification that the accumulator piston 



alone may operate the- valves for. the 
purposes, set forth in the appealed 
claims. 

Section 4888 of the Revised Statutes 
(tJ. S: C, title 3 5, sec. 33) requires an 
applicant to explain the principle of liis 
invention and "the best mode in which 
he has contemplated applying, that prin- 
ciple, so to distinguish it from other 
inventions." ' ' 
. In construing that section, the Su- 
preme Court of the United States in the 
case of Continental . Paper. Bag Company 
V. Eastern Paper Bag Company, 210 
U. S* 405,. 418,. stated:, , . 

An inventor must' describe what he 
conceives to be. the best mode, but he 
is not -confined to that. If this were 
not so most'' patents would be of little 
worth, - "The principle pi the inven- 
tion is a unit, and invariably the modes 
of its embodiment in a concrete in- 
vention naay be numerous and in. ap- 
pearance very - different from each 
other/' Robinson, on Patents, Sec. 485. 
(Italics not quoted.) 

That case, together with other deci- 
sions to the same effect, , was cited and 
quoted from, in the ciase of In re Lester 
Kirschbraun, IS.VC. C. P. A. (Patents) 
735, 44. F.2d 675 [7;USPQ^ 132]. 

In . the .instant case, appellants have 
described what they considered to be the 
best mode of operation of their appara- 
tus and also, an alternative mode of op- 
eration. . • 

It will be recalled that, the Primary 
Examiner held that the appealed claims 
- read on appellants' disclosure, which 
they obviously do. The claims were not 
rejected because they cover all means of 
oroducing the desired result, or because 
of prior art. Nor were they rejected by 
the examiner because- they cover- an in- 
operative structure. Accordingly, it is 
unnecessary for us to discuss the ques- 
tion raised by counsel for appellants as 
■ to.,. whether the tribunals of the Patent 
bffice have ■ authority to reject a broad 
claim merely . because it may cover . 
one or more inoperative ; species. 

[1] Assuming, however, without decid- 
ing, that they have such authority, we 
deem it not improper to say that the 
Board of Appeals has repeatedly held 
that the burden is upon the Primary Ex- 
aminer to show that such a claim covers 
an inoperative species, and not upon the 
anplicant to show that it does not. See 
Ex parte Riszdorfer, 34 USPQ 338; Ex' 
parte Johnson, 40. USPQ 576; Ex parte 
Lilienfeld, 44 USPQ 174; Ex- parte Kor- 
pium, 50. USPQ 224; Ex parte Vickers, 
supra. See also rules 65, 66, and 135 
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s. to be. the best mode, but he 
tonfined to. that. If this were 
nost patents would be of little 

."The principle of. the inven- 
V- unit, and invariably the modes 
embodiment in a concrete in- 

may be numerous and in, ap- 
e very different from each 

Robinson on Patents, Sec. 485. 

not quoted.) ' ■ 

as4, together with other deci- 
the same effect, was. cited and 
om in the case of , In re Lester 
mn,' 18.;C..C. P. A.. (Patents) 
P.2d 675 [7 USPQ . 132]. 

instant case, appelliants have 

what they considered to be the 
e of operation of their iappara- 
liso an .altern£itive mode of op- 
be recalled that the Primary 
c held that the appealed claims 

appellants' disclosure, -yvhich 
iously do. The claims were not 
because they cover all means of 
the desired result, or because 
art. Nor were they rejected by 
liner because- they cover an in- 
i structure. Accordingly, it is 
ary for us to discuss the ques- 
ed by counsel for appellants as 
ler the . tribunals of the Patent 
ive ■ a-utbority to reject a broad 
aerely because it may cover 
more inoperative . species, 
jsuming, however, without d-ecid- 
t they have such authority, we 

not improper to say that the 
)f Appeals has repeatedly, held 

burden is upon the Primary Ex- 
to show that such a claim covers 
^rative species, and not upon the 
l^t to show that it does not. See 
-e Riszdorfer, 34 USPQ 338; Ex 
ohnson, *4a USPQ 576; Ex parte 
Id, 44 USPQ 174; Ex parte Kor- 
iO USPQ 224; Ex parte Vickers, 

See- also rules 65, 66, and 135 



of the Rules of Practice in the United 
States Patent Office:. 

In his statement, to the Board of Ap- 
peals, the exaniiiier stated that appel- 
lants had not disclosed how a single pis- 
ton could o pe r ate th e valvo o ; that it wa g. 



not- immediately clear to him how such 
an apparatus could operate; and that 
appellants had failed to describe such a 
structure in their application. . 

In other words, as we understand the 
examiner's decision; ' he held the claims 
to be' too broad because the applicants 
did not disclose in their appiicanon each 
specific embodiment of the invention cov- 
ered by the appealed' cluims. That ■ hold- 
ing was ' affirmed by the,. Board ; oi Ap- 
peals. -. . . . ■ * j 

Obviously, the decision, of the Board of 
Appeals, as well as that of the Primary 
Examiner, is not in Accordance .with ^th^ 
rule as seated, in the solicitor's brief , that 
is "that ordinarily in . a mechanical case 
b^ad claims, inay be supported by a 
disclosure of .a. single: forih of ^he apr 
paratus disclosed in an application. ,Nor 
is the bpard's'decisiod in conformity with 
the statement contained therein that in 
a mechanical cSise an applicant may gen- 
erally draw a- broad claim on a single 
construction." 

[-2] In mechanical cases, siich as that 
here involved, broad claims may be sup- 
ported by a single form of the appara- 
tus disclosed, in. an' applicant's applica. 
tion See In ' re Lester Kirschbraun, 
supra, and cases therein cited; Ex. parte 
Kleinknecht, ■ 49 USPQ 680; Ex parte 
V.ic.kers, supra,. " - - ,.' . ^ ,j 

For the reasons stated, we are ol.opin. 
ion that the appealed claims ^yere im- 
properly rejected. Accordingly,, the . de- 
cision of the Board, of Appeals is re. 
versed. 



copending, party second to file original 
and reissue is junior and must establish 
priority by preponderance of evidence. 

2. Appeals to Court of Customs and Pat- 
ent Appeals^ — Issues to 1be deter- 
mincd - Pat e nt interferen ces ^— 



31 C.C.P.A.. (Patents) 979 
Court of Customs and Patent . Appeals 

KOCK V. LlEBER . 

Appl. No. 4793 Decided Mar. 6, 1944 
PATENTS- . 

1. Interference — Burden of proof 
' In interference between- reissue ap- 
plicants whose original applications were 



Interference— bissolution 

Primary examiner denied party's . niOr 
tion to dissolve, interference and granted 
opponent's motion to. add count;, at final 
hearing, Bioard of Interference Examiners 
held that additional reasons not incluaed 
in party's motion to dissolve or in: his 
opposition, to addition of count could not 
be considered by it; such holding was in 
conformity with Rule 122; pn ^appeal* 
Court may consider only reasons in mo- 
tion to dissolve and opposition to motion 
to add count. : • 

3. Appeals to Court of Customs and Pat- 

ent Appeais— Issues to be deter- 
mined— -Patent interferences 
Where appellate tribunal of Patent 
Office (in instant- case, Board of Inter- 
ference. Examiners): ■ con trues counts 
broadly and. holds . that, when so. ■ con- 
strued ' they are patentable over art, . 
Court is bound by holding; patentability 
of such counts is for ex parte considera- 
tion by Patent Office. . 

4. Interference— Reduction to practice — 

. Tests'. . ■ ■ 

Hearihg' aid device is. not properly 
tested by holding it m position by hand 
rather than by bead band. 

Particular patents — Audiphone. 
2077425, Lieber, Bone Conduction 
" Hearing- Aid, reissue application award- 
ed priority against application for re^ 
issue of 2144458, Koch, Bone Conduction 
Audiphone. . , . 

' Appeal , from Board of . Interference 
Examiners of the. Patent Office. 

Patent interference No. 77992 between 
■ Hugh Lieber,. deceased, application. 
Serial No. 267932, filed April 14,-1939. 
for reissue of Patent No. 2077425 issued 
April 20, 1937 on application filed' Dec. 
^4 1932, and Henry Koch, application, 
Serial No. 314564, filed Jan. 18, 1940,;^for 
reissue of Patent No. 2144458. issued Jam 
17, 1939 on application filed. Aug 31, 
1935. From decision awarding priority 
to senior party, junior party appeals. 
Affirmed. 

HoGUET, Neaby & Campbell (Walter 
H Free and Geokgb H. Cokby of 
counsel), all of New York, N. Y.,.for 
appellant. . . 
S. Michael Pineles (M. C. Massie of 



